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United States Court of Appeals for the 


District of Columbia 


a 


District Court of the United States for the Di^rict 

of Columbia. 


At Law No. 87756 


SociETE DE Condensation et D’Applications MecaniIqxjes, 

Petitioner, 


vs. 


Conway P. Coe, Commissionee of Patents, Respondent, 

United States of Ajmerica, 

District of Columbia, ss: 

BE IT REMEMBERED, That in the District Court df the 
United States for the District of Columbia, ki the 
City of Washington, in said District, at the times 


were 

titled 


hereinafter mentioned, the following papers 
filed and proceedings had, in the above-en 
cause, to wit:— 

1 Filed July 8, 1936 

District Court of the United States For the District of 

Columbia 

At Law No. 87,756 

Societe de Condensation et D’Applications Mecan 

c/o Mauro & Lewis, 1435 G St. N. W., Washn. ID. C. 
Petitioner, 

vs. 

Conway P. Coe, Commissioner of Patents, Respondent, 


QTJES, 


Petition for Writ of Mamdamus 

To the Honorable Judges of the District Court of th^ 
United States for the District of Columbia:— 

Your Petitioner, Societe de Condensation et d’Aj^plica- 
tions Mecaniques, presents this petition and prays th^t this 
Court issue a Writ of Mandamus directed to Respondent, 
Conway P. Coe, as Commissioner of Patents of the Iirnited 
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States, ordering and directing said Respondent to dismiss 
the appeal to the Board of Appeals of the United States 
Patent Office taken and filed by Alexander M. Nicolson in 
an Interference entitled Langevin v. Nicolson, No. 59,444, 
and which appeal said Respondent has heretofore re¬ 
peatedly refused to dismiss notwithstanding numerous re¬ 
quests and demands by Petitioner that Respondent dismiss 
said appeal. 

2 Petitioner shows:— 

(1) That this is a petition, or suit, filed under and in 
accordance with Sections 211 to 220 inclusive of ‘ ‘ Part II— 
Mandamus’’, Title 24, of the D. C. Code, “Complete to 
March 4, 1929’’ (Sections 1273 to 1282, inclusive, of the 
D. C. Code, “.A^mended to June 7,1924) for a Writ of Man¬ 
damus directed to Respondent, Conway P. Coe, as Commis¬ 
sioner of Patents of the United States. 

(2) That Petitioner is a corporation duly organized and 
subsisting under the laws of the Republic of France, and 
having an office in Paris, France; that the Respondent, 
Conway P. Coe, is the Commissioner of Patents of the 
United States, duly qualified and acting as such, and that 
said Respondent was such Commissioner and so acting at 
the time of the occurrences hereinafter set forth, in respect 
to which Petitioner seeks relief, and that Respondent main¬ 
tains his official residence within the District of Columbia 
and is sued as Commissioner of Patents of the United 
States. 

(3) That on June 21, 1920, Paul Langevin, a citizen of 
France, then residing at Paris, France, filed in the United 
States Patent Office, an application Ser. No. 390,542, for 
letters-patent for improvements in Piezo-Electric Signalling 
Apparatus. 

A print of the drawing and a copy of the specification 
and claims of said Langevin application as they stood 
amended at the date of the final redeclaration on July 27, 
1932 of the aforesaid Langevin v. Nicolson Interference No. 
59,444, are filed herewith as EXHIBIT A and made part of 
this Petition. 

3 (4) That by an assignment in writing, dated Decem¬ 
ber 23, 1929, and recorded January 13, 1930, Liber 


I 


SOCIETE DE CONDENSATION ET AL. VS. CONWAY P. COB 


3 


1-142, page 553, of the Transfers of Patents, U. S. Patent 
Office, said Langevin did assign and convey unto your Peti¬ 
tioner his entire right, title and interest in and to the in¬ 
vention described in said application, and in and to the 
patent to be granted thereon to the full end of the term 
thereof. 

A copy of said assignment is filed herewith as EXHIBIT 
B and made part of this Petition. 

(5) That Alexander M. Nicolson, a citizen of the Ignited 
States, then a resident of New York City, N. Y., filed in the 
United States Patent Office on April 10,1918, an application 
Serial No. 227,802, for an improvement in Piezophony, for 
which letters-patent of the United States, No. l,49p,429, 
were granted May 27, 1924, to Western Electric Comjpany, 
Incorporated, a corporation organized under the la'^s of 
the State of New York, and having its principal office in 
New York City, N. Y., as assignee of the entire right, title 
and interest in and to the invention therein described and 


claimed. 

An official printed copy of said Patent is filed here 


th as 


EXHIBIT C and made part of this Petition. 

(6) That by an assignment in writing, dated April 2,1918, 
and recorded April 10, 1918, in Liber G-104, page 487, of 
the Transfers of Patents, U. S. Patent Office, said Nicolson 
did assign and transfer to Western Electric Companv, In¬ 
corporated, a corporation of the State of New Yorl:, the 
entire right, title and interest in and to the invention de¬ 
scribed in said application Ser. No. 227,802 and the letters- 

patent to be granted therefor, as will more fully ap- 
4 pear from a copy of said assignment filed herewith 
as EXHIBIT D and made part of this Petition. 

(7) That by an assignment in writing dated Jan. 19,1925, 
and recorded January 26,1925, in Liber 1-123, page 518, of 
the Transfers of Patents, U. S. Patent Office, said W(istern 
Electric Company, Incorporated, did sell, assign and con¬ 
vey to American Telephone and Telegraph Company, a 
corporation of the State of New York, the entire right, 
title and interest in and to said letters-patent No. 1,495,429, 
and in the invention therein described or intended to be 
described, as will, more fully appear from a copy of said 
assignment filed herewith as EXHIBIT E and made part 
of this Petition. 
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(8) That on April 13, 1923, there was filed in the United 
States Patent Office an application for patent, Ser. No. 
631,859, in the name of said Alexander M. Nicolson, for 
improvements in Generating and Transmitting Electric 
Currents, said application purporting to be a division of 
the aforesaid Nicolson application Ser. No. 227,802 which 
matured to the aforesaid patent No. 1,495,429. 

A print of the drawing of said Nicolson application Ser. 
No. 631,859 and a copy of the specification and claims 
thereof as they stood amended at the date of the final re¬ 
declaration on July 27, 1932 of the aforesaid Langevin v. 
Nicolson Interference No. 59,444, are filed herewith as EX¬ 
HIBIT F and made part of this Petition. 

5 (9) That by an assignment in writing dated April 

7, 1923, and recorded April 13, 1923, in Liber T-118, 
page 340, of the Transfers of Patents, U. S. Patent Office, 
said Nicolson did sell, assign and transfer to Western Elec¬ 
tric Company, Incorporated, a corporation of New York, 
the entire right, title and interest in and to the invention 
described in the aforesaid application Ser. No. 631,859, as 
will more fully appear from a copy of said assignment filed 
herewith as EXHIBIT G and made part of this Petition. 

(10) That by an official communication of January 31, 
1930 the Patent Office declared an Interference No. 59,444 
between said Langevin application Ser. No. 390,542 and said 
Nicolson patent No. 1,495,429 and application Ser. No. 
631,869, as more fully appears from a copy of said com¬ 
munication filed herewith as EXHIBIT H and made a part 
of this Petition. 

(11) That by an official communication of July 27, 1932, 
said Interference No. 59,444 was redeclared, as more fully 
appears from a copy of said communication filed herewith 
as EXHIBIT I and made part of this Petition. 

(12) That after due proceedings in said interference as 
redeclared, the date of final hearing on the merits before 
the Examiner of Interferences was set for July 17, 1934, 
as will more fully appear from a copy of an official com¬ 
munication of May 1, 1934 filed herewith as EXHIBIT J 
and made part of this Petition. 

(13) That on May 26,1934, Langevin’s proofs were filed 
in the Patent Office accompanied by a communication of 
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that date of which a copy is filed herewith as 
K and made part of this Petition. 

6 (14) That on June 4, 1934, the party Ls^ngevin 

filed in said interference a ‘‘Request under R^e 162 
that Printing of Langevin’s Record be Dispensed w^th and 
Typewritten Copies be Accepted in Lieu of ]?rinted 
Copies’’, as will more fully appear by a copy of said re¬ 
quest or communication filed herewith as EXHIBIT L and 
made part of this Petition. 



Said Patent Office Rule 162 as it stood at said d^te and 
still reads is as follows:— | 

“162. Thirty-one or more printed copies of th^ testi¬ 
mony must be furnished—five for the use of the office, one 
for each of the opposing parties, and twenty-five ibr the 
U. S. Court of Customs and Patent Appeals shorld ap¬ 
peal be taken. If no appeal be taken, the twenty-five copies 
will be returned to the party filing them. The preliminary 
statement required by rule 110 must be printed as a part 
of the record. These copies of the record of the junior 
party’s testimony must be filed not later than fifty-five days 
before the day for final hearing, and in the case of the senior 
party not less than thirty-five days. The size of the rec¬ 
ord shall be 7^ by 1034 inches and the type matter shall 
be 4-1/6 by 7-1/6 inches. They shall be printed in 11- 
point type and adequately leaded; and the paper must be 
opaque and unglazed. The names of the witnesses must 
appear at the top of the pages over their testimonj^, and 
the record must contain indexes with the names of all wit¬ 
nesses and references to the pages where copies of papers 
and documents introduced as exhibits are shown. 

Where, however, a record does not exceed one hundred 
and twenty-five letter-sized double-spaced typewritten 
pages or the equivalent thereof, printing may l)e dis- 
7 pensed with upon request: Provided, however, That 
there shall be furnished, in addition to the oijiginal 
transcript clearly legible copies of the typewritten 1 testi¬ 
mony, which shall be certified to as being true copies ty the 
party filing the same, one for the office, which shall not be¬ 
come part of the record, and one for each adverse party, 
to be filed within the time specified for filing printed copies: 
And provided further, That where printing has thus been 
dispensed with, the appellant, if appeal is tahen frohi the 
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decision of the examiner of interferences, may file three 
clearly legible typewritten copies of the record, both of his 
own and the appellee, if the same have not been printed, 
and which shall not become a part of the record, within 
thirty days from the taking of the appeal. If the copies 
of the record are not filed within the time specified or with¬ 
in any extension thereof granted by the board of appeals, 
the appeal shall be dismissed. 

When it shall appear, on motion duly made and by satis¬ 
factory proof, that a party, by reason of poverty is nn- 
able to print his testimony, the printing may be dispensed 
with; but in siich case typewritten copies must be fur¬ 
nished—one for the office and one for each adverse party.” 

(15) That Langevin’s said request filed June 4, 1934 was 
granted by an official communication of June 8,1934, as will 
more fully appear by a copy of said official communication 
filed herewith as EXHIBIT M and made part of this 
Petition. 

8 (16) That on June 22nd, 1934 the party Nicolson 

filed a communication transmitting ‘‘the original 
typewritten copy of Xicolson’s record * • * and one carbon 
copy thereof and requesting that typewritten copies of his 
record be accepted under Rule 162 in lieu of printed copies, 
as more fully appears by a copy of said communication 
filed herewith as EXHIBIT X and made part of this Pe¬ 
tition. 

(17) That by an official communication of July 5, 1934, 
said request of Nicolson to dispense with printing of his 
testimony or,record was “not approved”, as more fully 
appears by a copy of said communication filed herewith as 
EXHIBIT 0 and made part of this Petition. 

(18) That about July 12, 1934 a stipulation, signed by 
counsel or attorneys for both parties, was filed, the pur¬ 
pose thereof being to enable the party Nicolson to dispense 
with printing of his testimony, as more fully appears by a 
copy of said stipulation filed herewith as EXHIBIT P and 
made part of this Petition. 

(19) That by an official communication of July 16, 1934, 
Nicolson’s request to dispense with the printing of his 
record was approved, as more fully appears by a copy of 
said communication filed herewith as EXHIBIT Q and 
made part of this Petition. 
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(20) That, due proceedings being had, said interference 
came to final hearing on the merits before the Examiner 
of Interferences on July 17, 1934, was then submitted on 
oral arguments made by counsel for both parties and on a 
printed brief filed on behalf of Langevin and on 4 type¬ 
written brief filed on behalf of Nicolson. 

9 (21) On July 30, 1935 (over a year after the 

hearing) the Examiner of Interferences rendered 
his decision on the merits in said interference, awarding 
priority of invention to said Paul Langevin on the g rounds 
(a) that Langevin was prior as to date and (b) that Nicol- 
son was not an original inventor of the invention ip. con¬ 
troversy, having derived knowledge thereof from th4 prior 
invention of Langevin, and also fixing August 19, 1935 as 
the limit of appeal from said decision, as will more fully 
appear from a copy of said decision filed herewith as EX¬ 
HIBIT R and made part of this Petition. 

(22) That on August 17, 1935, an appeal to the Board 
of Appeals of the United States Patent Oifice fro^a said 
decision of the Examiner of Interferences was filed in the 
Patent Office on behalf of said Nicolson, as will more fully 
appear by a copy of said appeal filed herewith a,s EX¬ 
HIBIT S and made part of this Petition. 

(23) That Rule 162 of the Rules of Practice of the 

United States Patent Office, duly adopted and approved by 
the Secretary of Commerce, and in force at the time of the 
filing of said appeal on behalf of said Nicolson, pij’ovides 
that, where printing of the record has been dispensed with, 
as was done in this case,— | 

‘‘the appellant, if appeal is taken from the decision of the 
examiner of interferences, may file three clearly legible 
typewritten copies of the record, both of his own and the 
appellee, if the same have not been printed, and which shall 
not become a part of the record, within thirty days from 
the taking of the appeal. If the copies of the record are 
not filed within the time specified or within any extension 
thereof granted by the board of appeals, the appeal shall 
be dismissed’^; 

further that said thirty days from the taking of i;he ap¬ 
peal expired September 16,1935; and that within said thirty 
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days appellant filed no copies whatsoever of the record of 
either party. 

10 (24) That there was no further action or proceed¬ 
ing in sai(^ Langevin v. Nicolson interference until 

December 3, 1935 on which date a communication was is¬ 
sued by said Board of Appeals to the parties in said inter¬ 
ference, a copy of which communication is filed herewith as 
EXHIBIT T and made part of this Petition; 

That (a) said action by the Board of Appeals was en¬ 
tirely sua sponte; 

(b) appellant Nicolson had made no request for addi¬ 
tional time during the thirty days specified in Rule 162 or 
during the seventy-eight (78) succeeding days anterior to 
said action of the Board of Appeals and appellant had 
made no move whatsoever to have the Board of Appeals 
grant an extension of the time, or indicated any intention 
of making such a move; 

(c) no showing of excuse for the failure fo file said 
copies was presented during all that time; 

(d) no reason was assigned by the Board of Appeals for 
their said action; 

(e) no notice' was given to appellee Langevin that the 
Board of Appeals contemplated such action and no oppor¬ 
tunity was given appellee to be heard in respect thereto; 

(f) and no precedent for said action has been found either 
by attorneys fcir appellee Langevin or by attorneys for 
appellant Nicolson or by the Patent Office. 

(25) That on December 9, 1935, attorneys for the Ap¬ 
pellee filed a motion (1) to set aside or withdraw the 
Board’s said action [or decision] of December 3, 1935, and 
(2) for an order dismissing the appeal herein of the Ap¬ 
pellant Nicolson, for reasons set forth in said motion paper, 
a copy whereof is filed herewith as EXHIBIT U and made 
part of ^is Petition. 

11 (26) That on December 11, 1935, three typewrit¬ 
ten copies of the record of both parties to the inter¬ 
ference were filed by the attorney for Nicolson, said date 
of filing said copies being eighty-six (86) days after the 
expiration of the time-limit fixed by said Rule 162 within 
which such copies must be filed; that said copies were ac¬ 
companied by a communication transmitting the same and 
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filed therewith, a copy of said commmiicatioii being filed 
herewith as EXHIBIT V and made part of this Petition. 

(27) That on December 12, 1935, attorney for Nictolson 

filed a Memorandum in Opposition to Langevin’s sai^ mo¬ 
tion of December 9, 1935, which memorandum contains the 
following statement: ‘‘The delay in filing the copiels was 
entirely an inadvertent error resulting from th^ un¬ 
familiarity of Nicolson’s counsel with respect to lise of 
typewritten records^’, as will more fully appear by 4- copy 
of said Memorandum filed herewith as EXSIBIT ^ and 
made part of this Petition. j 

(28) That on December 12, 1935, a motion was fifed by 
attorneys for Appellee to strike from the record thd type¬ 
written copies of records recently filed by Appellant, as 
will more fullv appear bv a copv of said motion filed here¬ 
with as EXHIBIT X and made part of this Petition 

(29) That on December 13, 1935, Appellee (Langevin) 
filed a certification in respect to certain of his motions and 
a Request for Oral Hearing Thereon, as more fully ap¬ 
pears by a copy of said paper filed herewith as EXHIBIT 

Y and made part of this Petition. 

12 (30) That on December 14, 1935, the Board of 

Appeals, by its action or communication of tha t date, 
which action was made wnthout solicitation or request by 
appellant and without notice to appellee or affording ap¬ 
pellee opportunity to be heard, volunteered the advice to 
appellant that— 

“Since the appellee is contesting our authority to take 
the action of December 3, 1935, we are of the opinion the 
appellant should make a verified showing in excuse for his 
delay as otherwise his case might become prejudiced due 
to our failure to make this definite requirement, provided 
the copies were filed within the ten-day period referred to 
in our letter”, 

and further voluntarily gave appellant— 

“until December 24, 1935 to file a verified showing in ex¬ 
cuse for his failure to file the typewritten copies of the 
record within the thirty-day period specified in Rble 162 
or up until the date they were filed”. 
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all as will more fully appear by a copy of said action filed 
herewith as EXHIBIT Z and made part of this Petition. 

(31) That by I a communication of December 18, 1935, 
the Board of Appeals advised that Appellee’s Motion to 
Strike would be decided later and also denied Appellee’s 
requests that hi^ two Motions be set for oral hearing, as 
will more fully appear by a copy of said communication 
filed herewith as EXHIBIT AA" and made part of this 
Petition. 

(32) That about December 21, 1935, attorney for Appel¬ 
lant (Xicolson) filed two affidavits, one by Elmer V. Griggs, 
attorney of record for Xicolson, the other by Guy T. Mor¬ 
ris, who describes himself in said affidavit as “an attor¬ 
ney in the patent department of Xicolson’s assignee com¬ 
pany reporting to Elmer V. Griggs, attorney for Xicol¬ 
son”, as will more fully appear from copies of said affi¬ 
davits filed herewith as EXHIBIT BB and made part of 
this Petition. 

(33) That about December 23, 1935, attorney for Appel¬ 
lant Xicolson filed a communication and six copies of 
“Xicolson’s printed brief” before the Board of Appeals, 
as will more fully appear from a copy of said communi¬ 
cation filed herewith as EXHIBIT CC and made part of 

this Petition. 

13 (34) That on December 31, 1935 there was filed 

“APPELLEE’S MEMORAXDHM IX SUPPORT 
OF HIS MOTIOX TO DIS^MISS APPEAL, ETC., And in 
Reply to APPELLAXT’S MORRIS AXD GRIGGS AFFI¬ 
DAVITS”, as will more fully appear from a copy of said 
paper filed herewith as EXHIBIT DD and made part of 
this Petition. 

(35) That about Januarv 4, 1936, Appellant filed a 
“MEMORAXDUM FOR XICOLSOX” as will more fully 
appear by a copy of said paper filed herewith as EX¬ 
HIBIT EE aiid made part of this Petition. 

(36) That on January 7, 1936, the Board of Appeals 
made a decision denying both of Appellee’s before men¬ 
tioned motions—^the first, filed December 9, 1935, to set 
aside the Board’s action of December 3, 1935, and for an 
order dismissing appellant’s appeal (see paragraph (25) 
above); the second (see paragraph 28 above), filed Decem¬ 
ber 12, 1935, to strike from the record the typewritten 
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Motion 

Merits 


copies of record recently filed by appellant, as will more 
fully appear by a copy of said decision filed heremth as 
EXHIBIT FF and made part of this Petition. 

(37) That on January 8, 1936, attorneys for Appellee 
filed a motion (a) for reconsideration and rebeapng in 
respect to the Board’s said decision of January 7, 1936 and 
(b) for suspension of the time for filing appellee's brief 
on the merits and the date of hearing, as will appesir from 
a copy of said paper filed herewith as EXHIBIT (IG and 
made part of this Petition. 

14 (38) That on January 9, 1936, the Board of Ap¬ 
peals made a decision denying appellee’s s4id mo¬ 
tion filed January 8, 1936, as wdll more fully appear 
copy of said decision filed here^vith as EXHIBIT l^H and 
made part of this Petition. 

(39) That on January 11, 1936, Appellee filed a 
for Extension of the Time for Filing Brief on the 
and for Postponement of the Hearing on the Merits, as 
more fully appears by a copy of said paper filed herewith 
as EXHIBIT II and made part of this Petition. 

(40) That on January 18, 1936, Appellee (La 
filed a ‘‘PETITION TO COMMISSIONER for the EX¬ 
ERCISE OF HIS SUPERVISORY AUTHORITY” with 
an attached AFFIDAVIT OF REEVE LEWIS, ^s more 
fully appears by a copy of said papers filed here^dth as 
EXHIBIT JJ and made part of this Petition. 

(41) That about January 22, 1936, Appellant 
son) filed his “REPLY TO LANGEVIN’S PETITION 
TO COMMISSIONER FOR THE EXERCISE OF HIS 
SUPERVISORY AUTHORITY”, as more fully Appears 
by a copy of said paper filed herewith as EXHIBjLT KK 

and made part of this Petition. 

15 (42) That by a communication of January 22, 
1936, the Board of Appeals granted Appellee’s 

(Langevin’s) Motion filed January 11, 1936 (See Exhibit 
II) for Extension of Time for Filing Appellee’s Bjrief be¬ 
fore that Board on the merits and for postponement of 
hearing, as will more fully appear by the copy of safd com¬ 
munication filed herewith as EXHIBIT LL and made part 
of this Petition. I 

(43) That by an official communication of January 22, 
1936, notice was given fixing the hearing of the aforesaid 


Lgevin) 


(Nicol- 


12 SOCIETE DE CONDENSATION ET AL. VS. CONWAY P. COE. 

interference on the merits before the Board of Appeals 
for July 24, 1936, commencing at 9:30 A.M., as more fully 
appears by a copy of said communication filed herewith as 
EXHIBIT and made part of this Petition. 

That, as appears from said paper,— 

‘‘Briefs in inter partes appeals must be filed in ac¬ 
cordance with the provisions of Rules 144 and 163, as 
amended”. 

That said Rule 144 reads:— 

“144. Appeals in interference cases must be accom¬ 
panied by brief statements of the reasons therefor. Par¬ 
ties will be required to file six copies of printed briefs of 
their arguments, with service upon each adverse party as 
provided in rule 154 (b) the appellant thirty days before 
the hearing and the appellee ten days. (See rule 163).” 

That, according to said rule and with the date for hear¬ 
ing before the Board of Appeals, set for July 24, 1936 as 
aforesaid, the limit date for filing Appellee’s (Langevin’s) 
brief on the merits is July 14, 1936. 

(44) That on January 27,1936, your petitioner, the party 
Langevin to said interference, filed in the Patent OlB&ce 
a paper entitled “APPELLEE’S REJOINDER to AP¬ 
PELLANT’S REPLY TO APPELLEE’S PETITION”, 
as more fully appears from a copy of said paper filed here¬ 
with as EXHIBIT NN and made part of this Petition. 

(45) That, on February 26, 1936, the Commis- 
16 sioner of Patents, Conway P. Coe, rendered a de¬ 
cision denying Appellee’s Petition (see Exhibit JJ) 
for the Exercise of his Supervisory Authority, as more 
fully appears by the copy of said decision filed herewith 
as EXHIBIT 00 and made part of this Petition. 

(46) That on March 9, 1936, Appellee (Langevin) filed a 
Petition for Reconsideration of said decision of the Com¬ 
missioner of Patents of February 26, 1936, as more fully 
appears by a copy of said Petition for Reconsideration 
filed herewith hs EXHIBIT PP and made part of this Pe¬ 
tition. 

(47) That about March 17, 1936, Appellant (Nicolson) 
filed a paper entitled “STATEMENT FOR NICOLSON”, 
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as more fully appears from a copy of said paper filed here¬ 
with as EXHIBIT QQ and made part of this Petition. 

(48) That by a decision of April 6, 1936, the Commis¬ 
sioner of Patents denied Appellee’s said Petition for Recon¬ 
sideration (Exhibit PP), as will more fully appeal' from 
a copy of said decision filed herewith as EXHIBIt RR 
and made part of this Petition. 

(49) That, on April 30, 1936, Appellee (Langevin) filed 
a second Motion for Reconsideration of the Commission¬ 
er’s decision of February 26, 1936 (Exhibit 00) ^nd re¬ 
peated therein for the third time (see previous requests 
in Exhibit JJ at page 33 and in Exhibit PP at pdge 13) 
his request for an oral hearing, all as will more frilly ap¬ 
pear from a copy of said second Motion for Reconsidera¬ 
tion filed herewith as EXHIBIT SS and made part of this 
Petition. 

(50) That by an ojBScial communication cf May 
17 4, 1936, an oral hearing before the Commissioner 

of Patents was fixed for May 11, 1936, at 11 [o’clock 
A.M., as more fully appears by a copy of said communi¬ 
cation filed herewith as EXHIBIT TT and made part of 
this Petitibn. 

(51) That on May 11, 1936, attorneys for Appellee (Lan¬ 
gevin), Messrs. Mauro & Lewis, and attorney Mr. E. V. 
Griggs for Appellant (Nicolson), and Mr. Guy T. Morris, 
of counsel for Appellant, appearedbefore the Commissioner 
of Patents in person, Conway P. Coe; that thereu])on the 
matter was orally argued by attorneys for both parties; 
and that at said hearing attorney for Appellant filed a 
‘‘BRIEF FOR NICOLSON IN OPPOSITION TO LAN¬ 
GEVIN’S MOTION FOR RECONSIDERATION a copy 
of which is filed herewith as EXHIBIT UU and made part 
of this Petition. 

That on May 13, 1936, Appellee filed a “MEMORAN¬ 
DUM FOR APPELLEE” (in support of his Motion for 
Reconsideration, as appears by a copy of said paper filed 
herewith as EXHIBIT W and made a part of this Pe¬ 
tition. 

(52) That about May 15, 1936, Appellant filed a paper 
entitled “MEMORANDUM FOR NICOLSON PRESENT¬ 
ING AUTHORITATIVE CASES PERTINENT TO 
LANGEVIN’S MOTION FOR RECONSIDERATION”, 
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I 

a copy of which paper is filed herewith as EXHIBIT W\V 
and made part of this Petition. 

(53) That by his decision of June 6, 1936, the Commis¬ 
sioner of Patents, Conway P. Coe, denied Appellee’s (Lan- 
gevin’s) second' Motion or Petition for reconsideration 
of his (the Commissioner’s) decision of February 26, 1936 
(see EXHIBIT 00), a copy of said decision of June 6, 
1936 being filed herewith as EXHIBIT XX and made part 
of this Petition. 

(54) That prior to June 1930, the rules required 

18 each party to an interference (except upon a satis¬ 
factory showing of poverty) to submit his record, 

irrespective of the size thereof, to the Examiner of Inter¬ 
ference and to the Board of Appeals in printed form. 

That Rule 162, as amended to take etfect June 30, 1930 
(see 394 O.G. 801) for the first time provided for dispens¬ 
ing with the printing of records when of limited size and 
for submitting of the same before the Examiner of Interfer¬ 
ences in typewritten form; but said rules as so then amended 
required that the appellant, in the event of an appeal, ‘‘must 
file the required number of printed copies of the record, 
both of his own and of the appellee, if the latter has not 
been printed, within thirty days from the taking of the 
appeal”, and further provided that if not filed within that 
time “or within any extension thereof granted by the Board 
of Appeals, the appeal shall be dismissed”. 

That Rule 162, as next amended to take effect Decem¬ 
ber 1, 1934 (see Commissioner’s Order No. 3290 of Oc¬ 
tober 29, 1934,, 448 O.G. 265) also makes possible the use 
of typewritten copies before the Board of Appeals (when 
similar copies of records of limited size have been used 
before the Examiner of Interferences), the second para¬ 
graph of the rule as so amended reading as follows:— 
“162. * • • 

Where, however, a record does not exceed one hundred 
and twenty-five letter-sized double-spaced typewritten pages 
or the equivalent thereof, printing may be dispensed with 
upon request. Provided, however, That there shall be fur¬ 
nished, in addition to the original transcript, clearly leg¬ 
ible copies of the typewritten testimony, which shall 

19 be certified to as being true copies by the party filing 
the same, one for the ofi&ce, which shall not become 








Oase No* 6874# folios.18~19« 

Pbotolit^graph of Rule 162, showing 
interlineations as they appear In the cer¬ 
tified reoo^* 

''162* # « « 

Where 9 however, a record does not exceed one 

hundred and twenty-five letter-sized double-spaoed 

typewritten pages or the equivalent thereof, printing 

may be dispensed with upon request* Provided, however * 

That there shall be furnished, in addition to the 

olear3^ legible 

original transcript,/copies of the typewritten testimony, 

which shall be certified to as being true copies 
by the party filing the same, 

/one for the office, which shall not become part of the 

record and one for each adverse party, to be filed within 

the time specified for filing printed copiess And provided 

further * That where printing has thus been dispensed with, 

the appellant, if appeal is taken from the decision of the 

m^ three legible typewritten 
examiner of interferenoes,/iiM«it file/the required number 

ef printed copies of the record, both of his own and ef 

same have 

the appellee, if the/latter has not been printed, 

and which shall not become a part of tlie record, 

/within thirty days from the taking of the appeal. If the 

copies of the are 

/printed record ie/not filed within the time specified or 
within any extension thereof granted by the Board of 
Appeals, the appeal shall be dismissed*" 
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part of the record and one for each adverse party, to be 
filed within the time specified for filing printed copies: 
And provided further. That where printing has thus been 
dispensed with, the appellant, if appeal is taken froia the 
decision of the examiner of interferences, mav file three 
legible typewritten copies of the record, both of his own 
and the appellee, if the same have not been printed, and 
'which shall not become a part of the record, within thirty 
days from the taking of the appeal. If the copies of the 
record are not filed within the time specified or within any 
extension thereof granted by the Board of Appeals, the 
appeal shall be dismissed.” 

That with the interlineations and erasures in the last 
above quotation of the second paragraph of Rule 162 said 
quotation shows the amended or changed rule as the same 
has been effective since December 1, 1934. 

Without said interlineations and erasures the above 
quoted paragraph from Rule 162 shows the same as it be¬ 


came effective June 30, 1930 and so remained undef the 
amendments which became effective December 1, 1934. 

Petitioner further shows, on information and be- 
20 lief 

(55) That by the failure of appellant (Nico.son) 
to file in said Langevin v. Nicolson interference the copies 
of the record within the time-limit prescribed in Rule 162— 


‘‘within thirty days from the taking of the appeal”-^said 
time-limit not having been extended and no request or 
reason for extension having been presented, the party Lan¬ 
gevin (and his assignee. Petitioner herein) became entitled, 
as of September 17, 1935, to the dismissal of the appeal 
taken by the party Nicolson and to the prompt initiation 
by the Patent Office of proceedings looking to the grant of 
a patent to Petitioner for the invention whereof said Lan¬ 
gevin has been adjudged by the Examiner of Interferences 
to be the first inventor; that the situation was and is one 
wherein the Board of Appeals and the CommissioncT of 
Patents have no judicial discretion in respect to the dis¬ 
missal of the appeal but merely a ministerial and manifest 
duty to perform; and that by reason of the failure an^ re¬ 
fusal of the Board of Appeals and the Commissioner of 
Patents to dismiss said appeal the Petitioner has already 
sustained great damage and loss and 'will, if the ilelief 
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hereby prayed be refused, sustain further great and irrep¬ 
arable damage and loss. 

(56) That the invention of the claims constituting the 
sixteen (16) (founts (see Exhibit H) of the issue of the 
aforesaid Langevin v. Nicolson Interference No. 59,444 
and as to all of which claims the Examiner of Interferences, 
by his decision of July 30, 1935 {Exhibit R), awarded pri¬ 
ority of invention to Langevin (Appellee), is extensively 
and commercially used in various arts and industries 
within the United States and the Territories thereof, 

21 and is of great importance and of large value; 

In radio broadcasting alone, use of the inven¬ 
tion, as the same is defined in a number of said issue 
claims, is indispensable; the more than six hundred broad¬ 
casting stations in the United States depend for daily 
operation upon that use of the invention. From January 1, 
1936 to June 30, 1936, the Federal Communications Com¬ 
mission authorized the construction of twenty-two (22) 
additional stations which will also employ said invention 
as the same is defined in a number of the claims. Such dailv 
use of the invention, for which Petitioner (as assignee) is 
justly entitled to a patent, securing to Petitioner the exclu¬ 
sive right to' make, use and sell the invention within the 
United States and its Territories, is evaluated conserva¬ 
tively at many thousands of dollars per day. In other 
words, every day’s delay in the issuance of the patent, due 
to failure or refusal of the Patent Office and particularly 
of the Respondent herein, to dismiss Nicolson’s appeal to 
the Board of Appeals in the aforesaid Langevin v. Nicol¬ 
son interference, results in a corresponding loss and hence 
damage to Petitioner of many thousands of dollars (not 
less than five thousand dollars—$5,000.) for every day of 
such delay. 

In radio broadcasting the invention is also employed in 
all commercially operated point-to-point radio stations li¬ 
censed in and by the United States. 

Wherefore your Petitioner prays— 

22 (a) That a writ of mandamus be issued by this 
Honorable Court to said Respondent, Conway P. 

Coe, Commissioner of Patents, commanding him to dis¬ 
miss or cause to be dismissed the appeal taken on behalf of 
said Nicolson to the Board of Appeals on or about August 
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17, 1935, in said interference No. 59,444 from the decisi« 3 n 
of the Examiner of Interferences awarding priority of in¬ 
vention to said Langevin; 

(b) That an order be forthwith issued directed to E'e- 
spondent and requiring him at a day certain to appear and 
make answer to this Petition and show cause, if any thqre 
be, why a writ of mandamus should not issue as prayed j 

(c) That Petitioner be awarded costs; I 

(d) That Petitioner be awarded proper and adequ^-te 
damages, including legal expenses of not less than 
(or such amount as to the Court may appear just 
proper) occasioned by the failure and refusal of the 
ent Office and of Respondent in particular, to dismiss 
appeal of said Nicolson in said interference, and also 
eluding not less than $5,000 (or such amount as to the 
may appear just and proper) for every day’s delay in 
issuance of a patent to Petitioner that may result 
said failure and refusal of the Patent Office and the 
spondent in particular to dismiss Nicolson’s said 
compliance with the provisions of Patent Office Rule 

(e) That Respondent be required to forthwith 
or stay all proceedings in the Patent Office in said 
gevin V. Nicolson Interference No. 59,444, pending the 
come of this Petition for Writ of Mandamus; 

(f) And that Petitioner may have such other 
23 further relief as this Court may deem just 
proper under the circumstances. 

And you Petitioner will ever pray. 

SOCIETE DE CONDENSATION ET 
D’APPLICATIONS MECANIQUES 

By MAURO & LEWIS 
Their Attorneys^ 

Washington, D. C., 

July 7,1936. 

PHILIP MAURO 

REEVE LEWIS, 

Solicitors and of counsel 
for Petitioner, 

1435 G Street, N.W., 

Washington, D. C. 
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24 District of Columbia, : 

Reeve Lewis, being first duly sworn, deposes and says 
that he is an attorney at law and a member of the bar 
of the Supreme Court of the District of Columbia (now 
the United States District Court for the District of Colum¬ 
bia) ; that he is bne of the attorneys (and a member of the 
firm of Mauro & Lewis) and a solicitor and of counsel for 
the Petitioner; and that he is familiar with the facts al¬ 
leged in the foregoing petition and believes the same to be 
true. 

REEVE LEWIS. 

I 

Sworn to and subscribed to before me, a Notary Public 
in and for the District of Columbia, this 7th day of July, 
1936. 

, IRMA B WHEGENAST 

Notary Public, 

(Seal) ' District of Columbia, 


Certificate of Counsel 

We do hereby certify that in our opinion the foregoing 
Petition is well founded in law and fact; that it presents a 
proper case for granting the vrrit and other relief prayed; 
and that it is not interposed for delay. 

PHILIP MAURO 
REEVE LEWIS 

Attorneys and solicitors for Petitioner. 
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25 Petitioner's Exhibit R 

Mailed July 20, 1935 

Final Hearing July 17, 1934. CFP/ECB 

In tHe United States Patent Office 

Patent Interference No. 59,444 

Langevin v. Nicolson 

Piezophony. 

Application of Paul Langevin filed June 21, 1920, Ser. 
No. 390,542. 

Patent granted Alexander M. Nicolson May 27, 1924, No. 
1,495,429, on application filed April 10, 1918, Ser. No. 
227,802 (Case A); and application filed April 13,| 1923, 
Ser. No. 631,859, division of application filed April 10, 
1918, Ser. No. 227,802, patented May 27, 1924, No. 
1,495,429 (Case B). ' 

Messrs. Mauro & Lewis for Langevin. 

Messrs. DeWitt C. Tanner and John G. Roberts, Mlessrs. 
E. W. Adams and E. V. Griggs, and Messrs. R. R. ^.dams 
and Franklin T. Woodward for Nicolson. 

The invention in issue relates to the structure of a J)iezo- 
electric crystal device and to its use in a wave transformer 
and an oscillator circuit. 

Counts 3, 5, 7, 9,10 and 13 are typical and are as follows: 
Count 3: A wave transforming device comprising a sub¬ 
stance for transforming one kind of energy into another, 
one of said energies being the energy of sound wave, said 
substance being capable of generating electromotive force 
in response to a change in pressure. 
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Count 5: In combination, a piezo-electric crystalline body, 
a dielectric sbe6t on one face thereof, and means for cre¬ 
ating a potential difference between the outer face 
26 of said sheet and another face of said body, said 
means operating to produce elastic, deformation of 
said body. 

Count 7: An oscillating circuit comprising a piezo-elec¬ 
tric device. 

Count 9: A piezo-electric crystal having a plurality of 
faces electrically connected together. 

Count 10: In a system in which high frequency waves are 
modified in accordance with a signal, means for modifying 
said waves in accordance with said signal, said means com¬ 
prising a piezo-electric device. 

Count 13: In a circuit carrying electrical oscillations, a 
device consisting of metallic plates having between them a 
piezo-electric crystal. 

Nicolson’s date for constructive reduction to practice by 
filing is April 10, 1918, the filing date of the parent appli¬ 
cation upon which patent 1,495,429 was granted. The Lan¬ 
ge vin application was filed on June 21, 1920, but, by virtue 
of the “Nolan Act’’, has been accorded the benefit of the 
filing date, September 17,1918, of the corresponding French 
application. 


Nicolson in his preliminary statements alleges the follow¬ 
ing dates: 


1 

Counts 

Count 

Counts 

Count 


1 to 4 
6,7,12 
to 16 

5 

8,10 
and 11 

9 

Conception | 

July 9, 

Aug. 2, 

July 9, 

Aug. 13, 


1917 

1917 

1917 

1917 

Drawing 
Written De¬ 

<< 

a 

(< 

<< 

scription 

a 

a 

(< 

<< 

Disclosure 

it 

a 

iC 

<< 

Reduction to 

July 16 

Dec. 14, 

(( 

Mar. 29, 

Practice 

1917 

1917 


1918 


Langevin in his preliminary statement alleges that 
27 knowledge of his invention was introduced into this 
country imder the following circumstances: 
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‘‘That on or about the 29th day of May 1917 theie ar¬ 
rived in the Uni.ted States a so-called Franco-Britannic 
Mission, comprising a French Mission composed of Major 
Marie Paul Auguste Charles Fabry, Major Henri ABRA¬ 
HAM, and Captain Robert DTJPOTJEY, and a British! Mis¬ 
sion composed of Sir Ernest RUTHERFORD and [Com¬ 
mander Cyprian BRIDGE; that said French Mission had in 
their possession at the time of their said arrival ip the 
United States full knowledge of my aforesaid invention; 
and that thereafter, and especially in the month of June 
1917, said Fabry and Abraham while still in the United 
States, communicated to others then in the United States 
full knowledge of my said invention.’’ 

For a reduction to practice Langevin relies upon the filing 
date (September 17, 1918) of his French application. 

The manner in which the evidentiary record for th<j par¬ 
ties to this interference has been compiled and presented 
leaves much to be desired, and the discovery of the facts 
has thereby been rendered unnecessarily difficult. 

The burden of proof by a preponderance of the evidence 
is upon Langevin as a junior party whose earliest ijecord 
date is subsequent to the filing date of a senior party, 

Under similar stipulations, the parties have presented 
affidavits and statements of facts in lieu of regularly taken 
testimony. Numerous documentary exhibits are introduced 
by the parties under stipulations providing that said 
28 exhibits are to be received as properly proven. 

From the affidavits of Fabry, Abraham and de Gra- 
mont it appears that in May 1917 a Franco-British Mis¬ 
sion was sent to the United States with instructions td com¬ 
municate to the officials and scientists of this countiy the 
work which had been done in those countries in respect to 
the development of devices of expected usefulness :n the 
war with Germany. The French contingent of this Mis¬ 
sion, which arrived in the United States about May 29. 1917, 
was composed of Fabry, Abraham, de Gramont and Cap¬ 
tain Dupouey, the first three being French scientists. 

Langevin, in affidavit, states that previous to the (depar¬ 
ture of this Mission he had disclosed to Fabry, Abyaham 
and de Gramont each of the features of a piezo-electric sub¬ 
marine detector as described in Langevin Exhibit 7. 
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On June 2 and Ip, 1917, meetings were held with the offi¬ 
cials and scientists of this country. Fabry and Abraham 
state that at these , meetings Fabrv fully disclosed the Lan- 
gevin submarine detector as described in Exhibit 7. Wood 
and Durand of the scientists of this country present at 
those meetings corroborate Fabry and Abraham as to this 
disclosure. (Langevin Record, pp. 12-13 and 53). De Gra- 
mont stated that Fabry made a full disclosure but, in his 
affidavit, de Gramont remembered onlv certain essen- 

29 tial features as having ben disclosed. 

Dr. H. D. Arnold of the Western Electric Com- 

I 

pany, assignee of the party Nicolson, was admittedly pres¬ 
ent at these meetings. (Nicolson Record, p. 64). Arnold, 
now deceased, was at that time the head of the research 
branch of that company. (Nicolson Record, stipulation, 
p. 14). 

Fabry and Abraham state that the French contingent of 
this Mission remained in this country until about August 
10, 1917, and that during their stay they visited the follow¬ 
ing places: , 

(1) Laboratories and factories of the Submarine Signal 
Company at Boston and Nahant, Massachusetts, on June 
12-13. 

(2) Naval Experimental Station at New London, Con¬ 
necticut. 

(3) General Electric Laboratory and works at Schenec¬ 
tady, New York. 

(4) Westinghouse Plant at Pittsburgh, Pennsylvania. 

(5) Chicago, 

Fabry and Abraham also state that Fabry made numerous 
disclosures of Langevin’s work at the stated meetings and 
in conversations with many of the officials and scientists. 

Fabry particularly recalls having disclosed Langevin’s 
piezo-electric work to E. H. Colpitts of the Western Elec¬ 
tric Company. 

Colpitts was at that time Research Engineer for 

30 that company, supervisor over Arnold, and in turn 
reported to F. B. Jewett who was at that time Chief 

Engineer of the Company. 

Colpitts in, his affidavit for Nicolson admits having re¬ 
ceived a disclosure of Langevin’s work during June 1917. 
He states however that he; 
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<< 


- - - does not recall that there was any disclosure Relat¬ 
ing to a quartz crystal in a feed back or vacuum tube joscil- 
lator system”. | 

Colpitts states that he met members of the Mission at 
several places, including the laboratories of the Wdstem 
Electric Company. (Nicolson Eecord, p. 44). 

F. B. Jewett recalls from his diary that on June 1, 1917, 
he was present “at a meeting of the French and English 
Commissions, who have recently come to this country in 
connection with submarine detection, destruction and wire¬ 
less matters.” (Nicolson Eecord, p. 69). Jewett states 
however that he was not present when the first disclosures 
of Langevin’s work were made in Washington but that he 
was early aware of the fact that Langevin was working on 
the use of piezo-electric phenomena for submarine detection. 
(Nicolson Eecord, p. 74). 

In February 1917 the National Eesearch Council created 
an anti-submarine committee and appointed Eobeit Af. 
Millikan as chairman. His account of the activity of this 
committee leading up to the establishment of the New 
London experimental station is in evidence as Ex- 
31 Mbit 18. F. B. Jewett was a member of that coinmit- 
tee. As the result of conferences held between Feb¬ 
ruary and April, 1917, the Western Electric, the Subniarine 
Signalling and the General Electric companies agredd to 
cooperate in the development of anti-submarine deWces. 
A small conference with the Franco-British Mission on sub¬ 
marine detection was arranged by Millikan and held on 
June 1-2,1917. The list of those in attendance (p. llj con¬ 
tains the names of Jewett, Arnold and Colpitts as ambng a 
group of working at Nahant. A second conference; was 
arranged and opened on June 14,1917, and lasted for three 
days. The Nahant group was represented at that confer- 


disclosed and a New 
group of scientists adopted that development as their 


ence. Langevin’s work was 


York 

twork. 


Colpitts states that throughout 1917 up to September 8 


he remained at the New York offices of the Western 


trie Company and directly supervised Crandall and Nicol¬ 
son, who reported to Crandall. Colpitts was in charge j of all 
submarine detection work of the Western Electric Company 
and delegated Arnold to supervise their engineers at 


Elec- 
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Nahant. He states that because of the injunction of secrecy 
imposed upon him he did not follow the usual practice of 
informing the Western Electric engineers of the develop¬ 
ments and also since the plans for Crandall’s group did not 
involve crystal work, ‘‘it is very unlikely” that he gave 
the information derived from Langevin to Crandall 

32 or Nicolson. He also states that “so far as he can 
recall he did not personally give any information 

concerning Langevin’s work or concerning piezo electrics 
to Nicolson - -(Nicolson Record, p. 45). 

Buckley, a "V^restem Electric research engineer reporting 
to Arnold, joined the Nahant group shortly after May 14, 
1917. He states that Arnold, upon his return from the 
meetings of June 2 and 15, 1917, told him a number of 
things which l^e had learned at said meetings but he “has 
no recollection whatever” of Arnold’s mentioning Lange¬ 
vin’s work or anything connected with piezo electricity “at 
that time”. (Nicolson Record, pp. 48-49) He also states, 
however, that at the time he left for France, September 8, 
1917, “It is possible that he may of heard a little” of Lange¬ 
vin’s work from Arnold or someone else. (Nicolson Record, 
p. 50). Langevin Exhibit 25 is a letter of September 11, 
1917, from the Secretary of the Navy to the Secretary of 
War transmitting a request from the head of the Sub¬ 
marine Board wherein it is stated that Buckley and Colpitts 
are thoroughly familiar with all that has been done in this 
country on submarine matters and have had numerous con¬ 
ferences with Fabry and Abraham, among others, and that 
they be given an opportunity to become familiar with the 
work being done in France and England. 

In the stipulated statement of facts for Arnold, it is stated 
that 01 ^ July 5,1933, Arnold recalled having attended 

33 the meetings of June 2 and 15,1917, but that he “did 
not recall” any exposition of the use of piezo-electric 

devices or of Langevin and his work. (Nicolson Record, p. 
64). At this time Arnold did recall that some time in the 
summer of 1917 he was aware that Langevin was working 
on submarine detection but he could not recall that he knew 
at that time that Langevin was using piezo-electric appa¬ 
ratus. Buckley states, as noted above, that Arnold may 
have told him a little about Langevin’s work prior to Sep- 
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tember 8,1917. Nicolson states that ‘‘he thinks it possible’’ 
that Arnold may have, before June 26, 1917, suggested to 
him that piezo-electricity might be worth considering iili con¬ 
nection with his studies, which involved detection of s 
(Nicolson Record, pp. 23-24). 

Shortly before Wente, an engineer previously employed 
by the Western Electric Company, returned to the eiaploy 
of said company on July 1,1918, Crandall described tb him 
some of the work in which Crandall had been engaged and 
mentioned piezo-electric devices. After Wente’s return 
Crandall disclosed to him, at least as early as Sept(jmber 
1918, the earlier work which had been done by Langevin. 
(Nicolson Record, p. 76; Nicolson Exhibit 22). Although 
Nicolson’s desk was adjacent to that of Wente’s, ijV'ente 
does not recall that Langevin’s name was ever mentioned 
in Nicolson’s presence and he states that he has no ijeason 
to suppose that Nicolson was aware of Langeyin or 
34 of any interest that Langevin might have ^'ad in 
piezo-electric phenomena at that time. (Ni(3olson 
Record, p. 76). 

On June 26, 1917, Nicolson wrote upon his personal desk 
diary sheet (Exhibit 5) the notation “piezo electricity”. 
(Nicolson Record, p. 24). Nicolson knew of the piezo-elec¬ 
tric phenomena in a general way but he had previously “no 
information whatever as to how to use piezo electric mate¬ 
rial or what results he might expect from it.” (Nicolson 
Record, pp. 23-25). 

Nicolson began a review of the literature on the subject 
almost immediately thereafter, and prior to July 9, 1917 
conceived of the piezo-electric crystal mountings ard cir¬ 
cuits shown on pages 116,117 and 118 of the Nicolsoh note¬ 
book in evidence as Exhibit 1. The matter of Exhibit 1 was 
reproduced on the dates these pages bear from original 
manuscript sheets 12, 13, 17 and 18 of Nicolson El::iibit 
6. These exhibits evidence a conception of the invenlion of 
counts 1 to 4 and 6 as of July 9, 1917, the earliest date 


claimed by Nicolson in his preliminary statement as tb these 
counts. I 

Nicolson states that the sound transformer disclosed on 


pages 115-121, Exhibit 1, was constructed on July 13 


and on July 16, 1917, tested and found satisfactory for the 


1917, 
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purpose of converting speech waves into electric waves. 
From the electric waves a faithful reproduction of the orig¬ 
inal waves was obtained by a conventional telephone 

35 instrument. In support of this statement Nicolson 
refers, on pages 28 to 30 of his record, to numerous 

entries in various exhibits. These exhibits are in evidence 
under a stipulation to the etfect that they are to be ac¬ 
cepted as properly proven. Corroboration of the state¬ 
ment of Xicolson is supplied by these exhibits. 

On September 8, 1917, the sketch of sheet 0075, Exhibit 
9, which had been previously prepared by Nicolson, was 
noted by Fitch, an associate engineer in the Western Elec¬ 
tric Company. (Nicolson Record, p. 33; Exhibit 9). Fitch 
corroborates this statement of Nicolson. (Nicolson Record, 
p. 54). Beck, Nicolson’s assistant at that time, recalled 
having seen apparatus of the type shown on sheet 0075 
prior to Apriri918. (Nicolson Record, p. 57). Nicolson 
states that each of the crvstals was mounted between metal- 
lie condenser armatures. (Nicolson Record, p. 33). Sheet 
0075, Exhibit 9, does not on its face appear to disclose these 
metallic or conducting plates. Neither Beck nor Fitch cor¬ 
roborates Nicolson as to the use of these metallic or con¬ 
ducting plates for the crystal mounting in the circuit of said 
sheet. Nicolson, Beck and Fitch do not state, and sheet 
0075 does not disclose, that either the crystals of this cir¬ 
cuit were ^‘attached’’ to plates betvreen which it was 
mounted, as required by counts 14 and 16. 

It is shown on sheet 0075 that, in oscillating, the circuit 
produced ‘‘loud singing tones’’. It has not been shown 
that the' loud singing tones which were audible to the 

36 ear evidence the presence of “high frequency” waves 
or impulses which were substantially above the au¬ 
dible frequency of the modulating speech signals as re¬ 
quired in counts 10 and 11. 

Sheet 0075 and the statements of Nicolson, Beck and 
Fitch establish a conception of counts 7 and 8. Counts 10 
to 16 are not supported by said sheet or by any corroborated 
statements of the affiant Nicolson relative to the device in¬ 
tended to be disclosed on said sheet. 

Sheet 0078, Exhibit 9, fails to support counts 10 to 16 for 
the same reasons. 
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Page 44 of Nicolson Exhibit 12 discloses, as of Se ptem- 
ber 8, 1917, a circuit similar to that of sheet 0075 and in 
which the crystals were “embedded in Wood’s Metal on 
plate glasses ’ ’. This exhibit supports count 12 but do<js not 
support counts 13 to 16 which require that the crystal be 
mounted between metallic plates. Under the stipujation 
respecting Nicolson’s exhibits, it is held that this e:^hibit, 
being properly proven, corroborates Nicolson’s statement 
with respect to the condenser armatures of count 12. 

Pages 202-203 of Exhibit 13 disclose a crystal mounted 
between a pair of metallic plates, one of brass and one of 
frozen metal. Nicolson’s statement (Nicolson’s Record, p. 
34) that he recalls that the reference in lines 2 and 3 of page 
202 is to the September 8, 1917 trials is not corrobora ted in 
any way. Pages 202-203 of Exhibit 11 do not on their faces 
disclose that the crystal mounting described therein was to 
be used in an oscillating circuit. This exhibit does 
37 not therefore support counts 7, 8 and 10 to 16. 

Nicolson Exhibit 14, dated March 1,1918, discloses 
various oscillating circuits using piezo-crystals but these 
exhibits, like sheets 0075 and 0078 of Exhibit 9, do ndt dis¬ 
close metallic plates between which the crystal is mounted 
and to which it is attached, as required by counts 13 to 16. 

This Exhibit 14 clearly discloses and supports a claim of 
conception of the invention of counts 10 and 11 as of ^larch 
1, 1918. 

Nicolson Exhibit 16 referred to by Nicolson (Nicjolson 
Record, p. 36) as evidencing work between September 1917 
and March 1, 1918, and subsequently, on crystal oscillating 
circuits was compiled long subsequent to the filing of the 
application for the Nicolson patent involved in the interfer¬ 
ence. It does not of itself offer any corroboration of con¬ 
ception of any invention as of a date material to the deter¬ 
mination of this interference. Nicolson states that this ex¬ 
hibit contains a fair resume of this oscillating circuit de¬ 
velopment. References in this resume are not to any dis¬ 
closures by exhibit and page numbers. Nicolson li^aving 
considered it unnecessary to trace the connection be|:ween 
the large number of folios referred to in this resume and 
the exhibits offered in evidence, whatever value this r(jsume 
may possess is lost in the confusion presented thereby. 
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A conception of the invention defined in counts 13 

38 to 16 prior to the filing date of the Nicolson parent 
application (patent 1,495,429) has not been proved. 

Nicolson states that the appartus of sheet 0075, Exhibit 
9, and of page 44, Exhibit 12, was constructed, tested and 
found satisfactory by September 8, 1917. In this he is cor¬ 
roborated by Fitch, by the exhibits referred to, and by 
Beck whose recollection assigns a date as of some time 
prior to April 1918. It is accordingly held that Nicolson 
reduced to practice the invention of counts 7, 8 and 12 on 
September 8,1917. 

Nicolson states that on many occasions he used a dielec¬ 
tric sheet between the crystal and one electrode. (Nicolson 
Eecord, p. 38). He refers to Exhibit 18, sheets 0023 and 
0188 of Exhibit 8, and sheet 17 of Exhibit 7. 

Exhibit 18 discloses, in the upper left-hand figure, a 
crystal mounting employing an insulating sheet between 
what appears to be a crystal and its housing. The ^ ‘means 
of count 5 is not disclosed in this exhibit. Sheet 17, Ex¬ 
hibit 7, discloses merely that a mica dielectric had some 
connection with a crystal #199, given to Fitch. Sheet 0023 
of Exhibit 8 discloses a mica sheet against one face or edge 
of what appears to be a crystal. The “means’’ of count 5 
is not disclosed in this eiibit. Sheet 0188 of Exhibit 8 
merely contains a reference to mica sheet dielectrics 

39 under a “crystal” heading. No corroboration as to 
the conception and use of a piezo crystal with means 

for creating a potential difference between the outer face 
of said sheet and another face of the crystal is offered by 
these exhibits, nor is any corroboration supplied by the 
other affiantsi A conception of the invention of count 5 
prior to the filing date of the Nicolson parent application 
has not been established. 

Nicolson Exhibit 13, sheet 0328, is referred to by Nicolson 
(Nicolson Eecord, p. 39) as evidencing the conception and 
use of a piezo crystal mounting provided with a “girdle elec¬ 
trode”, i.e., a piezo crystal having its plurality of faces 
connected together, as set forth in count 9. The description 
of the sketch of this exhibit makes no reference to the na¬ 
ture or construction of the electrode. The sketch itself can 
not be said to disclose a “sirdle electrode”. 
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Beck states (Nicolson Record, p. 58) that it was a com¬ 
mon expedient with Nicolson to employ a so-called girdle 
electrode. No date is assigned by Beck as to the cor.cep- 
tion or use of that electrode. 

A conception of the invention of count 9 prior td the 
filing date of the Nicolson parent application has not been 
established. j 

In behalf of Langevin it is contended: ! 

(1) That the disclosures of Langevin’s invention made by 
Fabry to the officials and scientists of this country upon the 

occasion of the meetings of June 2 and 15,1917, :mlly 

40 establish an introduction of the invention in issue 
into this country as of said dates. 

(2) That Nicolson is not an original inventor but de¬ 
rived the invention from Langevin by means of the dis¬ 
closures made by Fabry and the members of the Fra,neo- 
British Mission upon the occasion of their visit to this 
country in June 1917. 

(3) That Langevin was diligent from the time of the 
introduction of the invention into this country up to the 
time of the filing of the Langevin French application on 
September 17,1918. 

The first of these propositions is clearly established by 
the evidence presented in behalf of Langevin. Exhibit 7, 
which contains the substance of the disclosures made by 
Fabry at the times claimed, contains a disclosure whieffi is 
substantially the same as that of the Langevin applies ition 
as originally filed and accordingly supports all of the counts 
in issue. 

That the second of these propositions has been estab¬ 
lished is factually debatable. 

The evidence offered by both parties fairly establishes: 

(1) That a full disclosure of Langevin’s conception of the 

invention in issue was made (June 2 and 15, 1917) ir^ the 
presence of Jewett, Arnold and Colpitts of the Western 
Electric Company. 1 

(2) That Buckley of the same company had knowledge of 
Langevin’s work, at least prior to September 8, 1917. j 

(3) That Crandall of the same company had ac- 

41 quired a knowledge of Langevin’s work, at ijeast 

prior to September 1918. I 
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(4) That Nicolson was an employee of the Western Elec¬ 
tric Company and associated with each of the above named 
men in June 1917, being subordinate to Jewett, Colpitts, 
Arnold and Crandall and reporting directly to Crandall. 

(5) That Nicolson at times reported directly to Arnold. 

(6) That Nicolson previous to these disclosures had no 
knowledge of how to use piezo-electric crystals. 

In order to show lack of originality in Nicolson it must 
be further shown that these disclosures were, in some man¬ 
ner, transmitted to Nicolson prior to his proven dates of 
conception for the various counts. 

Langevin presents no evidence which can be considered 
as directly showing that Nicolson did, in fact, obtain such 
disclosures. Lack of originality is, however, difficult of 
direct proof and can generally be established only from the 
circumstances of the case. (Rhinehart v. Gibson, 1912 
C. D. 573). 

Jewett, Arnold, Colpitts and Buckley do not positively 
denv that thev communicated the disclosures of Langevin’s 
work to Nicolson. They do ‘‘not recall”, or they think it 
“unlikely”, that they did so because of the injunction of 
secrecy imposed upon them. Nicolson himself does not 
positively deny that he received such disclosures. 
42 He states that he also does “not recall” that any one 
made any “specific suggestion” with respect to 
piezo-electric materials which “led him to initiate studies” 
of said mater^ls. He admits however (Nicolson Record, 
p. 24) that Arnold may have suggested to him that piezo¬ 
electricity might be worth considering in connection with 
his studies on sound detectors. Notwithstanding that an 
injunction of secrecy surounded the information on sub¬ 
marine detection and military matters, which Colpitts 
stated prevented him from following the usual custom of 
informing interested engineers of such developments. Prof. 
Cady’s confidential reports of May 8 and June 13, 1918 to 
Jewett on the subject of piezo-electricity (Langevin Ex¬ 
hibits 48-49) were transmitted to and fully studied by Nicol¬ 
son. (Nicolson Exhibit 5A, pp. k38-165 and pp. 174-175). 
This tends to show that it was considered proper to inform 
Nicolson, who was also engaged to some extent in “war- 
work” (Nicolson Exhibit 8, Nicolson’s and Jewett’s letter 
of September 21, 1918 and July 25,1919), of the secret de- 
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velopments concerning piezo-electricity. Nicolson adpiits 
that a French Commission visited his laboratory during) the 
summer of 1917. (Nicolson Record, p. 31). This visit oc¬ 
curred on July 25, 1917. (Nicolson Exhibit 8, sheet 0d03). 
Nicolson states that the purpose of this visit was a demon¬ 
stration of a piezo-electric receiver by Nicolson. Langevin 
apparently does not contend that any disclosure was made 
to Nicolson at that time. 

Although Nicolson’s witnesses were offered for 

43 examination by counsel for Lange\dn (Nicolson Rec¬ 
ord, p. 19) apparently no examination of them was 

undertaken in his behalf. 

In rebuttal, Langevin Exhibit 55 was introduced under 
a stipulation (Langevin Record, p. 67) to the effect thai: the 
statements made therein shall have the same force as if 
duly sworn and testified to by E. V. Griggs and W, E. 
Beatty. Beatty was the attorney, employed by the Western 
Electric Company, who prepared the specification the 
Nicolson parent application (patent 1,495,429). In explana¬ 
tion of the reason for the insertion of the statement at line 
34, page 1, of the patent, to the effect that ‘‘It has been 
discovered that piezo-electrical crystals may be used to 
particular advantage in submarine signaling or for the 
detection of hostile submarines’’, Beatty replied: 

“My present opinion is that, if prior art was knowb by 
me at the time I wrote the specification, I learned of it from 
Nicolson, and the statement to which you refer was in¬ 
tended to describe that prior art. 

It seems quite likely that both H. D. Arnold and Nicclson 
will tell you that their interest in submarine detection was 
stimulated by a visit of some French and U. S. naval ofl$cers 
at which time the French officers disclosed that they had 
previously used, or contemplated using, a submarine de¬ 
tecting arrangement employing a piezo crystal of a type 
other than the rochelle salt type.” 

From all the circumstances of the case, it is concluded 
that Nicolson did in fact derive the broad invention 
defined in the counts in issue from the party Lange- 

44 vin and that Nicolson is not an original inventor of 
the subject matter hereof. 

Langevin is also entitled to an award of priority upon 
the third of the propositions contended for, viz., that he 
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was diligent from jnsf prior to the time (July 9 and Sep¬ 
tember 8, 1917 and April 10, 1918) that Nicolson entered 
the field up to the filing of his French application on Sep¬ 
tember 17, 1918.' Langevin’s Exhibits 21, 22, 39, 40, 25, 41, 
34, 47, 48, 49, 29, 50, 30, 31, 20, 18, 24, 33 and 17 disclose, 
when arranged in the order given, a large amount of sub¬ 
stantially continuous activity during this period by the 
officials and scientists of this country in the development of 
the Langevin invention for submarine detection. This de¬ 
velopment and activity enure to the benefit of Langevin. 
(Rogers v. Willoughby and Lowell, 1924 C. D. 342, 1 F. 
(2d) 824). 

Priority of invention of the subject matter in issue is 
hereby awarded to Paul Langevin, the junior party. 

Limit of appeal: August 19, 1935. 

, I. P. DISNEY, 

Examiner of Interferences, 
Room 3714 . 

July 30, 1935. 

45 Petitioner's Exhibit T 

U. S. Patent Office 
Board of Appeals 
Dec. 3—1935 
Mailed 


Appeal No. 15,531 OB 

In the United States Patent Office 


Before the Board of Appeals 


Langevin vs. Nicolson 


Patent Interference No. 59,444 between an application 
of Paul Langevin, filed June 21, 1920, Serial No. 390,542; 
a patent of Alexander McLean Nicolson, granted May 27, 
1924, No. 1,495,429, on an application filed April 10, 1918, 
Serial No. 227,802; and an application of Alexander M. 
Nicolson, filed April 13, 1923, Serial No. 631,759, division 
of application Serial No. 227,802, filed April 10,1918, pat¬ 
ented May 27, 1924, No. 1,495,429. Piezophony. 
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Messrs. Manro & Lewis for Langevin. 

Messrs. DeWitt C. Tanner and John G. Roberts, E(. W. 
Adams and E. V. Griggs, and R. R. Adams and Fra;aklin 
T. Woodward for Nicolson. 

Counsel for the appellee has called our attention to the 
fact the appellant has not filed in the Office the three ‘type¬ 
written copies of the record, both of his own and th(j ap¬ 
pellee, required by the second paragraph of Rule 162 to be 
filed within thirty days from the date of the appeal. The 
appeal was taken on August 17, 1935. 

If such copies are not filed within ten days from the date 
of this letter, or sufficient cause shown why such ac-' 
46 tion should not be taken, the appeal will be dismissed. 

EUGENE LANDERS 
Examiner-irir-CJiief 

P. P. PIERCE 
Examiner-in-Chief 


December 3,1935 


E. T. MORGAN 
Examiner-in^Chief 

Board of Appeals 


(Copy) 

Petitioner’s Exhibit Z 


U. S. Patent Office 
Board of Appeals 
Dec. 14, 1935 
Mailed 

Appeal No. 15,531 OB 

In the United States Patent Office 

Before the Board of Appeals 

Langevin v. Nicolson 

Patent Interference No. 59,444, between an application 
of Paul Langevin, filed June 21, 1920, Serial No. 39Q,542; 
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a patent of Alexander McLean Nicolson, granted May 27, 
1924, No. 1,495,429, on an application filed April 10, 1918, 
Serial No. 227,802; and an application of Alexander M. 
Nicolson, filed April 13, 1923, Serial No. 631,859, division 
of application Serial No. 227,802, filed April 10, 1918, pat¬ 
ented May 27, 1924, No. 1,495,429, Piezophony. 


Messrs. Mauro & Lewis for Langevin. 

Messrs. DeWitt C. Tanner and John G. Roberts, E. W. 
Adams and E. V. Griggs, and R. R. Adams and Franklin 
T. Woodward for Nicolson. 


In response to our letter of December 3, 1935, the appel¬ 
lant has filed three typewritten copies of the record, both 
of his own and the appellee. In his letters transmitting the 
copies, appellant states that permission for this late filing 
was given by the action of the Board of Appeals dated De¬ 
cember 3, 1935- It is further stated that the delay in filing 
the copies was entirely an inadvertent error resulting from 
• the unfamiliarity of appellant’s counsel with the procedure 
with respect to the use of typewritten records and 
48 that counsel stands ready to furnish an affidavit to 
that effect if necessary. 

The appellee on December 9, 1935, filed a motion to set 
aside the Board’s action of December 3, 1935, and for an 
order dismissing appellant’s appeal. Since the appellee 
is contesting our authority to take the action we did on 
December 3, 1935, we are of the opinion the appellant 
should make a verified showing in excuse for his delay as 
otherwise his case might become prejudiced due to our fail¬ 
ure to make this definite requirement, provided the copies 
were filed within the ten-day period referred to in our 
letter. 

Appellant is given until December 24, 1935, to file a 
verified showing in excuse for his failure to file the type¬ 
written copies of the record within the thirty-day period 
specified in Rule 162 or up until the date they were filed. 

Appellee is given until December 31, 1935, to file any 
arguments he may care to advance against the sufficiency 
of appellant’s showing. Action on appellee’s motion to set 
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aside and dismiss is deferred until December 31, 193i), or 
until appellant’s showing and appellee’s response thereto 
have been received. 

EUGENE LANDEES 
Examine r-in-C hief 

P. P. PIEECE 
Examiner-in-Chief 

E. T. MORGAN 
Examiner-iTi^Clfiief 

Board of Appeals j 
December 14,1935 | 

49 Petitioner’s Exhibit FF \ 

U. S. Patent Office 
Board of Appeals 
Jan. 7, 1936 
Mailed 

Appeal No. 15,531 OB 

In the United States Patent Office 

Before the Board of Appeals 

Langevin v. Nicolson 

Patent Interference No. 59,444, between an application 
of Paul Langevin filed June 21, 1920, Serial No. 390,542; 
a patent of Alexander McLean Nicolson granted May 27, 
1924, No. 1,495,429, on an application filed April 10, 1918, 
Serial No. 227,802; and an application of Alexander M. 
Nicolson, filed April 13, 1923, Serial No. 631,859, division 
of application Serial No. 227,802 filed April 10, 1918, pat¬ 
ented May 27, 1924, No. 1,495,429. Piezophony. 

Messrs. Mauro & Lewis for Langevin. 

Messrs. DeWitt C. Tanner and John G. Roberts, EL W. 
Adams and E. V. Griggs, and R. R. Adams and Fra]iklin 
T. Woodward for Nicolson. 
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This case comes up for consideration of two motions filed 
by the party Langevin. The first is a motion filed on De¬ 
cember 9,1935, to set aside the Board’s action of December 
3, 1935, and for an order dismissing appellant’s appeal. 
The second is a motion filed on December 12, 1935, to strike 
from the record the typewritten copies of record recently 
filed by appellant. 

Appellant failed to file the three typewritten copies speci¬ 
fied in the second paragraph of Rule 162 within thirty days 
from the taking of the appeal. In our action of De- 

50 cember 3, 1935, we extended the period for the filing 
of said copies to expire ten days from the date of 

that action, that is, on December 13,1935. The typewritten 
copies were filed by the appellant on December 11, 1935, 
which is within the extension granted by us on December 
3, 1935. 

It is appellee’s position that the language of Rule 162 is 
mandatory, and under the circumstances of this case we 
have no discretion, but must dismiss the appeal. The rule 
specifically states that these typewritten copies shall not 
become a part of the record. They are required merely for 
the benefit of the Board, but in themselves constitute no 
part either of the appeal or the permanent record. Had 
the rule required appellant to furnish the appellee with 
these copies and appellee had waived this requirement, no 
reasonable interpretation of the rule would have required 
dismissal of the appeal merely because the wording of the 
rule had not been strictly complied with. Likewise it seems 
to us that since the copies form no part of the record, but 
are merely filed for the convenience of the Board, we have 
the authority to waive the requirement of the rule as to 
their filing, if we so desire. 

We did not, however, waive the requirement of the rule, 
but extended appellant’s period in which to file the copies 
and they wqre filed within the extension granted by us. 
Consequently the strict wording of the rule has been com¬ 
plied with. Appellee denies our right to grant an extension 
on our own motion, and he also denies our right to 

51 grant the extension unless a request therefor has 
been filed by the appellant within the original thirty- 

day period. The rule does not contain these alleged re¬ 
strictions on our authority. It does not state that there 
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must be a request for the extension within the thirty-day 
period or that the appellant musT request the exter sion. 
The decisions cited by the appellee in his memorandum of 
December 31, 1935, are not deemed in point. This is not a 
case in which the status of the case changed automatically 
at the end of a stated period, as a motion period, or one in 
which an appeal to the Court was not taken or perfected 
within certain specified periods. The appeal to us was 
seasonably taken and the case is still within our jurisdic¬ 
tion. 

In our letter of Deceihber 14,1935, we required appellant 
to file a verified showing on or before December 24, 1935, 
in excuse for his failure to file the typewritten copies vithin 
the thirty-day period specified in Rule 162 or up until the 
date they were filed. This requirement was complied with 
on December 21, 1935. The showing, in our opinion, ade¬ 
quately explains the delay. Such showing is not required 
by Rule 162, but we assume we have the authority to make 
any reasonable requirement in connection with the grant¬ 
ing of an extension of time. The making of this require¬ 
ment and the compliance therewith demonstrates that the 
rule has been more than complied with. 

The three typewritten copies are of no use to the ap¬ 
pellee. The Board will have no occasion to use them prior 
to the date of hearing. Appellee is seeking ^ dis- 
52 missal of the appeal on a mere technicality. Wb are 
not satisfied that there is merit to the arguments 
advanced by him. 

Both mottons of Langevin are denied. 

EUGENE LANDERS 
Examiner-in-Chief 

P. P. PIERCE 
Examiner-in-CJiief 

E. T. MORGAN 
Examiner-in-Chief 

Board of Appeals 


January 7, 1936. 
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53 Petitioner’s Exhibit XX 

DEPARTMENT OF COMMERCE 
United States Patent Office 
I Washington 

June 6, 1936 

Petition. 

In re Interference No. 59,444, 

Langevin v. Nicolson, 

Piezophony. 


The party Langevin has petitioned for reconsideration 
of the decision rendered herein on February 26, 1936, deny¬ 
ing his petitioii seeking a dismissal of the appeal of Nicol¬ 
son. 

On August il, 1935, the party Nicolson filed an appeal 
from the decision of the Examiner of Interferences of July 
30, 1935, awarding priority of the invention in issue to 
Langevin. 

The printing of the record before the Examiner of Inter¬ 
ferences had been dispensed with under the provisions of 
Rule 162. 

On DecembW 3, 1935, the Board of Appeals entered an 
order stating that the appellee had called attention to the 
fact that the appellant had not filed in the Patent Office 
three typewritten copies of the record, both of his own and 
that of the appellee, within thirty days from the appeal 
taken on August 17, 1935, and directing that if such copies 
were not filed within ten days of the date of the order, or 
sufficient cause shown why such action should not be taken, 
the appeal would be dismissed. 

Certain motions were then filed by Langevin and on 
December 14, 1935, the Board rendered a decision stating 
that the appellant had filed the three typewritten copies 
of the record and had stated that the delay was entirely 
due to the inadvertent error on the part of appellant’s 
counsel and that appellee, on December 9, 1935, had filed a 
motion to set aside the action of the Board of December 3. 
It was further stated in the decision that in view of the 
opposition of appellee, appellant was given until December 
24, 1935, to file a verified showing in excuse of the failure 
to file the typewritten copies of the record within 
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54 the thirty days period specified in Enle 162, or up 
until the date they were filed, and the appellee was 

given time within which he might file any argument he 
cared to advance against the sufficiency of appellant’s 
showing. 

On January 7, 1936, a decision was rendered on two mo¬ 
tions filed by Langevin, the first of which was to s(5t aside 
the action of December 3, 1935, and the second, to dismiss 
the appeal. 

In its decision on these motions, the Board, after stating 
the facts and noting appellee’s argument that the language 
of Rule 162 is mandatory and the appeal must therefore 
be dismissed, held that since the filing of the copies was 
merely for the benefit of the Board and these copies consti¬ 
tuted no part of the permanent record, it was deemed to 
be within the authority of the Board to extend the time 
and to accept the excuse for not filing them within the 
original time and the motions were both denied. 

A motion for reconsideration was denied on January 9, 
1936, and petition was taken to the Commissioner bn Jan¬ 
uary 18, 1936, asking that the appeal taken by Nicolson to 
the Board of Appeals be dismissed. In view of the pen¬ 
dency of that petition the final hearing before the Board 
of Appeals was postponed until July 24,1936. 

Langevin’s petition was denied in a decision rendered 
February 26, 1936, and a petition for reconsideration was 
denied on April 6,1936. 

Thereafter a motion for reconsideration was filed, with 
a request for an oral hearing. The latter request vfas ap¬ 
proved and a hearing set for May 4, 1936. At the l][earing 
both parties were represented by counsel. 

That portion of Buie 162 which gives rise to the present 
issue is expressed in the following language; 

“And provided further. That where printing ha]s thus 
been dispensed with, the appellant, if appeal is taken from 
the decision of the examiner of interferences, may file three 
clearly legible typewritten copies of the record, both 

55 of his own and the appellee, if the same has not been 
printed, and which shall not become a part iof the 

record, within thirty days from the taking of the Appeal. 
If the copies of the record are not filed within thb time 
specified or within any extension thereof granted jby the 
Board of Appeals, the appeal shall be dismissed.” | 
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The sole question to be decided is whether or not the 
words ‘‘the appeal shall be dismissed” as used in the con¬ 
text quoted above is mandatory upon or discretionary with 
the appellate tribunal. 

It is important to observe that the requirement for the 
filing of the three typewritten copies of the record by the 
appellant is not only primarily but solely for the benefit of 
the three members of the Board of Appeals. These copies 
are not available to either the appellant or the appellee and 
neither, as the rule plainly states, do they become a part 
of the record. The observance of the rule by the appellant 
does not benefit the appellee and neither does its breach 
create any equitable or legal right in the appeliee. Under 
these circumstances I do not feel that this office should 
resort to such a harsh and technical interpretation of a rule 
created for its own benefit as to disavow those equitable 
principles underlying the procedure and practice of the 
Patent Office. 

I have not overlooked the several cases cited by the peti¬ 
tioner including the recently decided case of Coe vs. Rem¬ 
ington Rand, Inc. (Decided April 27, 1936)—App. D. C. —; 
—^F. (2d) —; but these cases cannot be accepted as con¬ 
trolling here. There is no authority to sustain the conten¬ 
tion that a rule designed solely to assist an appellate tri¬ 
bunal in the performance of its statutory functions and 
which does not create any legal or equitable rights in the 
parties cannot'be interpreted and applied by that tribunal 
in its discretion as the interest of justice may require. In 
accepting the three copies of the record filed by appellant, 
after a showing deemed to explain the delay satis- 
56 factorily, the Board of Appeals acted well within 
its judicial discretion. 

The petition is again and finally denied. 

CONWAY P. COE 
Commissioner 

MESSRS. MAURO & LEWIS (for Langevin) 

1435 G Street, N. W. 

Washington, D. C. 

MR. DEWITT C. TANNER (for Nicolson) 
and MR. JOHN G. ROBERTS, 

463 West Street, 

New York, New York, 
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57 Order to Show Cause 

Filed July 8, 1936 

#*^*«**** 

To: I 

Conway P. Coe, | 

Commissioner of Patents, I 

Eespondent. I 

Now this 8th day of July, 1936, Petitioner, SOCIETE 
DE CONDENSATION ET D’APPLICATIONS ME- 
CANIQUES, having filed its petition for Writ of Manda¬ 
mus, you are hereby ordered and directed to appear at 
10 o’clock in the forenoon on the 28th day of July, 1936, 
to show cause, if any there be, why said petition sliould 
not be granted and the writ therein prayed should not i ssue. 

You are herebv further ordered and directed to stav or 
suspend all proceedings in the Patent Ofi&ce in the L^nge- 
vin V. Nicolson Interference No. 59,444, pending disposition 
of this Petition or Suit for Writ of Mandamus. 

JESSE C. ADKINS 
Justice of the District Court 
of the United States for the 
District of Columbia, 

Marshal’s Return 

Served copy of this order on the Eespondent Conway P 
Coe—Commissioner of Patents PEESONALLY 7-9-36 

JOHN B. COLPOYS 

U. S, Marshal in and for the 
District of Columbia 

By H C ALLEN 
Deputy U. S, Marshal 

K 

58 Stipulation 

As to Exhibits Filed With the Petition Herein. 

Filed July 9, 1936 

********* \ 

It is hereby stipulated and agreed by and between the 
parties hereto, through their attorneys, that the coplies of 
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papers filed as exhibits to the Petition herein, shall be ac¬ 
cepted, subject to correction by comparison with the ori¬ 
ginals of which they severally purport to be copies, with 
the same force and effect as if they were the originals of 
said papers. 

REEVE LEWIS 

' Attorney for Petitioner. 

' R. F. WHITEHEAD 

Attorney for Respondent, 

AVashington, D. C. 

July 8, 1936. 


(Copy) 

59 R. F. AVhitehead, 

Solicitor, U. S. Patent Office, 
for Respondent. 

Answer to the Petition and Rule to Show Cause. 

Filed July 14, 1936 

To the Honorable 

The Judges of the District Court of the United States 
for the District of Columbia. 

Conway P. Coe, Commissioner of Patents, respondent 
herein, in answer to the Petition and Rule to Show Cause 
alleges on information and belief as follows: 

1. He admits that petitioner seeks a mandamus directed 
to respondent ‘^as Commissioner of Patents of the United 
States.’’ 

2. He admits for the purpose of this proceeding the alle¬ 
gations as to the organization of petitioner and the location 
of its office, ^nd further admits the allegation as to respon¬ 
dent’s official residence and official position. 

3. He admits the allegation as to the filing by Paul 
Langevin on June 21, 1920, of an application for patent, 
which application was identified in the Patent Office by 
Serial No. 390,542. 

4. He admits the allegation of assignment of said appli¬ 
cation for patent by Paul Langevin to petitioner. 


SOCIETE DE CONDENSATION ET AL. VS. CONWAY P. COE. 43 


5. He admits the allegation as to the filing jof an 
60 application for patent by Alexander M. Nicolso^ and 
the issuance of a patent thereon to the WesternI Elec¬ 
tric Company, Incorporated, as assignee of said Ni(i)lson, 
said patent being patent No. 1,495,429. [ 

6. He admits the allegation of assignment by said Nicol- 
son to the Western Electric Company, Incorporated! 

7. He admits the allegation of assignment by the iWest- 


ern Electric Company, Inc., to the American Tele^aph 
and Telephone Company. 

8. He admits the allegation as to the filing by Alexander 
M. Nicolson of a second application, which application was 
given Serial No. 631,859. 

9. He admits the allegation of assignment of said appli¬ 
cation No. 631,851, to the Western Electric Compary, In¬ 
corporated. 

10. He admits the allegation of the declaration of an in¬ 
terference, No. 59,444, between the said application No. 
390,542 of Langevin, and the Nicolson patent No. 1,495,429, 
and application No. 631,859. 

11. He admits the allegation as to the redeclaration of 
said interference. 

12. He admits the allegation as to the setting of ^ date 
for final hearing in said interference. 


13. He admits the allegation as to the filing in the Patent 


Office of Langevin’s proofs. 

14. He admits the allegation as to the filing by Langevin 
of a motion that the printing of Langevin’s record be dis¬ 
pensed with and typewritten copies be accepfted in • 

61 lieu thereof. He further admits that Eule 162 of the 
Eules of Practice of the Patent Office is co rrectly 
quoted. 

15. He admits that Langevin’s said motion was granted 
bv the Examiner of Interferences. 

16. He admits the allegations of paragraph 16. 

17. He admits the allegations of paragraph 17. 

18. He admits the allegation as to the filing of a s[fcipula- 
tion by the parties to said Interference. 

19. He admits the allegation that Nicolson’s request to 
dispense with printing the record was approved. 

20. He admits the allegations as to the hearing before the 
Examiner of Interferences and the filing of briefs, i 
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21. He admits the allegation as to the rendering of a 
decision in said Interference by the Examiner of Inter¬ 
ferences awarding priority of invention to Paul Langevin. 

22. He admits the allegation as to the taking on behalf 
of Nicolson of an appeal from the decision of the Examiner 
of Interferences to the Board of Appeals on August 17, 
1935. He avers that, as shown by the record of said Inter¬ 
ference, a notice was issued on August 22, 1935, fixing the 
hearing on said appeal for January 24, 1936, as will more 
fully appear from a copy of said motion filed herewith as 
Respondent’s Exhibit 1 and made a part of this Answer. 

23. He admits that Rule 162 of the Rules of the Patent 
OfiSce contains the provisions set out in paragraph 23 of 
the petition, and that copies of the record were not filed by 
appellant Nicolson within thirty days from August 17, 1935. 

24. He admits the allegations as to the communi- 
62 cation of December 3, 1935, issued by the Board of 
Appeals in said Interference, but avers that, as ap¬ 
pears from petitioner’s Exhibit T, said communication was 
issued because the attention of the Board of Appeals had 
been called to the fact that appellant had not filed three 
typewritten copies of the record. 

25. He admits that appellee filed a motion as specified 
in paragraph 25. 

26. He adnaits the allegations as to the filing by the at¬ 
torney for Nkolson of three typewritten copies of the rec¬ 
ord. 

27. He admits that the attorney for Nicolson filed on 
December 12, 1935, a memorandum in opposition to Lange¬ 
vin’s motion of December 9, 1935, as alleged in paragraph 
27 of the petition. 

28. He admits that appellee filed a motion to strike from 
the record the copies of the records filed by appellant. 

29. He admits the allegations of paragraph 29. 

30. He admits the allegation of paragraph 30 as to the 
action or communication of the Board of Appeals of De¬ 
cember 14,1935. 

31. He admits the allegation of paragraph 31. 

32. He admits the allegation as to the filing of affidavits 
by the attorney for Nicolson. 

33. He admits the allegation that on December 23, 1935, 
Nicolson filed six copies of his printed brief before the 
Board of Appeals. 
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34. He admits the allegation as to the filing on December 
31, 1935, of appellee’s Memorandum in support of his mo¬ 
tion to dismiss appeal etc. and in reply to appellant’s 

63 affidavits. 

35. He admits the allegation as to the filing of a 
Memorandum by Nicolson. 

36. He admits the allegation as to the decision of the 
Board of Appeals of January 7, 1936, denying Appellee’s 
motions. 

37. He admits the allegations as to the filing by apjDellee 
of a motion for the reconsideration of said decision (^f the 
Board of Appeals of January 7,1936, and a motion fojr sus¬ 
pension of appellee’s time for filing a brief on the mierits. 

38. He admits the allegation that the Board of Appeals 
denied said motion for reconsideration. 

39. He admits the allegations as to the filing of a n otion 
by appellee for extension of the time for filing brief s and 
postponement of the hearing on the merits. 

40. He admits the allegation as to the filing by ap pellee 
of a petition to the Commissioner for the exercise bf his 
supervisory authority. 

41. He admits the allegation as to the filing by Nicolson 
of a reply to said petition. 

42. He admits the allegation as to the decision hy the 
Board of Appeals on appellee’s motion for extension of 
time. 

43. He admits the allegation as to the issuance of a no¬ 
tice deferring the hearing before the Board of Appekls to 
July 24, 1936, and as to certain items appearing in said 
notice. 

44. He admits the allegation as to the filing of a l^ieply 
Memorandum by appellee. 

45. He admits the allegation as to the rendering 

64 by the Commissioner of Patents of a decision deny¬ 
ing appellee’s petition. 

46. He admits the allegation as to the filing by the ap¬ 
pellee of a petition for reconsideration of said decision. 

47. He admits the allegation as to the filing of a state¬ 
ment by Nicolson. 

48. He admits the allegation as to the denial by the Com¬ 
missioner of appellee’s petition for reconsideration. 

49. He admits the allegations as to the filing by ap]|)ellee 
of a second motion for reconsideration. 
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50. He admits the allegation that a hearing before the 
Commissioner of Patents on said motion was set for May 
11, 1936. 

51. He admits the allegations that said hearing was had, 
that both parties were represented at that hearing by at¬ 
torneys, and that appellant filed a brief and that thereafter 
a brief w-as filed by appellee. 

52. He admits the allegation as to the filing by Nicolson 
of a Memorandum ‘‘pertinent to Langevin’s motion for re¬ 
consideration’’. 

53. He admits the allegation that appellee’s second mo¬ 
tion for reconsideration was denied by the Commissioner 
of Patents in a decision rendered on June 6, 1936. 

54. He admits the allegations as to the form of Rule 162 
of the Rules of Practice of the Patent Office prior to June 
1930 and as to the amendments to said Rule. 

55. He denies the allegation that on September 17, 1935, 
Langevin and his assignee (petitioner herein) were entitled 
to a dismissal of Nicolson’s appeal and the prompt initia¬ 
tion of proceedings looking to the granting of a pat- 

65 ent to petitioner on the Langevin application and 
avers that it was within the discretion of the Board 
of Appeals to 'give the party Nicolson an opportunity to 
show why typewritten copies of his record had not been 
filed. He further avers that the dismissal of Nicolson’s 
appeal from the decision of the Examiner of Interferences 
awarding priority of invention to Langevin in Interference 
No. 59,444, would not have determined the right of Lange¬ 
vin to a patent, since there were claims in the Langevin 
application which were not involved in said Interference 
and which stood rejected at the time said Interference was 
declared, including claims 23, 27, 29, 37, 38, 54, 55 and 57 
to 68, inclusive, as will more fully appear from a copy of 
the Examiner’s action of December 9, 1929, Paper No 29, 
in said Langevin application, filed herewith as Respon¬ 
dent’s Exhibit 2 and made a part of this Answer. 

He further denies that the Board of Appeals and the 
Commissioner of Patents were without discretion in re¬ 
spect to the dismissal of Nicolson’s appeal and denies that 
the dismissal of said appeal was a mere ministerial duty 
of said tribunals of the Patent Office. Further answering. 
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he avers that, since under the provisions of said Rul^ 162 
the printed copies were not to become a part of the reciord, 
they were required to be filed merely for the convenience 
of the Board of Appeals in order that each of the three 
members of that Board might have for use a complete fjopy 
of the record and so would not have to use the copy ori¬ 
ginally filed which constituted a part of the official record 
of the Interference. He further avers that the failure of 
the appellant Nicolson to file the three copies of the record 
within thirty days of the taking of the appeal did not cr eate 
any equitable or legal right in appellee, and that such fail¬ 
ure did not delay the hearing and determination of I^icol- 
son’s appeal since the copies were filed in ample tim4 for 
the hearing to be had on the date set viz. January 
24, 1936. 

66 He further avers that the Board of Appeals acted 
within its discretion in accepting said copies and that 
his action in refusing to require the dismissal of Nicolson’s 
appeal was an act fully within the juridial discretion com¬ 


mitted to him by statute as the head of the Patent Office 


that mandamus does not lie to control such a discretionary 


and 


action by the Commissioner of Patents, and further ^vers 
that his duty under Rule 162 is not so plainly prescribed as 
to be free from doubt and equivalent to a positive derr^and, 
but depends upon a rule, the construction or application of 
which is not free from doubt and therefore is to be regarded 
as involving the character of judgment or discretion which 
cannot be controlled bv mandamus. 

He denies that by reason of the action herein complained 
of, petitioner has suffered any legal damage or loss or will 
sustain any legal damage or loss if the relief here prayed 
for is refused. 

56. He avers that the matter alleged in paragraph 5^ are 
not material to the petition for mandamus and further avers 
that, if material, he has no knowledge or information as to 
the extent of use of the invention covered by the claims [con¬ 
stituting the counts of Interference Langevin v. Nicolson, 
No. 59,444, or of the importance or value of said inven^on, 
sufficient to form a belief with respect thereto. 

FURTHER ANSWERING, and as a separate defense, 
respondent avers that there has been improperly joined 
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with the petition for mandamus allegations of damage and 
a prayer for an award of damages, a procedure not author¬ 
ized by statute or rule of this Court, and that the petition 
should therefore' be dismissed, or, as an alternative, that 
paragraph 56 of the petition and prayer (d) thereof should 
be stricken out and respondent moves that they be stricken 
out. 

67 Wherefore having fully answered said petition 
Respondent prays that the rule to show cause issued 
against him be discharged, that the order directing the 
suspension of proceedings in Interference No. 59,444 be 
vacated, and that the issuance of a writ of mandamus be 
denied and that the petition herein be dismissed with costs 
against petitioner. 

CONT\'AY P. COE 
Commissioner of Patents Respondent 

R. F. WHITEHEAD 
Solicitor for the Parent Office 
Attorney for Respondent, 

District of Columbia, ss : 

I 

I, Conway P.‘ Coe, Commissioner of Patents, depose and 
say that I have read the above answer by me subscribed 
and know the contents thereof, and that the statements of 

I * 

facts therein made as upon personal knowledge are true, 
and those made upon information and belief I believe to be 
true. 

CONWAY P. COE 
Commissioner of Patents, 

Subscribed and sworn to before me this 15th day of July, 
1936. 

ALICE M. KENNEDY 

(Notarial Seal) Notary Public, D, C, 

My commission expires October 15,1940 
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Respondent's Exhibit 1 


Paper No. 121 



DEPAKTMENT OF COMMEECE 
United States Patent Office 
Washington 

August 22, 1935 


The case of 

Paul Langevin 
vs. 

Alexander M. Nicolson 

Interference No. 59,444, will be heard by the Boa|:d of 
Appeals on the 24th day of January, 1936. 

The hearings will commence at 9 ;30 A.M. and as soon as 
the argument in one case is concluded the succeeding case 
will be taken up. 

If any party, or his attorney, shall not appear when the 
case is called, his right to an oral hearing will be regarded 
as waived. 

The time allowed for arguments is as follows: 

Ex parte cases, thirty minutes; 

Inter partes appeals: Interlocutory and final hearings 
when no testimony has been taken, thirty minutes each side; 
final hearing when testimony has been taken, one hour each 
side. 

By special leave, obtained before the argument is com¬ 
menced, the time may be extended. 

The appellant shall have the right to open and conclude 
in inter partes cases, and in such cases a full and fair 
opening must be made. 

Briefs in inter partes appeals must be filed in accordance 
with the provisions of Eules 144 and 163, as amended. 

Eespectfully, 

CONWAY P. COE 

To Commissioner of Patevits. 

Messrs. Mauro & Lewis, Attys., 

1435 O Street, 

Washington, D. C. 

To 

John G. Eoberts, Esq., 

463 West Street, 

New York, N. Y. 
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69 Respondent's Exhibit 2 

Div. 51, Boom 200-Annex Paper No. 29 

PPM :MCG 

DEPAKTMENT OF COMMERCE 

United States Patent Office 

Washington December 9, 1929 

Please find below a communication from the Examiner 
in charge of this application. 

; THOMAS E. ROBERTSON, 

Commissioner of Patents 

Applicant: P. Langevin 
Ser. No. 390,542, 

Filed June 21,1930, 

' For Piezo-Electric Signaling 

Apparatus. 

Mauro & Lewis, 

1435 G Street, N. W. 

Washington, D. C. 

This letter relates solelv to interference matters. 

The following claim is suggested for the purpose of 
interference: 

“Am oscillating circuit comprising a piezo-electric de¬ 
vice.’^ 

Applicant ^s given twenty days in which to make this 
claim. Failure to make this claim within this time will be 
treated as a disclaimer of the subject-matter of said claim 
and of all claims not patentably different therefrom, in¬ 
cluding claims 30, 31, 32, 33, 34, 35, 42, 43, 45 and 46. 

In addition to other grounds of rejection, such as may 
develop in the ex parte prosecution, these claims will be held 
subject to the outcome of the interference in the event that 
applicant makes the suggested claim. 

Upon the making of the suggested claim by applicant or 
the expiration of the time limit without the claim being 
made, the interference proceeding will be started. 

Referring to the claims copied from the Nicolson patent, 
the interference will include applicant’s claims correspond- 
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ing to those claims of the patent which are sug- 

70 gested in paper #24. 

Respecting the other claims copied from the Nicol- 
son patent: 

Claim 23 is rejected as misdescriptive, as it is not clear 
that the metallic plates would be electrically connected to 
the faces of the crystal, on account of the intervening cement 
or other material, and, on account of the absence of such 
electrical connection, the faces would not be electrically’ con¬ 
nected together. 

Claims 27, 29, 37 and 38 are rejected as misdescri]Dtive, 
as applicant’s disclosure does not include operation at an 
audible frequency. 

Claim 41 is rejected as misdescriptive. Applicant’^ res¬ 
onator is maintained in vibration by the electric oscilli- 
tions in the system only when it is acting to convert electri¬ 
cal oscillations into mechanical oscillations. Under these 
conditions, the frequency of the potential variations will be 
determined by the generator which supplies the ehictric 
oscillations to the resonator, and not by the resonator itself. 

In addition to other grounds of rejection, such as may 
develop in the ex parte prosecution of the application, 2 ippli- 
cant’s rights to claims 1 to 17 inclusive, 30 to 35 inclusive, 
and 42 to 53 inclusive, will be held subject to the outcome of 
this interference. 

Respecting the claims copied from Cady :- 

Claims 39 and 40 are rejected as misdescriptive, as 

71 applicant does not disclose any means for reducing 
the flow of current at any particular frequency. Ap¬ 
plicant is concerned with the conversion of electrical \’ibra- 
tions into mechanical vibrations, by means of a crystal, and 
not with the influence of the crystal on the value of its elec¬ 
trical input at any particular frequency. It can not be said 
that it would be inherent in applicant’s system that sjich a 
reduction of current would occur. Applicant’s crystal, acts 
as a motor for converting electrical energy into the mechani¬ 
cal wave energy which is distributed through the surround¬ 
ing medium, and such distribution of energy would be 
greatest at the resonant frequency. Consequently, it Tmuld 
be reasonable to look for an increased Watt input into the 
crystal at this frequency, which would probably not be 
accompanied by a decreased current flow. 
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Claim 54 is rejected as misdescriptive, as there is no dis¬ 
closure of the loose coupling. 

Claim 55 is rejected as misdescriptive. The ‘‘natural 
period^’ of the claim is that of some element connected to 
the crystal, and not that of the crystal itself, and applicant 
has not disclosed an element whose natural period is thus 
utilized. 

Claim 56 will be made the count of the interference with 
Cady. 

Claims 57 to 66 are rejected as misdescriptive in reciting 
an “electric-wave filter’’. It is not clear that applicant’s 
device will filter the waves. For all that is disclosed, it 
might be that all frequencies of current or electromotive- 
force would pass equally well. 

72 Claim 67 is rejected as misdescriptive in claiming 
that the current is reduced to a minimum at a certain 

frequency. 

Claim 68 is rejected as misdescriptive for reasons similar 
to claim 67, and also because claiming a variable inductance. 

In addition to other possible grounds of rejection, such 
as may arise in the ex parte prosecution, claims 10 to 17 
inclusive, 30 to 35 inclusive, 40 to 42 inclusive, and 49 to 53 
inclusive, will be held subject to the outcome.of the inter¬ 
ference with Cady. 

Should applicant desire to contest the rejection of any 
copied claim, he may do so under Rule 109. 

C. D. BACKUS 

F. P. M. Examiner, 

(Copy) 

73 Stipulation, 

Filed July 22,1936 

««*•**•#«* 

It is stipulated by and between the solicitors for the 
respective parties that the time within which the rejoinder 
may be made to the Respondent’s Answer to the Petition 
and Rule to Show Cause may be extended to and including 
August 1, 1936. 

PHILIP MAURO 
Attorney for Petitioner, 
Approved R. F. WHITEHEAD 

LUHRING J Attorney for Respondent, 

July 22,1936. 
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74 Motion of Petitioner for Judgment j 

Filed August 1, 1936 

********** 

Now comes the Petitioner by its attorney and moves the 
Court for the relief prayed in its petition herein nottwith- 
standing Respondent’s Answer thereto. I 


SOCIETE DE CONDENSATION 15T 
D’APPLICATIONS MECANIQUEIS 

By PHILIP MAURO 
Attorney for Petitioner, 


1435 G Street, N. 
Washington, D. C. 

Received copy of the foregoing motion this 30th day of 
July, 1936. 

R. F. WHITEHEAD 

Attorney for Respondent. 

75 Memorandum Opinion 

Filed October 27, 1936 


* * * * * * * * # • 


Rule 162 of the Rules of Practice in the United States 
Patent Office provides 

a* * * TJiat where printing has thus been dispensed 
with, the appellant, if appeal is taken from the decision of 
the examiner of interferences, may file three clearly legible 
typewritten copies of the record, both of his own and the 
appellee, if the same have not been printed, and which shall 
not become a part of the record, within thirty days from the 
taking of the appeal. If the copies of the record are not 
filed within the time specified or within any extension 
thereof granted by the board of appeals, the appeal shall 
be dismissed.” 

The Board of Appeals of the Patent Office has construed 
the word ‘‘shall” in the last clause quoted—“the appeal 
shall be dismissed”, as directory merely and not as man¬ 
datory and the Commissioner of Patents has concurred in 
this view. The court would be slow to interfere with the 
construction that an independent tribunal and the Corjamis- 
sioner of Patents have put upon rules enacted by the pom- 


54 SOCIETE DE CONDENSATION ET AL, VS. CONWAY P. COE. 


missioner with the approval of the Secretary of Commerce. 
That tribunal has held that this particular provision is not 
for the benefit of litigants but for the benefit of the Board 
of Appeals. Tlie requirement would not seem to be juris¬ 
dictional, and the construction placed upon the word 
“shall” would seem to be a possible one to say the least. 

I do not think the judicial discretion of the tribunals of 
the Patent Office can be controlled by mandamus issuing 
from this court, especially in view of many decisions of the 
Supreme Court, including that in Wilbur v. U. S., ex rel. 
Kadrie, 281 U. S. 206. 

The motion of the petitioner for judgment will be denied. 

JENNINGS BAILEY, 

Jiistice. 


76 


Decree 


Filed October 29, 1936 

This case came on for hearing upon the petition filed 
herein, the rule to show cause issued, the return of the 
respondent to said rule and petition, and a motion of peti¬ 
tioner for judgment notwithstanding respondent’s answer 
thereto, and was argued by the attorneys for the respective 
parties, and upon consideration thereof. 

It is ADJUDGED, ORDERED AND DECREED, this 
29th day of October, 1936, that the rule to show cause be, 
and the same is hereby, discharged; that the petition for a 
writ of mandamus be, and the same is hereby, dismissed; 
and that the Order directing a stay or suspension of all pro¬ 
ceedings in the Patent Office in the Langevin vs. Nicolson 
Interference No. 59,444 be, and the same is hereby vacated, 
with costs against the petitioner. 

JENNINGS BAILEY 

Justice, 

From the foregoing decree the petitioner, in open court 
on the date named above, notes an appeal to the United 
States Court of Appeals for the District of Columbia, and 
the Court fixes the cost bond on said appeal in the sum of 
$100, or in lieu thereof the sum of $50 in cash to be deposited 
with the Clerk of this Court. 

JENNINGS BAILEY 

Justice, 
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Memorandum 

OCTOBER 29,1936 

$50 deposited by Lewis for cost in lien of bond on a]|)peal. 


77 Assignment of Error j 

Filed October 30,1936 

Now comes the petitioner, Societe de Condensation et 
d’Applications Mecaniques, by its attorneys, and ir. snp- 
port of its appeal from the ‘‘Decree” of this Court, e4tered 
herein on October 29,1936, assigns the following erro;rs: 

(1) The Court erred in discharging the rule to show 
cause; 

(2) The Court erred in dismissing the petition for a writ 
of mandamus; 

(3) The Court erred in vacating the order directing a stay 
or suspension of all proceedings in the Patent Office in the 
Langevin v. Nicolson Interference No. 59,444; 

(4) The Court erred in denying petitioner’s moti(^n for 
judgment; 

(5) The Court erred in not granting the relief prayed 
for in the petition; 

(6) The Court erred in holding that the issuance of a writ 

of mandamus would control “the judicial discretion of the 
Patent Office ’ ’ in this case. I 

(7) The Court erred in not holding the clause, “stall be 
dismissed”, of Patent Office Rule 162, to be mandatory. 

8. The Court erred in not holding that petitioner 

78 is entitled as a legal right under the judgment of 
priority by the Examiner of Interferences in the 

Langevin v. Nicolson interference to the dismissal of the 
Nicolson appeal in said interference. 

9. The Court erred in not holding that the dismissal of 
said appeal is a plain ministerial duty on the part of the 
Commissioner of Patents. 

10. The Court erred in not holding that the Board of 
Appeals was without authority to extend the time, for the 
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filing of the required typewritten copies of the record, after 
the expiration of the time fixed therefor by said Rule 162. 

PHILIP MAURO 
REEVE LEWIS 
Attorneys for Petitioner. 

Washington, D. C., 

October 29,1936. 

Service of a copy of the foregoing assignment of error is 
acknowledged this 29th day of October, 1936. 

R. F. WHITEHEAD 
■ Attorney for Respondent. 

(Copy) 

79 Stipvlation and Designation of Record 

Filed October 31, 1936 

* * # « # m ♦ 

The Clerk will please prepare and transmit'to the United 
States Court of Appeals for the District of Columbia, as the 
record in the above-entitled cause, the following papers, 
which, it is stipulated, shall constitute the printed record 
on appeal: 

(1) Petition for Writ of Mandamus; 

(2) Order to Show Cause; 

(3) Stipulation as to Exhibits filed with Petition; 

(4) Answer to the Petition and Rule to Show Cause and 
Respondent’s Exhibits Nos. 1 and 2 referred to in said 
Answer; 

(5) Stipulation Extending Time for Filing Re joiner to 
Respondent’s Answer; 

(6) Motion of Petitioner for Judgment; 

(7) Memorandum Opinion; 

(8) Decree; 

(9) Assignment of Error; 

(10) This Stipulation and Designation of Record; 

(11) Examiner of Interferences decision of July 30,1935, 
on the merits Awarding Priority of Invention to Langevin 
—^Petitioner’s Exhibit R; 

(12) Board of Appeals’ Action of Dec. 3, 1935—^Peti¬ 
tioner’s Exhibit T; 
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I 

I 

(13) Board of Appeals’ Decision of Dec. 14,19^5— 

80 Petitioner’s Z; 

(14) Board of Appeals’ Decision of Jan. 7,1936— 
Petitioner’s Exhibit FF; 

(15) Commissioner of Patents’ Decision of June 6,1936— 
Petitioner’s Exhibit XX. 

It is hereby stipulated and agreed that the Exhibits filed 
with and referred to in the Petition, lettered A to XX, in¬ 
clusive and secured together in one binder (in all fifty p^per 
exhibits, including those mentioned above to be printed in 
the record), shall be transmitted to and considered by the 
United States Court of Appeals for the District of Columbia 
as physical exhibits. 

PHILIP MAURO 
REEVE LEVHS 
Attorneys for Petitioner. 

R. F. WHITEHEAD 
Attorney for Respondefit. 

Washington, D. C., 

October 30,1936. 

81 District Court of the United States for the 

District of Columbia. 

United States of America, 

District of Columbiay ss: 

I, Charles E. Stewart, Clerk of the District Court ot the 
United States for the District of Columbia, hereby certify 
the foregoing pages numbered from 1 to 80, both inclusive, 
to be a true and correct transcript of the record, accoi’ding 
to directions of counsel herein filed, copy of which is ]nade 
part of this transcript, in cause No. 87756 at Law, wherein 
Societe de Condensation et D’Applications Mecaniqiies is 
Petitioner and Conway P. Coe, Commissioner of Parents, 
is Respondent, as the same remains upon the files and of 
record in said Court. ! 

IN TESTIMONY WHEREOF, I hereunto subscr ilje my 
name and affix the seal of said Court, at the City of Wash¬ 
ington, in said District, this 5th day of November, 1936. 

CHARLES E. STEWART, 

Clerk. 

By CHAS B COFLIN, 

Assistant Clerh 


(Seal) 
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82 Endorsed: United States Court of Appeals for the 
District of Columbia Filed Nov 11 1936 Moncure 

Burke, Clerk 

Addition to Record Per Stipulation of Counsel. 

In the United States Court of Appeals for the 
District of Columbia 

Oct. Term 1936 

Appeal #6874 

SociETE DE Condensation et D’Applications Mecaniques, 

Petitioner-Appellant, 

vs. 

Conway P. Coe, Commissioner of Patents, 
Respondent-Appellee. 

Stipulation as to Printed Record. 

It is hereby stipulated and agreed that the printed record 
in the above-entitled cause shall include—in addition to the 
papers specified in the “Stipulation and Designation of 
Record”, filed on Oct. 31/36—the following papers, to wit:- 

(a) Examiner of Interferences communication of July 5, 
1934, disapproving Nicolson’s request as to use of type¬ 
written copies of his record— Petitioner's Exhibit 0. 

(b) Affidavits of Guy T. Morris and Elmer V. Griggs, 
attorneys for Nicolson, filed December 21, 1935— Peti¬ 
tioner's Exhibit BE. 

(c) Langevin’s Petition to Commissioner of Patents 
(with argumentative portions omitted) for Exercise of the 
Commissioner’s Supervisory Authority, and accompanying 
affidavit of Reeve Lewis, filed Jan. 18/36*— Petitioner's 
Exhibit JJ. 

(d) Commissioner of Patents Decision of Feb. 26/36, 
denying Langevin’s Petition for Exercise of Supervisory 
Authority— Petitioner's Exhibit GO. 

(e) Commissioner of Patents’ Decision of April 

83 6/36, denying Langevin’s Petition for Reconsidera- 
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tion of the Commissioner’s Decision of Feb. 26/36— 
Petitioner’s Exhibit RR. 

Washington, D. C. 

November 10,1936. 

PHILIP MAURO 
REEVE LEWIS 

Attorneys for Appellant, 

R. F. WHITEHEAD, 

Attorney for Appellee, 

(Copy) 

84 Petitioner’s Exhibit 0 

DEPARTMENT OF COMMERCE 

United States Patent Office 

Washington July 5, 1&34 

Please find below a communication from the Examiner of 
Interference in this case. ! 

CONWAY P. COE 

Commissioner of Patents 

Interference No. 59,444 

Nicolson 

V. 

Langevin 

The request filed by Nicolson on June 22, 1934, to dis¬ 
pense with the printing of his testimony before the examiner 
of interferences, is not approved. There is no copy for the 
Office which shall not become a part of the record. See Rule 
162, paragraph 2. 

EXAMINER OF INTERFERENCES, 

Room 3714. ' 



60 SOCIETE DE CONDENSATION ET AL. VS. CONWAY P. COE. 

85 Petitioner's Exhibit BB 

UNITED STATES PATENT OFFICEl 
Before the Board of Appeals 
Interference No. 59,444 
Langevin 

V. 

Nicolson 

Affidavit 

State of New York 

County of New York, ss: 

Guy T. Morris, being duly sworn, deposes and says as 
follows: 

He is an Attorney in the patent department of Nicolson’s 
assignee company reporting to Elmer V. Griggs, Attorney 
for Nicolson in the above-entitled interference, and as such 
was charged with the responsibility for the preparation and 
filing of the appeal papers. 

The failure to file the additional copies of the records for 
Langevin and Nicolson within the time provided by Rule 
162 resulted entirely from his unfamiliarity with the pro¬ 
cedure with respect to the use of typewritten records in 
interference appeals. He did not know of such failure to 
file until the matter came to his attention through the letter 
of the Board of Appeals dated December 3,1935 whereupon, 
after consultation with the said Elmer V. Griggs, measures 
were immediately taken to file such papers and they were 
filed within the extension period. 

(Sgd.) GUY T. MORRIS 

Sworn to and subscribed before me this 20th day of 
December, 1935. 

(Sgd.) C. A. CONRAD 

A copy of the above affidavit has been sent today by 
registered mail, to counsel for the opposing party. 

(Sigd.) ELMER V. GRIGGS 
GTM:JO-l ' Attorney for Nicolson 
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(Copy^ 

86 UNITED STATES PATENT OFFICE 

Before the Board of Appeals 
Interference No. 59,444 
Langevin 

V. 

Nicolson 
Affidavit 

State of New York 

County of New York, ss: 

Elmer V. Griggs, an Attorney of record for Nicolson in 
the above-entitled interference, being sworn, deposes and 
says: I 

That he has read the affidavit of Guy T. Morris of even 
date in Interference No. 59,444, Langevin v. Nicolson, and 
that to the best of his knowledge and belief the statements 
made therein are true. 

Deponent further says that he was of the opinioi|i that 
the requirements of the Rules of Practice in perfecting 
Nicolson’s appeal had been fully complied with and llhat it 
was not until the receipt of the letter of December 3, 1935 
from the Board of Appeals that the deponent appreciated 
that there had been any failure in this regard. Upon re¬ 
ceipt of that letter deponent immediately took steps to in¬ 
sure that the additional copies of the records would be filed 
at once. 

That there has been no intention at any time to abandon 
the appeal filed August 16, 1935 on behalf of Nicolson. 

(Sgd.) ELMER V. GRIGGS 
Attorney for Nicolson 

Sworn to and subscribed before me this_day of Dec. 

20, 1935, 1935. 

C. A. CONRAD 
Notary PvLblic 


A copy of the above affidavit has been sent today by 
tered mail, to counsel for the opposing party. 


regis- 


EVG:JO-l 


(Sgd.) ELMER V. GRIGGS 
Attorney for Nicolson 
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87 Petitioner's Exhibit JJ. 

In the United States Patent Office 
Interference No. 59,444 
Langevin 


V. 

Nicolson 

Petition to Commissioner 
for the 

Exercise of his Supervisory Authority 

Hon. Commissioner of Patents, 

Sir:- 

In the matter of the above-entitled interference, the ap¬ 
pellee (LANGrEVIN), by his attorneys of record, hereby 
petitions your Honor in person to exercise your super¬ 
visory authority and to direct the dismissal of the appeal of 
the party Nicolson herein to the Board of Appeals, for the 
reason generally that appellant manifestly has not com¬ 
plied with the second paragraph of Rule 162 and that the 
action of the Board of Appeals, denying appellee’s motion 
to dismiss, is obviously erroneous and contrary to said rule. 

The question at issue arose by reason of appellant’s fail¬ 
ure to comply with the requirements of the second para¬ 
graph of Rule 162 in respect to filing before the Board of 
Appeals copies of the records of both parties. 

Appellee maintains that, the failure being clear and pal¬ 
pable, there remained to the Board of Appeals nothing but 
compliance with the mandatory requirement of said para¬ 
graph that “the appeal shall be dismissed”, a purely minis¬ 
terial duty which does not call for, and does not admit of, 
the exercise of judicial discretion. 

The Board has nevertheless refused to dismiss the 
88 appeal, their refusal being in derogation of the rights 
of this petitioner by reason of the decision of the 
Examiner of Interferences of July 30, 1935, awarding 
priority of invention to this petitioner as to all the counts 
of the interference. 
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The invention of the issue claims is of large value and of 
great practical importance. This is generally recogrized, 
especially by leading scientists, engineers and experts in 
the arts of telephony, radio communication, and submarine 
communication and signalling, and the like. It is also well 
known to a number of high officials and examiners within 
the Patent Office (see footnote). 

The Examiner of Interferences, by his aforesaid decision 
on the merits, dated July 30, 1935, awarded priority to 
Langevin (appellee) on all counts of the issue. Therefore, 
in virtue of that decision Langevin acquired an inc)ioate 
right to a patent; and, in order to obtain a review of that 
decision by an appellate tribunal, it was incumbent upon 
the defeated party to comply strictly with the rules of the 
Patent Office governing the procedure of taking an appeal. 
Hence, in consequence of appellant’s failure to comply with 
the paragraph of the rule in question, appellee’s inchoate 
right to a patent became absolute. 

It follows that, if, as appellee maintains, he was ahd is 
entitled to a dismissal of the appeal as a purely ministerial 
duty, any substantial delay in the performance of that duty 
and in the issuance of a patent to him on the important and 
valuable invention defined in the issue claims, results in 
serious damage to appellee. I 

The refusal of the Board to perform its ma]|iifest 

89 duty in the dismissal of the appeal, and the Atten¬ 
dant expense of appellee’s efforts to induce the Board 

to perform that manifest duty, have already occasioned sub¬ 
stantial damage to appellee. Therefore, we earnestly main¬ 
tain that the question here presented is one of gravity. 

(Argument omitted at this point) 

(More argument omitted at this point) 

90 In the first paragraph on page 2 of ‘‘Memorandum 
for Xicolson”, filed Jan 4/36, reference is made to 

the statement in the Board’s action of Dec 3/35 that counsel 
for appellee directed attention to the fact that appellant 
had failed to comply with Rule 162 in respect to filing copies 
of the records; and the Memorandum then states that l^icol- 

Footnote: See, for example, the article by Mr. Howard S. Miller (liow one 
of the law clerks of the Patent Office) entitled ‘‘Piezo-Electric Crystal Pat¬ 
ents and published in the May 1927 issue, Vol. 9, No. 9, of the Joujmal of 
the Patent Office Society, beginning at p. 416, and which refers, on |p. 421, 
to the Nicolson patent here in controversy. 
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son was given “no notice of this communcation” and that 
counsel for appellee 

“Carefully avoided bringing this matter to Nicol- 

91 son’s attention and making any inquiry to ascertain 
whether Nicolson had any intention of abandoning 

the appeal, that had been taken.” 

To this remarkable and untenable criticism, suffice it to 
reply (a) that there was no impropriety or irregularity of 
any character whatsoever (ethically or otherwise) in bring¬ 
ing to the attention of an official or tribunal of the Patent 
Office the obvious fact, which had apparently been over¬ 
looked, of his or their non-compliance with the mandatory 
provisions of a rule which it was their plain duty to enforce; 
and (b) that it was the duty of Nicolson’s attorneys (of 
which there are no less than six of record)—not Langevin’s 
attorneys—^to safeguard Nicolson’s interests. This attempt 
to shift responsibility of Nicolson’s attorneys to the shoul¬ 
ders of Langevin’s attorneys is, to say the least, quite 
unusual. 

In view of said criticism, we deem it appropriate to file 
with this petition, as part thereof, the attached affidavit of 
Reeve Lewis, a member of the firm of Langevin’s attorneys 
of record, which affidavit explains how attention of the 
Board was directed to its failure to perform its manifest 
duty of dismissing appellant’s appeal. 

92 (More argument omitted at this point) 

Respectfully submitted, 

' PAUL LANGEVIN {Appellee) 

By. 

MAURO & LEWIS 

His Attorneys of Record. 

Washington, D. C., 

January 18, 1936. 
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93 In the United States Patent Office 

Interference 59,444. 

Langevin 

V. 

Nicolson 

Affidavit of Reeve Lewis 
District of Columbia, ss : 

Reeve Lewis, being first duly sworn, deposes and says: 

I am a resident of Washington, D. C., of lawful age, and 
a member of the firm of Mauro & Lewis, attorneys of l ecord 
for the party Langevin (appellee) in the above-entitled in¬ 
terference. 

I have been personally active in said controversy from 
its beginning, as has also Mr. Mauro. 

Following the decision of the Examiner of Interf<irence 
awarding priority of invention to Langevin, and also after 
the filing, on August 17, 1935, of appellant’s appeal, we 
closely followed and occasionally checked the running of 
time for filing copies of records before the Board of Appeals 
(as required by the second paragraph of Rule 162), is well 
as the times for briefs, etc. | 

Beginning October 8, 1935, I frequently inquired of the 
Clerk of the Board of Appeals and consulted the official 
record and in each instance ascertained that no copies of 
the records had been filed by appellant before the Board in 
compliance with said second paragraph of Rule 162. On 
at least one of said occasions I directed attention to 

94 the mandatory provision of the rule that, the copies 
not having been filed within the thirty days limit 

(which expired September 16), ‘‘the appeal shall l>e dis¬ 
missed”. 

Agreeable to a suggestion by the Clerk of the Board I 
also brought the situation to the attention of one bf the 
Examiners-in-Chief on October 21, 1935. He advised that 
I should make a motion and gave me to understand that 
unless I proceeded in that manner the Board would t Eike no 
action. 

I was not satisfied with the attitude of said memlber of 
the Board and (accompanied by Mr. Mauro) went I to see 
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the Commissioner in person. He indicated that the Patent 
Office would take cognizance of the situation without the 
making of a motion, but would do so expressly upon the 
basis of our having directed attention thereto. We main¬ 
tained, however, that the Patent Office should act upon its 
own motion or initiative and without reference to appellee 
or his counsel, but intimated our willingness to defer to 
the Commissioner’s view' as to this matter of procedure. 
The impression we received from our interview with the 
Commissioner w’as that a show^-cause order (that is, the 
usual order giving appellant a designated time within which 
to show cause why his appeal should not be dismissed) 
would probably be issued, and that in any event, before any 
official action was taken that would affect or change the 
then status of the situation in respect to the failure to file 
copies of records, appellee would be given full opportunity 
to be heard and, in particular, to reply to any showing that 
might be made on behalf of appellant. 

(Sgd.) REEVE LEWIS 

Subscribed and sworn to before me this 18th day of Jan¬ 
uary, 1936. I 

IRMA B. WEGENAST 
' Notary Public, D, C. 

(Copy) 

Petitioner's Exhibit 00 
DEPARTMENT OF COMMERCE 
United States Patent Office 
Washington 

Feb. 26, 1936 

Petition. 

In re Interference No. 59,444, 

Langevin 

V. 

Nicolson, 

Piezophony. 

The party Langevin, to whom priority was awarded by 
the examiner' of interferences, petitions that the Commis- 


(Seal) 

95 
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sioner dismiss the appeal of Nicolson from that awai’d be¬ 
cause Nicolson did not file the requisite additional type¬ 
written copies of the records of the parties within thirty 
days after taking his appeal, as specified by Rule 162. 

The printing of the record was dispensed with in accor¬ 
dance with the first portion of paragraph 2 of Ruhj 162. 
The filing of the record for consideration by the Bos^rd of 
Appeals is therefore governed by the latter portion of said 
paragraph, which provides as follows: 

‘‘That where printing has thus been dispensed with, the 
appellant, if appeal is taken from the decision of the ex¬ 
aminer of interferences, may file three clearly legible type¬ 
written copies of the record, both of his own and the ap¬ 
pellee, if the same have not been printed, and which shall 
not become a part of the record, within thirty days from the 
taking of the appeal. If the copies of the record are not 
filed within the time specified or within any extension 
thereof granted by the board of appeals, the appeal shall 
be dismissed.” 

Nicolson filed his appeal on August 17, 1935, but failed 
to file, within thirty days thereafter, the three copies of 
the record specified in the above quoted portion of thf rule. 
This circumstance was noted by petitioner and by him balled 
to the attention of the Board of Appeals. On Dec(3mber 
3,1935, the Board advised Nicolson that if such copies were 
not filed within ten days from that date or sufficient cause 
shown why such action should not be taken his appeal Would 
be dismissed. The copies were furnished by Nicolson on 
December 11,1935. Upon petitioner’s protest against 
96 receiving the same at that late date, the Boai'd, on 
December 14, 1935, called upon Nicolson to make a 
verified showing in excuse for his delay in filing the <Jopies 
within the thirty day period specified in the rule or up to 
the date they were filed. A verified showing satisfactory to 
the Board was filed on December 21, 1935. 

It is petitioner’s contention that the Board was without 
power to accept the record filed by Nicolson and th^t the 
rule makes it mandatory for the Board to dismiss the slppeal 
under the circumstances. It is noted, however, that the 
rule gives the Board of Appeals authority to grant an ex¬ 
tension of the period for the filing of the record and it is 
deemed that the Board did not exceed this authority in 



68 SOCIETE DE CONDENSATION ET AL. VS. CONWAY P. COE. 

granting Nicolson additional time. Further it is to be noted 
that the copies of the record in question are not filed as a 
part of the recoi^d or for the benefit of the opposing party 
but are merelv for the convenience of the Board in consid- 
ering the case before it. The delay in filing the copies did 
not in any way delay the hearing on the appeal or in any 
other manner prejudice petitioner’s rights. It is therefore 
not deemed that petitioner is in any position to demand 
that the appeal be dismissed. 

That portion of the rule which provides for the dismissal 
of the appeal is deemed merely to give the Board of Appeals 
the right to dismiss an appeal where the copies of the record 
are not filed within the specified period. 

Concerning the interpretation to be given the word 
“shall” attention is called to the decision in Clancy v. 
McElroy, 70 Pac. 1095, wherein it was held that the word 
“shall” as used in a statute 

“providing that if any executor or administrator shall 
neglect or fail to return an inventory within the period pre¬ 
scribed, or such further time as the court shall allow, the 
court shall revoke the letters testamentary or of adminis¬ 
tration, is not mandatory, but vests discretion in a superior 
court as to whether the removal in a particular case shall 
be made or not.” 

It appearing that the Board of Appeals acted with- 
97 in its authoritv in granting the extension for the fil- 
ing of the copies in question and that petitioner has 
not been damaged by the extension granted, the petition is 
denied. 

(Sgd.) CONWAY P. COE 

Commissioner, 

Messrs. Mauro & Lewis (for Langevin) 

1435 G Street, N. W., 

Washington, D. C. 

Mr. DeWitt C. Tanner (for Nicolson) 
and Mr. John G. Koberts, 

463 West Street, 

New York, N. Y. 
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98 Petitioner's Exhibit RR 

DEPARTMENT OF COMMERCE 
United States Patent Office 

Washington April 6, 1$36 

Petition. 

In re Interference No. 59,444 
Langevtn 

V. 

Nicolson 
Piezophony 

The party Langevin petitions for reconsideration cjf the 
decision rendered herein on February 26, 1936, denying his 
petition seeking a dismissal of the appeal of Nicolson. 

The decision was rendered only after careful considera¬ 
tion of petitioner’s contentions and the authorities cib^d by 
him. Upon a further careful consideration of the same in 
the light of the arguments now presented, no reason is 
found for changing the decision already rendered. 

The petition for reconsideration is denied. 

CONWAY P. CO^] 
Commissio^r 

Messrs. Mauro & Lewis (for Langevin) 

1435 G Street, N. W. 

Washington, D. C. 

Mr. E. V. Griggs (for Nicolson) 

463 West Street, 

New York, New York. 

Endorsed on Cover: No. 6874. United States ex relatione 
Societe De Condensation Et D’applications Mecaniques, 
appellants, vs. Conway P. Coe, Commissioner of Patents. 
United States Court of Appeals for the District of Colijimbia 
Filed Nov 5 -1936 Moncure Burke, Clerk 
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OcTOBEB Term 1936. I 


No. 6874 

Special Calendar. 

United States Ex Relatione Societe de Condensation 
ET D’Applications Mecaniques, Appellant, 

vs. 

Conway P. Coe, Commissioner of Patents. 

BRIEF FOR APPELLANT. 



1. STATEMENT OF THE CASE. j 

This is an appeal from the decree of the District 
Court of the United States for the District of Coljimbia 
discharging the rule to show cause previously gifanted 
herein and dismissing the petition for a writ of man¬ 


damus. 

Petitioner, a French corporation, prays the issuance 
of a writ of mandamus to the Commissioner of P atents 
commanding him to dismiss, or to order the disinissal 
of, an appeal to the Board of Appeals in Interf<jrence 
No. 59,444 between Paul Langevin, assignor tc peti- 
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tioner (appellant), and Alexander M. Nicolson, as¬ 
signor by mesbe assignments to the American Tele¬ 
phone and Telegraph Company. 

Said interference came duly to final hearing upon 
proofs by both parties before the Examiner of Inter¬ 
ferences on July 17/34, who rendered his decision 
(EXHIBIT E'—^Rec. p. 19) on July 20/35, award¬ 
ing priority of invention to Langevin. From that deci¬ 
sion notice of appeal by Nicolson to the Board of Ap¬ 
peals was filed on August 17/35. There remained, 
to perfect the appeal, the filing, before the Board of 
Appeals, of th6 copies of the record as required by the 
rules. 

Patent Offic^ Rule 162 (R. 5) prescribes the proce¬ 
dure on appeals to the Board of Appeals from deci¬ 
sions of the Examiner of Interferences, and provides 
that printing of the record may be dispensed with in 
certain specified cases, and that 

“where printing has thus been dispensed with [be¬ 
fore the Examiner of Interferences, as was done 
in this case] the appellant, if appeal is taken from 
the decision of the Examiner of Interferences, may 
file three clearly legible typewritten copies of the 
record, both of his own and of the appellee, if the 
same have not been printed, and which shall not 
become a part of the record, within thirty days 
from the taking of the appeal. If the copies of the 
record are not filed within the time specified or 
within any extension thereof granted hy the Board 
of Appeals, TEE APPEAL SHALL BE DIS- 
MISSED^\ (emphasis supplied) 

The above is the pertinent portion of the applicable 
rule, the principal question presented for decision be¬ 
ing whether the clause, “the appeal shall be dis¬ 
missed”, is mandatory. 
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The prescribed period of thirty days from the I filing 
of notice of appeal by the party Nicolson from tne de¬ 
cision of the Examiner of Interferences elapsi^d on 
Sept. 16/35. The required copies of the record 
had not been filed within that period, nor had any 
extension of that period been granted or asked. There 
was no action of any sort in said interference after 
the notice of appeal on Ang. 17/35, until Dec. 3/35, 
on which date the Board of Appeals, withoui: mo¬ 
tion or request of any sort, without showing of cause 
by or on behalf of Nicolson and without notice to Lang- 
evin or opportunity to be heard in respect to the con¬ 
templated action, issued a communication (EXEDLBIT 
T, R. 32) to the parties in interference stating that ap¬ 
pellant had not filed the typewritten copies of tie rec¬ 
ord ‘ ‘ required by the second paragraph of Rule 162 to 
be filed within thirty days from the date of tl^e ap¬ 
peal”, and stating that: 


it 


'If stock copies are not filed within ten days 
the date of this letter, or sufficient cause skou\ 
suck action should not he taken, the appeal 
dismissed 


from 
n why 
iuUl he 


Said “letter” contains no reference to the provision of 
said rule that, in the situation stated in the letter, ^Hke 
appeal shall he dismissed/^ 

On Dec. 9/35, attorneys for Langevin filed a ^potion 
(see par. “25” R. 8) to set aside or withdraw the 
Board’s said action of Dec. 3/35, and for the dismissal 
of Nicolson’s appeal. 

On Dec. 11/35, which date was eighty-six (55) days 
after the expiration of the thirty days allowed Nicol¬ 
son by the rule, Nicolson filed typewritten copies of 
both his own and Langevin’s records or testimcmy. 
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In the interim between the filing, on Aug. 17/35, of 
Nicolson’s notice of appeal, and the filing, on Dec. 
11/35, of said copies of the records, there had been a 
lapse of one hundred and fifteen (115) days of inaction 
by Nicolson. This long period of inaction raised a 
strong presumption that Nicolson did not intend to 
perfect the appeal of which he had given notice and 
that said notice concerned only a ‘‘frivolous appeal’’ 
for purposes of delay. 

On Dec. 12/35, Langevin filed a motion (see par. 
“28”, R. 9) to strike from the record of the interfer¬ 
ence the typewritten copies of records filed by Nicolson. 

On Dec. 14/35 the Board of Appeals issued another 
communication (EXHIBIT Z, R. 33), likewise without 
notice to Lang^vin or giving opportunity to him to be 
heard, which communication contained the following: 

“Appellant is given until December 24, 1935, to 
file a verified showing in excuse for his failure to 
file the typewritten copies of the record within the 
thirty-day period specified in Rule 162 or up until 
the day they were filed. 

Appellee is given until December 31, 1935, to file 
any arguments he may care to advance against the 
sufficiency of appellant’s showing.” 

Said communication of Dec. 14/35 states the Board’s 
reason for this (sua sponte) action in these words: 

“Since fhe appellee is contesting our authority 
to take the action we did on December 3, 1935, we 
are of opinion the appellant should make a veri¬ 
fied showing in excuse for his delay as otherwise 
his case might become prejudiced due to our fail¬ 
ure to make this definite requirement, provided the 
copies were filed within the ten-day period referred 
to in our letter. ” 
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In response to this communication affidavits by Guy 
T. Morris and E. V. Griggs, attorneys for Nicolson, 
were filed on Dec. 21/35 (EXHIBIT BB, B. 60, 61); 
the affidavit of said Morris averring that “the failure 
to file the additional copies of the record * * * ^idthin 
the time provided by Rule 162 resulted entirely jfrom 
his unfamiliarity with the procedure with respect to 
the use of typewritten records in interference appeals”. 
The Griggs affidavit does not allege unfamiliarity with 
the procedure, but merely states his belief th^t the 
statements made in the Morris affidavit are true and 
that “he was of the opinion that the requiremei^ts of - 
the Rules of Practice in 'perfecting Nicolson’s appeal 
had been fully complied with and that it was not until 
the receipt of the letter of December 3, 1935 froin the 
Board of Appeals that the deponent appreciated that 
there had been any failure in this regard.” (Emphasis 
supplied.) 

The permission given Langevin (appellee in the In¬ 
terference) in the Board’s said communication oi: Dec. 
14/35, “to file any arguments he may care to advance 
against the sufficiency of appellant’s showing”, was 
accepted by Langevin’s attorneys as conveying a clear 
implication that the unasked favors granted to jN'icol- 
son by the Board’s said action of December 3 (](i. 32) 
were contingent upon the legal sufficiency of Nicolson’s 
(expected) showing. Therefore, arguments an^d au¬ 
thorities were duly submitted by Langevin’s attorneys 
(EXHIBIT DD, not printed in record) which have 
never been answered or even disputed showing conclu¬ 
sively that Nicolson’s “showing in excuse for his fail¬ 
ure to file the typewritten copies of the record mthin 
the thirty-day period specified in Rule 162” (]^. 34) 
was utterly insufficient in law and was, moreovet, con¬ 
trary to facts of record in the interference. 
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On Jan. 7/36, the Board of Appeals made a decision 
(EXHIBIT FF, R. 35) in which they held that their 
letter of Dec. 3/35 (R. 32) was an extension of appel¬ 
lant’s thirty days period (which had expired seventy- 
exglfit days prior to Dec. 3/35) in w’hich to file the copies 
and was within the authority given them under Rule 
162; and that the showing by the affidavits of Nicol- 
son’s attorneys ‘‘adequately explains the delay”; and 
for these reasons they denied Langevin’s motion to dis¬ 
miss the appeal. 

Notwithstanding the clear implication, referred to 
above, in the Board’s said action of Dec. 14/35, the 
Board made no'ruling in its said decision of Jan. 7/36, 
as to the sufficiency of said showing, but dismissed the 
matter with the vague and inconsequential remark that 
“The showing, in our opinion, adequately explains the 
delay”. (R. 37) The insufficiency of said showing has 
been urged before each of the tribunals below (both the 
Board and the Commissioner) but no attention has 
thus far been given to petitioner’s reasons and author¬ 
ities. 

On Jan. 18/36, petition to the Commissioner on be¬ 
half of Langevin was filed (EXHIBIT JJ, R. 62) pray¬ 
ing the exercise of the Commissioner’s supervisory 
authority in the performance of what petitioner be¬ 
lieved to be “the plain ministerial duty of dismissing 
(or directing the dismissal of) the appeal.” 

On Feb. 26/36, the Commissioner denied the above 
mentioned petition (EXHIBIT 00, R. 66) and on 
Apr. 6/36 the Commissioner denied Langevin’s peti¬ 
tion for reconsideration (EXHIBIT RR, R. 69). 

On Apr. 30^36, Langevin filed another motion (EX¬ 
HIBIT SS) fbr reconsideration of the Commissioner’s 
decision of Feb. 26/36, basing said motion on the deci- 
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sion of this Court, rendered Apr. 27/36, in Conwdy P. 
Coe, Commissioner of Patents, v. Z7. S. ex rel, Reming¬ 
ton-Rand, Inc., 65 App. D. C. 387; 84 Fed. 2nd 24(p. 

On June 6/36, the Commissioner again denied the 
petition of Langevin for the dismissal of the Nicolson 
appeal (EXHIBIT XX, R. 38). 

On July 8/36, the petition for mandamus herein was 
filed. 

On July 16/36, respondent's answer was filed. It 
admits the matters alleged in paragraphs 1 to 54 of 
the petition. i 

On Oct. 14/36, the case came on for hearing on | peti¬ 
tioner's motion for judgment notwithstanding the an¬ 
swer (R. 53), before Mr. Justice Bailey, who on Oct. 
27/36 handed down his decision (R. 53) denying peti¬ 
tioner's said motion for judgment. Prom that deci¬ 
sion the present appeal is taken. 

In view of the assumption upon which the Commis¬ 
sioner's said decision of June 6/36 is founded, viz. 
that petitioner has sustained no damage hy reas\)n of 
the Board^s refusal to dismiss the Nicolson appeal, it 
is material to state that since May 27/24 Nicolson's 
assignee has been in possession of the Nicolson patent 
No. 1,495,429, which patent covers a substantial part 
of the invention in controversy in the Langevin-l'Ticol- 
son interference. The Examiner of Interference has 
decided (EXHIBIT R, R. 19) that Langevin ip the 
prior inventor of the invention there in controversy 
and has further held that Nicolson obtained his first 
knowledge of said invention through infomo.ation 
thereof which had been communicated confidentially by 
a British-French Commission, sent to this country in 
May 1917, to the Government of the United States for 
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use by the latter in the detection of German subma¬ 
rines (R. 31, 32). 

The Chronological Schedule^ which is printed on yel¬ 
low paper as Section 1 of the Appendix to this brief, 
exhibits in chronological order the events in the Lange- 
vin V. Nicolson Intf. 59,444 which are believed to be 
of principal significance in respect to the main ques¬ 
tion or questions to be decided in this suit. 


n. ERRORS RELIED UPON—QUESTION OR 
QUESTIONS TO BE DECIDED. 

Ail the errors assigned (R. 55) are relied upon, but 
the substance thereof may be couched in a single alle¬ 
gation of error, as follows: 

The Court below erred in dismissing the petition 
for a writ of mandamus and in refusing to grant the 
petition for mandamus and in refusing to order the 
relief prayed in said petition. 

The principal question to be decided is 

Whether, upon the facts and circumstances of this 
case, and especially those stated immediately below, 
the typewritten copies of records, required by Rule 
162 to be filed for the perfecting of an appeal within 
thirty days after the filing of notice of appeal and 
which were not filed by Nicolson until eighty-six days 
after the expiration of said thirty-day period, can be 
accepted by the Patent Office as having been filed in 
compliance with Rule 162 (2nd par.); 

Or Whether, ‘^the appeal shall be dismissed”, be¬ 
cause of Nicolson’s failure to comply with said require¬ 
ment of said Rule 162. 
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The particular facts and circumstances in view 
whereof the above stated question is to be decided are 
mainly these: 

(a) That the Exr. of Intfs. on July 30/35 rendered 
his decision on the merits in the Langevin v. Nicclson, 
Intf. 59,444, awarding priority of inveniion to L^nge- 
vin; 

I 

(b) That on Aug. 17/35 Nicolson filed notice o|f ap¬ 
peal to the Board of Appeals, leaving for the perfect¬ 
ing of said appeal the filing, before said Board, 'vjdthin 
thirty days from said notice of appeal (that i^, not 
later than Sept. 16/35), of three typewritten copies of 
both his own (Nicolson’s) and Langevin’s record, all as 
required by Rule 162 (2nd par.): 

(c) That on Sept. 16/35 said thirty days expired 
without Nicolson’s having made any move for ‘^an ex¬ 
tension thereof’’; 

(d) That on said Sept. 16/35 the Board’s juiisdic- 

tion of the interference terminated for any purpose 
other than the purely ministerial act of disnJissing 
the appeal, of which Nicolson had given notice bjit had 
failed to perfect. | 

(e) That by a communication of Dec. 3/35, the [Board 

of Appeals, without request by Nicolson or ^ving 
Langevin an opportunity to be heard, assumed t|o give 
Nicolson ten days from that date within which I to file 
the typewritten copies of the record required pj the 
Rule; I 

(f) That, on Dec. 11/35, which was eighty-si\c (S6) 
days after the expiration of the thirty (30) days al¬ 
lowed by the rule, Nicolson filed typewritten copies 
of the records; 
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(g) That, between the expiration of the thirty days 
(on Sept. 16/35) allowed by the rule, and the filing of 
said typewritten copies on Dec. 11/35, there had been 
a lapse of eighty-five {S5) days of inaction by Nicol- 
■ son; 

(h) That, by a communication of Dec. 14/35, the 
Board of Appeals, without request by Nicolson, or 
giving Langevin an opportunity to be heard, advised 
Nicolson to file ‘‘a certified showing in excuse of his 
delay” in filing said typewritten copies of the records, 
and furthermore gave Nicolson until Dec. 24/35 to 
file such showing; and 

(i) That, on Dec. 21/35, which was ninety-six (96) 
days after the expiration of the thirty days allowed 
by the rule, Nicolson filed two affidavits, by Mr. Morris 
(of counsel) and Mr. Griggs (attorney of record) re¬ 
spectively, assenting as the only explanation or excuse 
for the delay Mr. Morris’ unfamiliarity with the sec¬ 
ond paragraph of Rule 162. 


m. ARGUMENT. 

Paxt A—^The Decision of the Examiner of Interfer¬ 
ences of July 20/35 on the Merits in the Langevin v. 
Nicolson Intf. 59,444, Awarding Priority of Invention 
to Langevin, Has Become Final and Res Adjudicata. 
The Theory of the Board and Commissioner that their 
Refusal to Dismiss Nicolson’s Appeal is Not Prejudi¬ 
cial or Injurious to the Rights of Langevin is Unten¬ 
able. 

Said decision (R. 19-25) awarded priority to Lange¬ 
vin as to all of the sixteen (16) counts (claims) of the 
issue, upon the grounds (a) that Langevin was prior 
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as to date; and (b) that Nicolson was not an original 
inventor of the invention in controversy, having de¬ 
rived knowledge thereof from the prior invention of 
Langevin. Said decision became final on Sept. 16/35, 
because of the failure of Nicolson (1) to file on or 
before that date the copies of the records required 
to be filed by Rule 162 (2nd par.) in order to per¬ 
fect the appeal of which Nicolson had given notice; 
or (2) to obtain an extension of the time (the tljiirty 
days—expiring Sept. 16/35) within which to file the 
same. Furthermore, the Board’s jurisdiction of the 
interference terminated on Sept. 16/35, as will be 
shown more fully hereinafter. 

Nothing remained to be done in said interfeitence 
after said date but the purely ministerial act of dis¬ 
missing Nicolson’s appeal, as directed by the manda¬ 
tory words of Rule 162, ‘‘the appeal shall be dis¬ 
missed”. In contemplation of law that litigation (in¬ 
terference) ended on Sept. 16/35; and, in accordance 
with the principle that “Equity looks upon that as 
done which ought to be done” (1 Story Eq. Jur. Sec. 
64g—as quoted in Black’s Law Dictionary, 2nd Ed. p. 
434), Nicolson’s unperfected appeal was virtually' dis¬ 
missed as of that date; for on that date, by resason 
of said decision or judgment, petitioner’s “rights be¬ 
came fixed” (Ballinger v. United Stales, 216 U. SJ 240; 
30 SCR 338, 341). In the Ballinger case the Couj-t af¬ 
firmed a judgment of this Court, granting a mandamus 
to compel the Secretary of the Interior to cause to be 
delivered to an Indian allottee a patent for a certain 
tract of land. The Secretary had assumed by \irtue 
of the general powers vested in him and authorized 
by certain statutes as he interpreted them, to Segre¬ 
gate the lands for townsite purposes and to O^ncel 
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petitioner’s allotment thereof, with leave to select 
other land to fill her right. In passing upon the Secre¬ 
tary’s duty in the premises the Court said: 

‘‘Whenex^er, in pursuance of the legislation of 
Congress, rights hax^e become vested, it becomes 
the duty of the courts to see that those rights are 
not disturhed by any action of an executive officer, 
even the Secretary of the Interior, the head of a 
department. Hoxx^ever laudable may be the mo¬ 
tives of the Secretary, he, as all others is bound by 
the proxfisions of congressional legislation.” 
(Emphasis supplied) 

In Simmons v. Wagner, 101 U. S. 260, 261, the 
Supreme Court, speaking by Mr. Chief Justice Waite, 
said: 

“Where the right to a patent has once become 
vested in a purchaser of public lands, it is equiv¬ 
alent, so far as the government is concerned, to a 
patent actually issued. The execution and deliv¬ 
ery of the patent after the right to it has become 
complete are the mere ministerial acts of the offi¬ 
cers charged xvith that duty. (Barney v. Dolph, 
97 U. S. 652, 24 L. ed. 1063; Stark v. Starr, 6 Wall. 
402,18 L. ed. 925.” 

These authorities manifestly come very close to the 
facts of the present case. When, in the Ballinger case, 
the nine months alloxved by law for contesting the al¬ 
lottee’s rights passed those rights “became fixed”. 
Precisely so in the present case, when the thirty days 
limited by Rule 162 had expired and the required 
copies were not filed, petitioner’s right to a patent for 
the invention in controversy became fixed; and in the 
present case as in the Ballinger case there remained 
“nothing but the ministerial duty of seeing that a pat¬ 
ent was duly executed and delivered.” 
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And this duty is more plainly manifest in the j^res- 
ent case than in the cited case, because here it is de¬ 
clared by the express mandate, “the appeal shall be 
dismissed/’ 

It was beyond the power of the Board, on Dec. 3/35 
(seventy-eight days after Sept. 16/35), when the Board 
assumed to give Nicolson ten days from that date! for 
filing the copies of the records, to undo retroactively 
the finality of the decision of the Examiner of Inter¬ 
ferences. It is elementary that public policy demsinds 
the earliest possible cessation of litigation. Interest 
Reipublicae ut sit Finis Litium^^ is a basic doctrine of 
jurisprudence. In Walker on Patents {7th Edition) its 
particular applicability to patent cases is thus stated 
(Sec. 518, p. 601): 

“It is a requirement of public policy and of [pri¬ 
vate peace that each particular litigation shall ^uly 
come to an end, and that once ended, it shall ncft be 
revived.” 

We are dealing here with a protracted litigation 
which was “ended”, by operation of unquestioned! law 
and according to the undisputed facts, on Sept. 16/35. 
It therefore should be held to be contrary to the pijiblic 
interest that it should be revived. In Fat/weather v. 
Rich, 195 N. E. 270; 25 Sup. Ct. 58, 64, the Supreme 
Court, U. S., quotes and applies the above maxim (p. 
64, last paragraph). 

In Southern Pacific Ry. v. The United States, 161 
U. S. 1; 18 Sup. Ct. 18; the same court states the l:>asic 
principle that— 

“a right, question or fact, distinctly put in issue 
and directly determined by a court of compestent 
jurisdiction * * • cannot be disputed in a siibse- 
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quent suit between the same parties and their 
privies’’; 

and they say:— 

“This general rule is demanded by the very ob¬ 
ject for which civil courts have been established, 
which is to secure the peace and repose of society 
by the settlement of matters capable of judicial 
determination.” 

That the judgment of a competent tribunal creates 
a vested right of such character that even a legislature, 
when acting within the scope of its ordinary constitu¬ 
tional powers, can neither destroy it nor diminish its 
value in any respect by a retroactive law, is well settled. 
For example, in Eo'i/t Metal Co. v. Atwood, 289 F. R. 
453, the Court (C. C. A. 7th) said: 

“That' an accrued right of action is a vested 
property right is well settled. Norris v. Tripp, 111 
Iowa, 115; 82 N. W. 610; Tufts v. Tufts, 8 Utah, 
142, 30 Pac. 309, 16 L. R. A. 482; Pinkum v. City 
of Eau Claire, 81 Wise. 301, 51 N. W. 550. Cer¬ 
tainly a judgment is a property right. In 6 R. C. 
L., p. 319, we find the rule set forth correctly, we 
think: 

‘A judgment is such a vested right of prop¬ 
erty that the Legislature cannot by a retroactive 
law either destroy or diminish its value in any 
respect.’ Merchants Bank v. Ballou, 98 Va. 112, 
32 S.' E. 481, 44 L. R. A. 306; Strafford v. 
Sharon, 61 Vt. 126,17 Atl. 793; Roche v. Waters, 
72 Md. 264,19 Atl. 535, 72 L. R. A. 553.” (em¬ 
phasis supplied) 

In McCullough v. Commonwealth of Virginia, 172 
U. S. 102; 19 S. C. R. 134,142, the U. S. Supreme Court 
stated the rule in these words: 


‘‘It is not within the power of a legislatnre to 
take away rights which have once vested hy a 
judgment. Legislation may act on subsequent pro- 
cee&ngs, may abate actions pending, but T7hen 
those actions have passed into judgment the power 
of the legislature to disturb the rights created 
thereby ceases.’’ 

In Hodges et al. v. Snyder et ol,, 261 U. S. 60(|; 43 
Sup. Ct. 435, the Supreme Court held, on the auth(i)rity 
of McCullough v. Virginia {supra) and other decisions, 
that 

“The private right of parties which have been 
vested by the judgment of a court cannot be taken 
away by subsequent legislation, but must be there¬ 
after enforced by the court regardless of such leg¬ 
islation.” 

As showing how this basic doctrine of law has been 
applied in the Patent Office, we call attention t(^ the 
decision of the Commissioner of Patents in McKknzie 
V. McTammany v. Garrett, 1911 C. D. 227, who quotes 
with approval his predecessor’s decision in Blacltman 
V. Alexander, 1903 C. D. 288, thus: 

“After a party has obtained a full and ca]'eful 
decision by one tribunal on the merits of his case, 
he must ordinarily comply strictly with the jules 
in order to have that decision reviewed by ai^ ap¬ 
pellate tribunal.” 

The consideration we are here urging was givei de¬ 
cisive weight by this Court in their decision in 17, S, 
ex rel, Newcomb Motor Co, v. Moore, 30 App. I). C. 
464. For the Court there held that, when the dec: sion 
of the Primary Examiner that Thomson and Lemj^ had 
no right to make the claims in issue became final, “ijhose 
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parties were eliminated from the case and appellant 
was entitled to' go hence in the full and uninterrupted 
enjoyment of the patent’’. The right in question in 
that case, whereof this Court took cognizance, included 
the appellant’s right to immunity from being ‘‘again 
compelled to litigate with Thomson and Lemp in the 
Patent Office the same question which we have held has 
already been finally determined in his favor. All this 
tcUl involve ea^pense, delay and loss/^ (emphasis sup¬ 
plied.) 

It is superfluous to say that, in the present case, 
where the adverse party has been for more than twelve 
years unjustly in possession of a patent for a substan¬ 
tial part of the invention in controversy, the appellant’s 
damage and loss from a revival of the Langevin-Nicol- 
son litigation in the Patent Office would be vastly more 
serious than in the cited case, where the appellant was 
the patentee. 

It has been contended by the Board of Appeals and 
by the Commissioner, and also by Nicolson (in argu¬ 
ment), that L'angevin (and his assignee, petitioner-ap¬ 
pellant herein!) “is seeking a dismissal of the appeal on 
a mere technicality” (R. 37); that the refusal to dis¬ 
miss the appeal is of no “prejudice” or “damage” to 
Langevin’s rights (R. 68); and that the refusal, to en¬ 
force Rule 162 (2nd par.) is of no injury whatever to 
Langevin. The fallacy of such contentions is fully 
demonstrated by what has been said above in respect 
to the finality of the judgment or decision of the Exam¬ 
iner of Interferences on the merits. Any act by a tri¬ 
bunal of the patent office detracting from the finality of 
that decision is injurious to the rights of Langevin and 
of the petitioner-appellant herein. 

Furthermore, it is not open to an appellant (in an 
interference) in a situation such as here presented, to 
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urge in excuse of his delay that appellee (Langekin in 
the present interference) would not be injured by such 
delay. For example, Commissioner Allen, in his deci¬ 
sion in Allfree v. Sarver, 1906 C. D. 214, 215, said (em¬ 
phasis supplied): 

‘‘The limit fixed for appeal from the Primaiy Ex¬ 
aminer was May 29, 1905. The appeal was not 
filed until September 11, 1905. I find no go|od ex¬ 
cuse for the delay. It is urged that Allfree hgs not 
been injured by the delay because he is a patentee. 
Parties are not excused from compliance wjth the 
requirements of good practice because ii^ their 
opinions opponents are not thereby injuredL’’ 


Part B—Patent Office Rules have the Force and Ef¬ 
fect of Statutes and Cannot be Disregarded or Sus¬ 
pended by the Tribunals of that Office. 

Said Rules are enacted under the following section 
of the Patent Statutes: 

“Sec. 483 (U. S. C. title 35, sec. 10) The Commis¬ 
sioner of Patents, subject to the approval of the 

. Secretary of Commerce, may from time t^ time 
establish regulations not inconsistent with l^w, for 
the conduct of proceedings in the Patent Office.’’ 

That the duty in question in the present case is pre¬ 
scribed by a rule of procedure of the Patent Office, not 
by a statute, is inconsequential; for said rules have the 
unique distinction that, when not in conflict with any 
provision of law, they have ‘‘the full force and effect of 
stalutes*^ (Melt v. Midgley, 31 App. D. C. 534j. The 
entire paragraph of the decision of this Court in which 
the above quoted words occur, reads as follows: 
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‘‘It is well settled that the rules of procedure in 
the Patent Office, when not in conflict with any pro¬ 
vision of law, have the full force and effect of stat¬ 
utes. These rules are made and promulgated by 
the Commissioner with the approval of the Secre¬ 
tary of the Interior. The approval of the Secre¬ 
tary of the Interior being necessary to the adop¬ 
tion and establishment of a rule, we think the con¬ 
trary would be true that, where a rule of proce¬ 
dure is in force, it can only be repealed, modified or 
suspended by the Commissioner with the approval 
of the Secretary of the Interior.’’ 

In Broadwell v. Long, 36 App. D. C. 418, this Court 
said: 

“It is perhaps unnecessary to state what has 
been repeated many times that all rules of the Pat¬ 
ent Office which are authorized bv law have the 
force of law and control procedure in that Office. ’ ’ 

See also TJ- S. ex rel. Steinmetz v. Allen, 1908 C. D. 578, 
583, 586; (decision of May 3, 1903, by then Chief Jus¬ 
tice Alvey); In re Horton, 1932 C. D. 435, 436 (C. C. & 
P. A.); 58 Fed. (2d) 682; Walker on Patents {Seventh 
Ed .); Knight v. Bagnail v. Curtis v. Morgan, 1896 C. D. 
109 (opinion of the Asst. Attorney General adopted as 
the decision of the Secretary of the Interior). 

That Patent Office rules, especially those relating to 
interferences and practice in respect thereto, cannot be 
disregarded or suspended, see 

Ex Parte Russell, 1900 C. D. 16 (Commissioner 
Duell): 

“While it is true that this Office is not a court, 
yet there are certain rules promulgated for the con¬ 
duct of proceedings in the Office. The fewer the 
departures from a positive rule of procedure the 
less chance there is of confusion in the practice and 
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of cause of complaint by parties practicing before 
the office. If such a rule be wrong, it should he 
amended by the proper authorities and not\ ig¬ 
nored,’^ (emphasis supplied) 

Smith and Thomas v. Cowles, 1885 C. D. 12 (Commr. 

Butterworth): 

‘‘There is no proceeding before the Office con¬ 
cerning which fixed rules are more indispensable 
than in cases of interference. * * No man has 
just cause to complain if he falls short in obtain¬ 
ing what he conceives to be fairly due him if he 
has negligently failed to take the requisite s^eps 
to that end.^^ j 

“The real question in this case is whether! the 
rules prescribed for the conduct of cases in inter¬ 
ference are to be regarded at all.” * * I 
‘ ‘ The Courts are open, so if it occurs that appli¬ 
cant has lost (by neglect and refusal to comply 
with the just requirements of reasonable rmes) 
what he conceives to be a right, he may, by seeding 
a remedy in the Courts and conforming to the! law 
and rules of practice made in pursuance thereof, 
obtain redress.” 

Brown v. LaDow, 1880 C. D. 199: 

“Whether it is the wisest that could be devised, it 
is not necessary now to consider. It is sufficient 
that the practice in such cases has been clearly in¬ 
dicated and determined, and until some change is 
made therein there is no reason why any officer of 
this bureau should fail to observe (emphasis 
supplied) 

In Allen v. United States ex rel. Lowry, 26 ./kpp. 

D. C. 8, speaking by Mr. Justice Duell, this court said: 

“From the simple and summary mode first 
adopted for determining the question of pric^rity 
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of invention that proceeding by system of Patent 
Office rules has grown to be a veritable old man 
of the sea and the unfortunate inventor who be¬ 
comes involved therein is a second Sinbad the 
sailor. It is known to oil who are familiar with the 
practice ih interference proceedings that by mo¬ 
tions, petitions and appeals of every conceivable 
character that the ingenuity of a skilled attorney 
can devise, interferences can be and are prolonged 
for years to the injury of the public and often to 
the financial ruin of the parties/^ (emphasis sup¬ 
plied) 

The Court found existent in that case a situation 
such that it offered to the party holding the patent— 

every incentive to prolong the proceedings until 
the expiration of the patent, and if then the appli¬ 
cant is successful, it means a second patent for 
seventeen years, and the public instead of paying 
tribute for seventeen years will have had a patent 
monopoly existing for twice that period, or for a 
goodly portion of it.’’ 

This decision was affirmed by the Supreme Court. 
(203 U. S. 476; 27 S. C. R. 141.) Mr. Justice Duell was 
possessed of exceptional qualifications for declaring 
the characteristics of interference procedure in the 
XJ. S. Patent Office, for he was first of all a patent 
lawyer of distinction, then a Commissioner of conspicu¬ 
ous ability and then a highly respected Justice of this 
Court. 

Here we have an explanation of the reason why, in 
the interest of the public (pursuant to the maxim: 

Interest reipublicae ut sit finis litium^^) Rule 162 was 
made to contain the express mandate that, if the re- 

I • 

quired copies of the records are not filed within the 
specified period “the appeal shall be dismissed.” And 
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here we have also the strongest reason why, if th^re 
were any uncertainty as to the meaning of the rjile 
such as to make it needful to take into considerati.on 
the interests of the public, the rule should be en¬ 
forced. 

The case now before the Court furnishes all that is 
needful in the way of an example of the intolerable 
burdensomeness of interferences upon the Patent Ofce 
and the parties. For, so oppressive is the accumiila- 
tion of work before the Examiners of Interferences 
that the decision in the Langevin-Nicolson interi'er- 
ence was not rendered until over one year after [the 
case was argued and submitted at final hearing. The 
manifest injury to this petitioner, because of prolon¬ 
gation of the Interference, is very serious. For [not 
only is petitioner debarred from enjoyment of the fruits 
of Langevin’s invention, but Nicolson (or his assignee), 
being wrongfully in possession of the patent, is in a 
position to make it difficult for the petitioner in the 
uncertain future to gain anything like an adeqi|ate 
reward for an invention of great merit which Was 
freely placed at the disposal of the Government and 
people of the United States for use in the great yar. 

In Bryant v. Seymour^ Commissioner of Patents, 
1896 C. D. 648; 9 App. D. C. 447, this Court, in ddcid- 
ing whether the appellant’s delay in taking his ap]peal 
beyond the time specified in Court Rule 20 necessitated 
its dismissal, said: | 

I 

“Now while some rules of court, from their pecu¬ 
liar nature and application may have in thenf an 
inherent element of elasticity that would justify 
their modification from time to time in special 
cases, rules of court are intended to be a law for 
the court itself, as well as for parties and cowksel, 
until they are chomged in pursuance of the same 
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power under which they have been promulgated; 
and to no rule is rigid adherence required more 
than to those which prescribe the time within which 
appeals are to be taken, and which in their nature, 
as long as they are in force, are intended to have 
the effect of statute.” (Emphasis supplied) 

Manifestly the reasons which underly this holding 
apply equally'to the procedural steps prescribed for 
the perfecting of an appeal. Further the Court said: 

‘‘We do not feel that we are at libertv ourselves 
to disregard the rule or to permit it to be disre¬ 
garded by parties to proceedings in the Patent 
Office.” 

In District of Columbia v. Roth, 18 App. D. C. 549 
(speaking of its own rules), this Court said: 

“These rules would be but of varying force, and 
of little value either to the court or suitors, and 
consequently very imperfect regulations of the sub¬ 
ject, if their limitations and provisions could be 
dispensed with upon any and all occasions when 
circumstances might show a possible hardship to 
the party who had failed to observe the require¬ 
ments of the rules, whether such failure be occa¬ 
sioned bV mistake, oversight, or otherwise. But 
these rules, so long as they remain unrescinded, 
cannot be dispensed with by the court to meet the 
apparent hardship of any particular case, in the 
absence of fraud. They have the force of law, and 
are binding upon the court, and upon the suitors 
and those who represent suitors. This is the prin¬ 
ciple that prevails generally in the courts of the 
country. * •” 

See also the decision of this Court in In re Hitch¬ 
cock, 47 App. B. C. 251; 1918 C. D. 149, in which the 
appellant failed to take his appeal within the limit 
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specified in the rules. In denying a motion to rein¬ 
state the appeal the Court said: 

‘‘If the fact that he [appellant] overlookec^ the 
rule formed a sufficient ground for excusing his 
delinquency we might as well abolish the rules, 
and this we are unwilling to do. They are nbces- 
sary to the orderly and expeditious dispatdh of 
business. We find they serve that purpose ?nd 
they must be enforced.” 


Part C—Patent Office Rules Relating to Testimony 
in Interferences and the Filing of Printed or Type¬ 
written Copies Thereof; and the Established Pralctice 
Under said Rules. 

Since the patent statutes first provided for inter¬ 
ferences, the patent office rules have provided (in inuch 
detail) for the taking of the testimony of witnesses in 
interferences; and in particular have specified the man¬ 
ner in which the official (notary public or the like) be¬ 
fore whom the testimony is taken shall reduce to writ¬ 
ing and transmit the same to the patent office, under 
seal, said original copy to be there filed and preserved 
as a part of the permanent official record of the inter¬ 
ference. Said rules have also provided for the fur¬ 
nishing of copies (which do not become a part of said 
permanent record) of the testimony for use of the pat¬ 
ent office tribunals in their work of rendering deci¬ 
sions on the merits. 

At present such rules comprise numbers 154 to 162 
inclusive grouped under a heading “Testimony m In¬ 
terferences and Other Contested Cases” (page 41 of 
the rules book) and including the following: i 
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‘ ‘ 154. The following rules have been established 
for taking and transmitting testimony in interfer¬ 
ences and other contested cases: 

« « « 

(c) * * Unless waived on the record by agree¬ 
ment of counsel he shall then, without delay, se¬ 
curely seal up all the evidence, notices, and paper 
exhibits, inscribe upon the envelope a certificate 
giving the title of the case, the name of each wit¬ 
ness, and the date of sealing, address the package, 
and forward the same to the Commissioner of 
Patents. 

* m * 

(f) All depositions which are taken must be 

duly filed in the Patent Office. * * * ” 

Rule 162 as last amended (effective Dec. 1/34) is 
printed in full at pages 5-6 of the record herein. 

Prior to amendment effective June 30/30, said Rule 
162 stood as quoted in full in Section 2 of the Appendix 
and comprised two paragraphs, the second of which 
provided for the use of typewritten (instead of 

printed) copies upon a satisfactory showing of pov¬ 
erty. That identical paragraph {verbatim) appears 
as paragraph three (R. 6) of the present rule. 

As thus appears, the matter inserted June 30/30 as 
paragraph two for the first time provided for dis¬ 
pensing with the printing of records when of limited 
size and for submitting of the same before the Exam¬ 
iner of Interferences in typewritten form; but said 
rule, as so amended, required that the appellant, in 
the event of an appeal, ‘‘must file the required number 
of printed copies of the record, both of his own and of 
the appellee, if the latter has not been printed, within 
thirty days from the taking of the appeal’^; and fur¬ 
ther provided that, if not filed within that time “or 
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within any extension thereof granted by the Boarcjl of 
Appeals, the appeal shall be dismissed^’. | 

Rule 162, as next amended (and as it now staijds) 
to take etfect Dec. 1/34 (see Commr. Coe’s Order No. 
3290 of Oct. 29/34, 448 0. G. 265-6) also makes permis¬ 
sible, by the amended second paragraph thereof (R. 
5-6), the use of typewritten copies before the Beard 
of Appeals, when similar copies of records of limited 
size have been used before the Examiner of Interfer¬ 
ences. 

The changes thus made to the second paragraph of 
the rule by Commr. Coe (with the approval of the Sec¬ 
retary of Commerce) may be readily understood by 
reference to pages 14-15 of the record before this cclurt. 

Thus since June 30/30 (over six years ago) it has 
been necessary for the appellant to file before the 
Board of Appeals copies of both his own and appellee’s 
record in cases where typewritten copies of records of 
limited size had been used before the Examiner oi‘ In¬ 
terferences, under penalty of ha\’ing his appeal dis¬ 
missed if such copies were not filed within thirty Jiays 
after the taking of his appeal, or within any e3:ten- 
sion of that period granted by the Board of Appeals. 

From June 30/30 to December 1/34, the copies ^ere 
required to be printed. 

Since December 1/34, the copies could be either 
printed or typewritten. 

Inasmuch as decisions of the Board of Appeal^ are 
not published and are not accessible to the public, we 
cannot cite decisions of that tribunal showing i:heir 
practice heretofore in the matter under consideration. 
But happily that purpose is served by a quotation 
from one of their decisions found in a published deci¬ 
sion of the Commissioner of Patents, Ex parte Booth, 
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1913 C. D. 7. The Board had, in that case, dismissed 
an appeal because of the appellant’s failure to file a 
brief as required by Rule 136, saying (as quoted by 
the Commr.): 

‘‘At the date set for the hearing upon the ap¬ 
peal before the Board, no appearance was made on 
behalf of the applicant, and no brief in support of 
the appeal has been filed as expressly required by 
Rule 136. Under these circumstances we are left 
without any information as to the applicant’s po¬ 
sition with reference to the merits of the various 
claims, and'we have no reason to suppose that at 
this time he takes issue with the position of the 
Examiner. Under these circumstances no good 
reason appears why we should review the Exam¬ 
iner’s actioh, which is presumably correct, merely 
speculating upon the applicant’s view of the case. 
Accordingly, as we have heretofore done in other 
cases of this character, we shall dismiss the ap¬ 
peal. ’ ’ 

The Commissioner, after quoting the above, says: 

“The action of the Examiners-in-Chief in dis¬ 
missing the appeal is in harmony with the Court of 
Appeals under similar circumstances * * * Sec. 3. 
Rule 8 of daid Court provides that ‘for failure to 
file the brief within the specified time such appeal 
shall be dismissed. ’ It is as necessarv in the Pat- 
ent Office as in the courts to establish rules gov¬ 
erning the procedure on appeal. ’’ (Emphasis sup¬ 
plied) 

It might be said that the requirement of briefs is 
(and especially in ex parte cases) solely for the benefit 
of the appellate tribunal; yet that fact was not regarded 
in the cited case as a reason why the rule should not 
be enforced. In the present case the rule is not for the 
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mere convenience of the Board, as assumed by boph the 
Board and the Commissioner. This will be showni here¬ 
inafter. j 

In confirmation of the above quotation as shpwing 
what has been the practice of the Board in like| cases 
heretofore, we call attention to the request o^ peti¬ 
tioner’s attorneys, contained in the Petition of jVIarch 
9/36 (see par. ‘‘46”, R. 12) for Reconsideration of De¬ 
cision of Commissioner of Patents (EXHIBIT PP) 
in these words: 

“Petitioner respectfully requests that thej Com¬ 
missioner, in the event of an adverse decision on 
this Petition, will inform petitioner: 

First, whether the Board of Appeals ha|s ever 
previously granted additional time for filing 
copies of records under Rule 162 after expiration 
of the time-limit specified in said rule, and/or 
without request by the party in default and a show¬ 
ing of valid excuse for such default; 

Second, whether the records of the Patent Office 
show any previous instance where either the| Board 
or the Commissioner of Patents has granted} to one 
of the parties in a contested case the right ^o take 
a step required by a rule of practice of the jPatent 
Office after the expiration of the time-limit speci¬ 
fied in such rule, and without motion or j|)etition 
(with due notice to the opposing party and giving 
him opportunity to be heard) supported by a show¬ 
ing of valid excuse for the entire period of [the de- 
lay. 

The foregoing request is made because peti¬ 
tioner’s attorneys, after careful search of M rec¬ 
ords that are accessible to the public, are not aware 
of any precedent for the Board’s action herein. 
But there may be precedents therefor in jhe rec¬ 
ords that are not open to inspection and it |may be 
of importance for the establishment of petitioner’s 
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rights that petitioner’s attorney should have the 
above requested information. The only knowl¬ 
edge they nbw have as to the Board’s practice 
heretofore in like cases is the statement in their 
decision quoted by the Commissioner in Ex Parte 
Booth {supra ): 

‘Accordingly as we have heretofore done in 
cases of this character, we shall dismiss the ap¬ 
peal ’. ’ ’ 

No reply having been vouchsafed to this most prop¬ 
er and respectful request, we are fully warranted in 
the conclusion that the action of the Board of Dec. 
3/35, is w’holly unprecedented. 

As this court doubtless well knows, in trade-mark in¬ 
terferences, appeals from the examiner of trade-mark 
interferences go to the Commissioner of Patents (the 
Board of Appeals having no appellate jurisdiction in 
such matters). It is the established practice, as shown 
by published decisions, that such appeals are dis¬ 
missed in compliance with the command of Kule 162, 
“the appeal shall be dismissed”, when the appellant 
fails to file before the Commissioner the copies of the 
record as required by said rule. For example, in Frig- 
idaire Corpn. v. Weston Biscuit Co., Ltd., Vol. 20, U. S. 
P. Q. 254 (decided Feb. 21/34), the Commissioner 
(Spencer, First Asst. Commr.), in a trade-mark op¬ 
position case, dismissed the opposer’s appeal for fail¬ 
ure to file printed record and brief as called for by the 
rules. The dismissal was ordered upon motion made 
only eleven days after expiration of the thirty days 
specified in Eule 162. In so ordering the Conunis- 
sioner said: 

“The applicant has moved to dismiss the appeal 
in the above entitled opposition on the ground 
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that the appellant has failed to file printed copies 
of the record and has failed to file printed briefs, 
as called for by Rules 144,162 and 163 of the iRules 
of Practice of the U. S. Patent Office.” | 

i 

I 

In an earlier decision (June 8,1931) in a trade-naark 
opposition case, Super-Maid Cook-Ware Corpn. v. Ten¬ 
nessee Stove Works, Vol. 9, U. S. P. Q. 441, the appli¬ 
cant’s appeal was dismissed by the Commisisioner 
(Moore, Asst. Commr.), the decision saying: 

‘‘The applicant, Tennessee Stove Works, ap¬ 
peals from the decision of the Examiner of In¬ 
terferences sustaining the opposition of the Super- 
Maid Cook-Ware Corpn. to the registration by the 
applicant of the mark ‘Super Maid’ for gas ranges. 

The opposer has moved that the appeal be dis¬ 
missed for the reason that the applicant faped to 
file the printed copies of the record as requit-ed by 
Rule 162. I 

Rule 162 provides that if, on appeal, the pjrinted 
record is not filed within the time specified or 
within any extension thereof granted, the appeal 
shall be dismissed. 

As the applicant failed to file printed copies of 
the record and as he has not filed a brief and was 
not represented at the time set for hearing of the 
appeal, the appeal is hereby dismissed. (Es: parte 
Booth, 186 0. G. 391; 1913 C. D. 7, and Emery v. 
Faust, 142 Ms. Dec. 406).” | 

The Langevin v. Nicolson interference is the first in¬ 
stance known to Langevin’s attorneys (appellant’s at¬ 
torneys in the case at bar) in which either the Bcjard of 
Appeals or the Commissioner has refused to I apply 
Rule 162 as it reads and especially its command that 
“the appeal shall be dismissed”. As we have ^own, 
the practice heretofore has been to enforce tljic rule 
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and leave it to the appellant in the interference to deal 
with the resulting situation, for which he is entirely 
responsible, withbut volunteered assistance on the part 
of the Patent Office tribunals. Why a contrary course 
has been pursued in this particular instance, where 
Nicolson and his assignee are represented by an array 
of counsel (R. 19), still remains a mystery to attorneys 
for Langevin. 

Furthermore, the action of the present Commissioner 
in this case appears to amount to a repudiation of the 
amended second paragraph of Rule 162 as enacted up¬ 
on his recommendation. 


Part D—The Jurisdiction of the Board of Appeals in 
the Langevin V. Nicolson Interference Terminated 
Sept. 16/35. 

It is pertinent to first consider in this connection the 
peculiar constitution of the Board of Appeals and its 
very restricted jurisdiction. That Board was created 
by R. S. Sec. 482, which section contains the entire stat¬ 
utory provisions definitive of the Board’s powers and 
duties. It reads (as last amended in April, 1930) as 
follows: 

^‘Sec. 482 (U. S. C. title 35, Sec. 7). The exam- 
iners-in-chief shall be persons of competent legal 
knowledge, and scientific ability. The Commis¬ 
sioner of Patents, the first assistant commissioner, 
the assistant commissioners and the examiners-in- 
chief shall constitute a board of appeals, whose 
duty shall be on written petition of the appellant, 
to review and determine upon the validity of the 
adverse decisions of examiners upon applications 
for patents and in interference cases. Each appeal 
shall be heard by at least three members of the 


board of appeals, the members hearing such ap¬ 
peal to be designated by the commissioner. The 
board of appeals shall have sole power to grant re¬ 
hearings.’’ 

I 

It will be seen that the Board of Appeals is irj the 
aggregate an amorphous group of officials whose ijiem- 
bership includes the Commissioner of Patents, the first 
assistant Commissioner, the other assistant Commis¬ 
sioners and the Examiners-in-Chief; and that eacli ap¬ 
peal is to be heard by at least three members, to be des¬ 
ignated by the Commissioner. The duties of the Board 
are purely judicial, being restricted to reviewing and 
determining upon “the validity of the adverse deci¬ 
sions of Examiners upon applications for patents 
and in interference cases ,All the authority conferred 
upon the Board by Congress in respect to interference 
cases is contained in the clause just quoted. The Board 
never functions as a unit. It has no part or voi(;e in 
the making of patent office rules. Hence the last clause 
of the statute (sec. 482) is of significance for the pur¬ 
pose of ascertaining the extent of the Board’s discre¬ 
tionary power. That last clause specifies a de^ite 
and very limited power. It says: “The Board ^hall 
have sole power to grant rehearings.” If Cono:ress 
had intended that this peculiarly constituted Board, 
functioning in a peculiar manner and having a verV re¬ 
stricted jurisdiction, should have even the general ]dow- 
ers of courts of appellate jurisdiction (which, however, 
would not include the powers assumed by the Boaifd in 
this case) it would not have singled out for special Men¬ 
tion the power to grant rehearings, which is inherent 
in all appellate tribunals. Therefore the mention of 
that specific power by implication excludes other ]30w- 
ers, common to appellate tribunals, and would seem 
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clearly to preclude the exercise of such exceptional au¬ 
thority as the Board has assumed to exercise in its let¬ 
ters of Dec. 3 and 14/35 in the Lcmgevin v. Nicolson 
interference. 

When the Board took the actions set forth in those 
letters there was no question or matter of any sort be¬ 
fore them for decision which they had power or au¬ 
thority to decide. As said by Mr. Commissioner Marble 
in Brown v. La Dow, 1880 C. D. 199: 

‘‘The question whether there w’as any interfer¬ 
ing matter in the devices claimed by the respective 
parties was not before the Board for its determina¬ 
tion, and hence it had no right to make that ques¬ 
tion a part of its decision. ’ ’ 

I 

The jurisdiction of the Board expired Sept. 16/35 by 
the express terms of the second paragraph of Rule 162 
alone, that being the last of the thirty days allowed by 
said paragraph for filing the copies of records. All 
that remained to be done w^as the formal, clerical and 
purely ministerial step or act of dismissing Nicolson’s 
appeal; and tke ride does not say hy whom the act of 
dismissal shall be performed. The only possible ground 
upon which the Board could claim jurisdiction, after 
Sept. 16/35, under Rule 162, would appear to be that it 
could after said date “extend” the time for filing the 
copies of records. That possibility will be considered 
in Section 3 of the Appendix, 

B^ there is another conclusive reason for holding 
that the Board’s jurisdiction also expired Sept. 16/35. 

I 

We refer to Patent Office Rule 146 which reads as fol¬ 
lows: 

“146. Contested cases will be regarded as pend¬ 
ing before a tribunal until the limit of appeal. 


33 


which must be fixed, has expired, or until some 
action has been had which waives the appeal or 
carries into effect the decision from which appeal 
might have been taken.’’ (Emphasis supplied) 

Nicolson’s failure to comply with the requirement 
of Rule 162 touching the filing of copies of the record 


within thirty days from the taking of the appea was 
clearly an ‘‘action * * * which waives the appeal”; 
and it was also an action which carried “into effect the 
decision from which appeal might have been taken.” 

In Blackman v. Alexander, 1903 C. D. 288, supr^, pri¬ 
ority of invention had been awarded by the Exajniner 
of Interferences to Blackman and a limit of ^'ppeal 
from that decision was fixed. Three days befoife the 
expiration of that limit Alexander made a motion to 
set aside the judgment and reopen the case for further 
testimony, and he also asked a stay of proceeaings. 
The stay was granted, but the motion was denied by 
the Examiner of Interferences and Alexander took an 
appeal from the decision on said motion. In due course 
the decision denying the motion was affirmed, Iwhich 
automatically brought to an end the stay of proceed¬ 
ings. Fifteen days thereafter Alexander filed an ap¬ 
peal to the Examiners-in-Chief (Board of Appeals) 
from the decision of the Examiner of Interfetences 
awarding priority to Blackman. Technically, Alex¬ 
ander was twelve days late in filing his notice jof ap¬ 
peal, for at the date of the stay of proceeding^ there 
remained only three days of the limit fixed for ihe ap¬ 
peal. Blackman thereupon made a motion before the 
Examiners-in-Chief to dismiss Alexander’s appeal “on 
the ground”, as stated in the Commissioner’s decision, 
“that they were without jurisdiction by reason] of the 


fact that the appeal was filed after the limit of 


appeal 



34 


iiad expired’’. The Board denied Blackman’s motion 
to dismiss the appeal and from that decision of the 
Board Blackman appealed to the Commissioner, who 
held that, upon the above stated facts, ‘‘the Examin¬ 
er s-in-Chief were without authority to entertain Alex¬ 
ander’s appeal.” The Commissioner said: 

“It is cjiear that Alexander’s time for appeal 
expired three days after the decision of May 13. 
He did not file his appeal within that time, and 
the question arises whether the Examiners-in- 
Chief have jurisdiction to entertain the appeal, 
even where they are of opinion that the excuse for 
the delay is satisfactory^^ (emphasis supplied). 

The Commissioner held that the Board did not have 
that authority, saying: 

“The Examiner of Interferences cannot extend 
the limit of appeal after it has expired, because 
his jurisdiction has ceased (Benger v. Burson, 
1900 C. D. 185; 93 0. G. 1917) and the same thing 
applies to the Examiners-in-Chief” (emphasis 
supplied). 


The decision in the cited case was by Mr. Commis¬ 
sioner Duell. 

The Commissioner based this conclusion upon Rule 
143, which was identical with the present Rule 146 
quoted above. 

Further the Commission said: 

“The right of appeal does not stand upon the 
same footing as the right to a hearing and deci¬ 
sion in the first instance. After a party has ob¬ 
tained a full and careful decision by one tribunal 
upon the merits of his case he must ordinarily 
comply strictly with the rules in order to have that 
decision reviewed by an appellate tribunal.” 




S5 

In Briggs v. Conley, 1903 C. D. 158, Conley mived 
for an extension of the limit of appeal after the! ex¬ 
piration thereof. The motion was supported by] af¬ 
fidavits which alleged that (quoting now from the (fom- 
missioner’s decision): 


n * 


the 
id to 


* * the failure to take an appeal withiij 
time fixed was due to a misunderstanding aq 
unfamiliarity with the Office practice. Coi^ley, 
however, had appointed an attorney familiar )with 
the Office practice to prosecute his case and failed 
to instruct him as to taking an appeal. His ex¬ 
cuse for failing to have his attorney attend to the 
matter is that he had lost confidence in him and 
subsequently revoked his power of attorney. 

While there mav have been an intention on the 
part of Conley to appeal, he must abide by the conn 
sequences of his failure to take the necessary 
steps. There must be some stability to decisions 
of this Office which have become final. The suc¬ 
cessful party is entitled to rely upon such deci¬ 
sions, and it would not be just to him to reopen 
the case after such a long delay as has occurred 
in this case, except under very unusual cirjsum- 
stances ’ ’ (emphasis supplied). 

It results from the above and from all other j per¬ 
tinent decisions of the Patent Office that the Boai’d of 
Appeals was without jurisdiction of the Lcmgevin v. 
Nicolson interference after Sept. 16/35; and pstrtic- 
ularly said Board was without authority or jurisdic¬ 
tion to take the extraordinary actions embodied i^ its 
communications of Dec. 3/35 and Dec. 4/35. Onl this 
point Rules 146 and 162 are in harmony with each 
other and with the general limitations of the jurisdic¬ 
tion of the Board. 
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But, assuming that the Board had jurisdiction of the 
interference on Dec. 3/35 for the purpose of giving 
Nicolson until Dec. 14/35 (86 days after the expiration 
of the 30 days of Rule 162) to file copies of the records, 
certainly such an extension of Nicolson’s time would 
require the support of a 

‘‘verified ^showing in excuse for his failure to file 
the typewritten copies of the record within the 
thirty-day period specified in Rule 162 or up until 
the date they were filed’’ (34), 

which is the character of showing Nicolson was re¬ 
quired to file by the Board’s action of Dec. 14/35 (R. 
33). Although the insuflSciency of the proffered show¬ 
ing appears to have been recognized by the Commis¬ 
sioner, and the court below makes no reference thereto 
(opinion, R. 53), it is deemed best to discuss the mat¬ 
ter in Section 4 of the Appendix. 


Part E. R^e 162 is Mandatory, not Merely Direc¬ 
tory, in Respect to its Requirement That “The Appeal 
Shall be Dismissed”. 

Rule 162 has a unique feature in that, in the second 
paragraph, which provides for dispensing with the 
printing of records in interference proceedings under 
certain conditions, and with which this mandamus pro¬ 
ceeding is specially concerned, a specific penalty is pro¬ 
vided for failure to take a required procedural step 
unthin the time specified therefor. The second proviso 
of said paragraph relates wholly to the particular, case 
of a party who has noted an appeal from the decision 
of the Examiner of Interferences and who had been 
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granted the privilege of dispensing with the printing of 
his record. To such party said second proviso offers 
the additional privilege of dispensing with the print¬ 
ing of the testimony of both parties, for the purposes 
of the appeal, upon the express condition that he file 
‘‘three clearly legible typewritten copies of the record, 
both of his owm and the appellee, if the same have not 
been printed, and vrhich shall not become a part of the 
record, within thirty days from the taking of the ap- 
peaV^ (emphasis supplied). 

In the decision of any question as to the interpn^ta- 
tion of the above quoted part of this rule, consideraiion 
should be given to the conspicuous fact that, in thisj in¬ 
stance only, of all cases in the patent office rules wl^ere 
a time limit is fixed wffierein a procedural step must be 
taken, the law-making body has deemed it appropriate 
—not merely to fix a definite time-limit, but—to |)ro- 
vide an express penalty for failure to take the required 
step within the specified time and to make imposition 
thereof mandatory by using what the Supreme Ccfurt 
calls “the language of command’’ {Work v. TJ. S'! ex 
rel. McAlester-Edwards Co,, 262 U. S. 200; 43 S. C. R. 
580). 

Whatever the reason (and we think the reason is not 
far to seek) which moved the law-making body to this 
exceptional provision in this particular case, the mak¬ 
ing thereof indubitably manifests an intent on the J)art 
of that body to make the dismissal of the appeal im¬ 
perative. For whereas in all other cases in the rales 
where a similar time-limit is held to be so far maifida- 
tory as to leave no room for judicial discretion (duch 
as times for taking testimony or for filing briefs) in 
this particular case alone a mandatory dismissal is 
expressly provided. 
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In seeking the reason for this exceptional feature of 
Rule 162, a sufficient indication is afforded by the fact 
that the second paragraph of Rule 162 relates to a very 
exceptional case, to wit: the case of an interference 
contest, in which the defeated party before the Exam¬ 
iner of Interferences who had been granted at his re¬ 
quest the favor of dispensing with the printing of his 
record, has noted an appeal to the Board of Appeals, 
and in which he desires to avail himself of the addi- 

I 

tional favor of dispensing with the printing both of his 
own and of In's opponent's record for the purposes of 
the appeal. The vexatious character of interference 
litigation has been so forcefully pointed out by the de¬ 
cision of this Court in Allen v. JJ. S. ex rel. Lowry, 26 
App. D. C. 8, supra (opinion by Mr. Justice Duell) that 
futher search for a reason for the unique mandate of 
Rule 162 seems superfluous. 

But an additional reason suggests itself from the 
facts of the present case. The courts have had fre¬ 
quent occasion to deal wdth appeals which are classi¬ 
fied as “frivolous”, that is to say, appeals (or writs of 
error or othei: like proceeding) taken solely for pur¬ 
poses of delay. From Justice DuelPs vigorous com¬ 
ments in the Lowry* case it is clearly to be seen that 
interferences offer special opportunities and induce¬ 
ments for appeals of that class. Thus, in the case at 
bar, Nicolsoii’s assignee-company has been for more 
than twelve years wrongfully in possession of a patent 
for the invention of Langevin, which invention ad¬ 
mittedly had been communicated confidentially to the 
head engineers of said assignee-company (Jewell, Col- 
pitts and Arnold) at a date earlier than the claimed 
date of invention by Nicolson, their subordinate in the 
employ of said assignee-company. Manifestly, every 
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I 


day’s prolongation of that wrongful possession means 
thousands of dollars of gain for Nicolson’s assignee 
and a corresponding loss to this petitioner. Here is 
inducement enough for the noting of an appeal in the 
present case. For the wrongful possession of th^ pat« 
ent thereby procured has already been extended for a 
period of more than eighteen months. Doubtless it was 
with these facts and possibilities in view that the law¬ 
making body introduced into Rule 162 the special man¬ 
datory provision now under consideration. 

Moreover, apart from all possibilities of vexation 
and abuse by the privilege of appeals given in interfer¬ 
ence cases, it is to be observed that manifest care has 
been exercised throughout these Patent Ofl&ce Iiules, 
to preserve intact the solitary manuscript original of 
the testimony and other documents constituting^ the 

records^^ of the several contestants. This is reason 
enough in itself why the special provision of three type¬ 
written copies, which were not to become a part of the 
record (and therefore would be available for use by the 
individual members of the Board in disposing of the 
appeal) was introduced into Rule 162; and reason 
enough why that provision was enforced by a special 
sanction in the form of the mandatory requirem(mt of 
dismissal in the event of non-compliance. 

There are many tests, which are doubtless well 
known to the learned Court (and some of which are 
mentioned in quotations which have been made herein 
from leading decisions), which demonstrate the n^anda- 
tory character of the requirement of Rule 162 thal: ‘‘the 
appeal shall be dismissed”. But limits of timp and 
space do not permit citation thereof in this brief. | See, 
for example, Blach on Interpretation of Laws (Second 
Edition), pages 45-46 (paragraph 26); 142; 30^305; 
495-496; 529-530-531; 553; and 555-556. 
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United States v. Col. & N. W. R. Co., 157 F. R. 321, 
(C. C. A. 8th): 

“Counsel for the company contend that this 
statute should be construed to except companies 
independently participating in such transporta¬ 
tion. But construction and interpretation have no 
place or function where the terms of the statute 
are clear aiid certain, and its meaning is plain. In 
Lake County v. Rollins, 130 U. S. 662, 670, 9 Sup. 
Ct. 651, 32 L. Ed. 1060, the Supreme Court, after 
discussing the application of this rule to contracts 
and Constitutions, said: 

‘So, also, where a law is expressed in plain and 
unambiguous terms, whether those terms are gen¬ 
eral or limited, the Legislature should be intended 
to mean what they have plainly expressed, and con¬ 
sequently no room is left for construction. U. S. 
V. Fisher, 2 Crunch, 358, 399 2 L. Ed. 304; Doggett 
V. Railroad Company, 99 U. S. 72, 25 L. Ed. 301.’ ” 

Chudnovski v. Eckels et ol., 83 N. E. 846, 232 Illinois 
312; Appeal from Municipal Court of Chicago to Su¬ 
preme Court of Illinois, Feb. 20,1908, Dunn, J.: 

“In the interpretation of statutes, words are to 
be taken in their ordinary meaning in general and 
popular use, unless some absurd or injurious con¬ 
sequence would result, or it is apparent from the 
whole law and other laws in pari materia that a 
different meaning was intended. The meaning and 
intent of the Legislature must be ascertained from 
the words employed, and, where there is no am¬ 
biguity, there is no room for construction. ‘It is 
not allowable to interpret what has no need of in¬ 
terpretation, and, when the words have a definite 
and precise meaning, to go elsewhere in search of 
conjecture in order to restrict or extend the mean¬ 
ing. Statutes and contracts should be read and 
understood according to the nature and most obvi- 
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ous import of the language, without resortiiig to 
subtle and forced construction for the purpoi^e of 
either limiting or extending their operation. ’ 

847) 


(P* 


I 

Part F. The Typewritten Copies Required to be ^iled 
by Rule 162 are not ‘‘Merely for the Convenience” or 
“Benefit” of the Three Members of the Board of Ap¬ 
peals, as Held by said Board, the Commissioner and 

XT__ L T>_T_ I 


the Court Below. 


s ap- 
rence 


The affirmative of this contention first made iti 
pearance in this or any other patent office interfe 
or controversy in the Board’s decision of Jan. 7/^6 (R. 
35-36) in the following language: 


“Likewise it seems to us that since the 
form no part of the record, but are merelyl 


for the convenience of the Board, we have the au- 


opies 

filed 


thority to waive the requirement of the rule 
their filing, if we so desire.” 


as to 


I 

is repeated in the Commissioner’s final decision of 
June 6/36 (R. 38) in the following language: 

“In its decision on these motions, the Board 
after stating the facts and noting appellees’ argu¬ 
ment that the language of Rule 162 is mandatory 
and the appeal must therefore be dismissedj held 
that since the filing of the copies was mereljy for 
the benefit of the Board and these copies consti¬ 
tuted no part of the permanent record, if was 
deemed to be within the discretion of the boird to 
extend the time and to accept the excuse fdr not 
filing them within the original time and thk mo¬ 
tions were both denied.” (R. 39) I 

“It is important to observe that the requirement 
for the filing of the three typewritten copies |)f the 
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record by the appellant is not only primarily but 
solely for the benefit of the three members of the 
Board of Appeals. These copies are not available 
to either appellant or appellee and neither, as the 
rule plainly states, do they become a part of the 
record. The observance of the rule by the appel¬ 
lant does not benefit the appellee and neither does 
its breach create any equitable or legal right in the 
appellee.” (R. 40) 

And the court below, adopting this untenable theory, 
says: 

‘^That tribunal [the Board] has held that this par¬ 
ticular provision [referring to the provision of 
the second paragraph of Rule 162 which requires 
an appellan^ to file three typewritten copies of 
the records] is not for the benefit of litigants but 
for the benefit of the Board of Appeals.” (R. 54) 

The second paragraph of Rule 162 does say (R. 6) 
that the three typewritten copies “shall not become 
a part of the record” for the obvious reason that it is 
unnecessary to preserve such copies in addition to the 
original copy filed under Rule 154 (see pages 23, 24 
of this Brief) as a permanent part of the official record 
of the interference. It is to the three typewritten 
copies which are not to form a part of the record and 
to none other, that the requirement of the Rule applies; 
and it is with reference to such, and to none other, that 
the Rule provides that, if not filed within the specified 
time, “the appeal shall be dismissed”. Therefore, the 
Board, the Commissioner and the Court below, in ex¬ 
empting from the operation of the Rule typewritten 
copies which are not to form a part of the record, have 
exempted therefrom the only copies to which the Rule 
applies. The obvious purpose is to provide (in situa- 
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tions where printed copies have not been file(^) for 
each of the three members of the Board a working copy 
(which he may mutilate and destroy if he desires, as 
the Examiner of Interference has evidently deali with 
the extra typewritten copy of each record filed l^efore 
him under this same rule, because we do not now find 
such copies in the official record of the interference. 
Imagine the three members of the Board of A]3peals 
attempting to decide this or any other interference on 
appeal, having as the only available copies of tlie rec¬ 
ords (or testimony) the original or permanent jcopies 
filed under Kule 154. Therefore, the three typewritten 
copies are in fact needed for the proper and orderly 
dispatch of that important branch of the busiijess of 
the Patent Office, which consists in disposing of appeals 
in interference proceedings, wherein the public iln gen¬ 
eral, and the appellees in such proceedings in particu¬ 
lar, have a substantial interest. Said typewritten cop¬ 
ies are to take the place of the five printed copies ‘‘for 
the use of the office’’, specified in the first paragraph 
of said Rule. The permission to substitute type'sv’ritten 
copies for printed copies is a favor that ha^ been 
granted to appellants by this Rule under conditions 
that are manifestly reasonable and just; and the Board 
and the Commissioner have no authority to wai'^e or to 
modify those conditions so long as said Rule,l which 
has the force of a statute {Mell v. Midgley, 1908 C. D. 
512, 516; 31 App. D. C. 534, supra; U- S. ex reli Stein- 
metz V. Commr. of Patents, 1903 C. D. 578, 585; 22 App. 
D. C. 56, supra) is in effect. 

Rule 162 goes no further than to say that the three 
typewritten copies “shall not become a part of the 
record.” Neither that rule nor any other ruU states 
that the three copies “are merely filed for the con- 
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venience of the Board/’ or for “the benefit of the 
Board,” or “for the benefit of the three members of 
the Board”, or that the three typewritten copies are 
“not for the benefit of litigants but for the benefit 
of the Board.” To attach any additional meaning to 
the words that the copies “shall not become a part of 
the record,” is pure speculation, fiction, or unw’ar- 
ranted deduction, for what we believe to be the obvious 
purpose of meeting the exigencies of a situation which 
admits of no alternative to the performance of the 
purely ministerial duty of dismissing Nicolson’s ap¬ 
peal. No authorities are cited to support this unten¬ 
able theorv^ advanced bv the tribunals of the patent 
office and adopted by the Court below, as the sole 
ground upon which to contend that the language of the 
rule “the appeal shall be dismissed” is “directory 
merely and not * mandatory” (opinion of Court 
below, E. 53). On the other hand, there are decisions 
to the effect that the rules are not for the mere benefit 
of the office, or officials thereof. For example, in 
Plummer v. Penniston, 1894 C. D. 60 (Apr. 13/94) 
Commissioner Seymour declared that RvXe 162 (which 
then required printing of records and made no provi¬ 
sion for use of typewritten copies except upon a show¬ 
ing of poverty) “is for the protection of the parties,” 
saying: 

“Rule 162, which requires that ‘six or more 
printed copies of the record must be furnished’ 
must of necessity be enforced, unless good and 
sufficient reasons be shown why its provision may 
in this respect be waived. This rule is for the 
protection of parties as well as to facilitate the 
conduct of business hereJ^ 
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In Peak v. Brush, 1907 C. D. 200, the Asst. Comrn’r, 
speaking of Rule 162, said: ! 

While the OflSce would like to take any Action 
consistent with good practice to relieve applicants 
from expense, it is very clear that to make in ex¬ 
ception to this rule vrould be equivalent to abrogat¬ 
ing the same. ’ ’ I 


In Estes v. Gause, 1899 C. D. 164, the then |Ass’t 
Comm’r said: j 

‘‘In a contested case the rights of both jiarties 
must be considered and a party should not be re¬ 
lieved of the effects of his own negligence where 
to do so would \vork injury to his opponent who is 
an innocent party. The petition is denied/’ 

^^Underwood^s Interference Practice 1928.^’ 
Page 353: 

“Sec. 130—Testimony—Printing of recojrd. A 
party having taken his testimony the next step in 
the interference is to have printed thirty-bne or 
more copies of the testimony, five for the use of the 
Office, '* * * The reason for this requiirement 
is that if an appeal be taken a number of the copies 
of the testimony must necessarily be obtainable 
to facilitate the hearing on appeal. It is not a 
matter entirely for the convenience of th^ Office 
but if a party fails to print his testimony hnd an 
appeal is taken by his opponent, his opponeit must 
print the testimony and it would be unfaii[ to re¬ 
quire him to do this. * * ^ WTiile the rme does 
not specify the penalty which should be inflicted 
for failure to print the record, the usual penalty 
inflicted is to render judgment on the record in 
favor of his opponent because he failed to print 
his testimonv. * * * gee Rule 162 • * * ” 
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As thus clearly appears from the decisions of the 
Board and of the Commissioner, those tribunals have 
ignored the well understood purpose and spirit of the 
Rules of the patent office. The decision of the lower 
court shows that said court has been misled to a mis¬ 
understanding of that purpose and spirit and has 
adopted the untenable theory of said patent office tri¬ 
bunals. 

Furthermore, no such theory as that advanced by 
the tribunals of the patent office can alter the fact that 
Nicolson failed to perfect, within the thirty days al¬ 
lowed by the rule, the appeal of which he had given 
notice; that on Sept. 16/35 the decision of the Exam¬ 
iner of Interferences awarding priority to Langevin 
in the interference became final and res ad judicata; 
and that on Sept. 16/35 the jurisdiction of the Board 
terminated under both Rule 162 and Rule 146., 


Part G.—^Mandamus Decisions of This and Other 
Courts Particularly Applicable to the Facts of This 
Case. 

The Commissioner of Patents in his final decision 
herein (R. 38) after quoting the pertinent part of 
Rule 162, said: 

‘‘The sole question to be decided is whether or 
not the words ‘shall be dismissed^ as used in the 
context quoted above is mandatory upon or dis¬ 
cretionary with the appellate tribunal.” 

We agree that this is the principal (though not the 
only) question here presented for decision and that, 
if decided in the affirmative, it will be unnecessary for 


47 


the Court to consider the other questions presented 
and discussed herein. 

In respect to the main function of the writ of man¬ 
damus and the occasions wherein its use is appro¬ 
priate, we cannot do better than quote the language of 
Lord Mansfield in Rex v. Barker (1762) 3 Burr, 1265, 
97 Eng. Reprint 823 (cited in Loughran, Judicial Re¬ 
view of Federal Executive Action, p. 6) wheij*e the 
Lord Chief Justice, speaking of mandamus, said: 

‘Mt ought to be used on all occasions wh^n the 
law has established no specific remedy and where 
in justice and good government there ought to be 
one. 

‘‘The value of the degree of its importance to 
the public police is not scrupulously weighed. If 
there he a right, and no other specific remedy, this 
[mandamus] should not be denied.” 

There has been no departure from this basic itule in 
the century and three quarters that have elapse(|l since 
its deliverance. | 

The rules of interpretation whereby the above I stated 
question should be determined are firmly established 
by a long line of concurrent decisions of the Supreme 
Court of the United States and of this Court, some of 
which are hereinafter cited. From those decisions it 
appears that the terms of the applicable law ai’e first 
to be examined in order to ascertain whether tl^e duty 
thereby imposed is of a plain ministerial character, or 
is one that requires for its due performance the exer¬ 
cise of judgment and discretion. As is well shited in 
Black on Interpretation of Laws (pp. 45-46): 

“The first endeavor must be to ascertain this 
[legislative] intention from the language em¬ 
ployed in the act; and if this language is plkin and 
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free from obscurity, it must be taken as meaning 
exactly what it says, whatever may be the conse¬ 
quences. In this case there is neither room nor 
occasion for applying any rules of construction.’’ 
(emphasis supplied.) 

This well established rule of interpretation is pecu¬ 
liarly applicable to the present case; for the dismissal 
of an appeal is beyond controversy a purely ministerial 
act, and the words ‘‘shall be dismissed” are, in the 
most eminent degree and the most unqualified sense, 
mandatory. 

In the language of this Court in the recent case. Calf 
Leather Tanner*s Ass^n. et al. v. Morgenthau, Secre¬ 
tary of the Treasury, 80 F. (2d) 536, 541; 65 App. D. C. 
93. 


“All that it is necessary to determine here is 
whether the Secretary, under the statute and the 
Stetson case, w^as fairly confronted with a problem 
invoking the exercise of his judgment and discre¬ 
tion, or whether the meaning of the statute and 
the case is so clear as to make the raising of a 
question by the Secretary capricious or arbi¬ 
trary. ” 

Quoting further: 

“It is, of course, well settled that if a duty im¬ 
posed by law is plain, an administrative officer 
must perform that duty and is subject to manda¬ 
mus if h^ refuses. He cannot rely upon the mere 
necessity of reading a statute or decision in re¬ 
spect of its applicability to facts before him and 
thereby (Capriciously, under the pretense of the ex¬ 
ercise ot (iiscretion, avoid a plain duty. Wilbur 
V. United States ex ret. Krushnic, 280 U. S. 306, 
50 S. Ct. 103, 74 L. Ed. 445; Roberts v. United 
States, 176 U. S. 221, 20 S. Ct. 376, 44 L. Ed. 443. 
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But the law is equally clear that where an exercise 
of judgment or discretion by an administrative of¬ 
ficer is necessary in determining his duty, inan- 
damus will not lie.’’ (Citing Wilbur v. United 
States ex rel, Kadrie, infra, and other authorities.) 

This we regard as an accurate and comprehensive 
statement of the law relative to the grant or refusal 
of mandamus in cases where the question for decision 
is whether or not the duty imposed by the statute is 
plainly ministerial in character. I 

But in a case where the applicable statute do^s not 
contain a positive command, the Court will coi|Lsider 
and construe it in the light of other statutes, fbr the 
purpose of determining whether, in the particuhir sit¬ 
uation, the duty of the official ‘‘is so plainly prescribed 
as to be free from doubt and equivalent to a positive 
command”, in which case, “it is regarded as so far 
ministerial that its performance may be compelled by 
mandamus” {Wilbur v. TJ. S, ex rel. Kadrie, 281 |U. S. 
206, 50 Sup. Ct. 320, vide infra). In the present: case 
the command is expressed in the plainest andj most 
positive terms; wherefore it is unnecessary f6r the 
Court to ascertain by inquiries aliunde whether the 
Commissioner’s duty is so plainly prescribed as to be 
“free from doubt and equivalent to a positive com¬ 
mand”. I 

Coe, CommW of Pats. v. U. S. ex rel. Rernington 
Rand Inc., 84 F. (2d) 240; 65 App. D. C. 38'li|. As 
stated at pages 6-7 of this brief, this Court’s decision 
of April 27/36 in the Remington Rand case, was the 
basis of and reason for Langevin’s second motioiji, filed 
three days later on April 30/36, for reconsideration of 
the Commissioner’s decision of Feb. 26/36. l|i said 
motion (EXHIBIT SS not printed in the reco]|*d) we 
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particularly emphasized this Court’s holding in its said 
decision that,— 

“ ‘The duty of the Commissioner in the premises 
is a clear statutory requirement, and the perform¬ 
ance of that duty is a plain, ministerial act, which 
cannot be Avoided by any claim of discretionary 
power on his part.’ ” 

and w’e then added: 

‘ ‘ such being the conclusion reached by the Court 
in a ease where the facts were decidedly more fa¬ 
vorable to the theory of discretionary power on the 
part of the Commissioner than the facts of the 
present case, it seems clear to appellee’s attorneys 
that reconsideration should again be asked before 
filing a suit for mandamus.” 

Nevertheless, by his final decision of June 6/36 (E. 
38) the Commissioner denied said second motion for 
reconsideration, his said decision including as to this 
Court’s decision in the Remington Rand case the 
following: 

“I have not overlooked the several cases cited 
by the petitioner including the recently decided 
case of Coe vs. Remington Rand, Inc. (Decided 

April 27,1936)_App. D. C.;_F. (2d) 

_; but these cases cannot be accepted as con¬ 
trolling here. There is no authority to sustain the 
contention that a rule designed solely to assist an 
appellate tribunal in the performance of its statu¬ 
tory functions and which does not create any legal 
or equitable rights in the parties cannot be inter¬ 
preted and applied by that tribunal in its discre¬ 
tion as the interest of justice may require.” (R. 
40) 
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We were very much disappointed by such curtj dis¬ 
missal and obviously scant consideration of a decision 
of this Court which we then believed and still believe 
is alone controlling and decisive of Langevin’s iright 
to a dismissal of Nicolson’s appeal in the interferimce. 
The controversy which has been prolonged to this 
Court should have ended with our citation of this 
Court’s said Remington Rand case decision. 

Returning now to the decision itself, mandamus was 
sought to require the Commissioner to enter an aniiend- 
ment to an application of one Lasker which ha^ al¬ 
ready received eight official actions. Entry of the 
amendment was refused by the primary Examiner on 
the ground that it was not a proper amendment under 
the circumstances of the case, and the Commissioner 


affirmed the Examiner’s refusal. 

The Court quoted the provision of Patent Office 



68 that— 

‘‘the applicant has the right to amend befoie or 
after the first rejection or action, and he may 
amend as often as the examiner presents new ref¬ 
erences or reasons for rejection”; 

and the Court held that the right of petitioner t6 the 


writ depended upon section 4903 R. S. in connection 


with section 4909. The Court quoted from Sec. 4903 
R. S. as follows: 

“Whenever on examination any claim for a pat¬ 
ent is rejected, the commissioner shall notify the 
applicant thereof, giving him briefly the reasons 
for such rejection, together with such information 
and references as may be useful in judging of the 
propriety of renewing his application or of alter¬ 
ing his specification; and if, after receiving jsuch 
notice, the applicant persists in his claim for aj pat- 
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ent, with or without altering his specifications, the 
Commissioner shall order a reexamination of the 
case.” 

Manifestly, it might be plausibly argued, in the inter¬ 
pretation of this statute, that the applicant had re¬ 
ceived the full' benefit thereof in the eight official ac¬ 
tions previously given his application, that the lan¬ 
guage did not compel the Patent Office to give to an 
application for patent an interminable succession of 
official actions, and that the general authority given the 
Commissioner included judicial discretion to determine 
when and whether a proposed amendment was not 
within the purview of the statute. And beyond all con¬ 
tradiction it cbuld be said, in the language of the mem¬ 
orandum opinion of the court below in the present case, 
(R. 53, 54) that such ‘‘construction placed upon the 
word ‘ shall ’ would seem to be a possible one to say the 
least.” But this Court held in the Remington-Rand 
case that—the Commissioner of Patents had exceeded 
his authority' in refusing to direct the entry of the 
amendment ahd that further consideration be given the 
case by the Primary Examiner, saying:— 

“The duty of the Commissioner in the premises 
is a clear statutory requirement and the perform¬ 
ance of that duty is a plain ministerial act, which 
cannot be avoided by any claim of discretionary 
power on his part.” 

Thus the Court decided in the cited case that manda¬ 
mus should issue where these two conditions existed: 

I 

first, the law contained a positive command, shall or¬ 
der a re-examination of the case ’ ’ and second, the case 
was ascertained to be in the situation specified in the 
statute. All reasons urged by the respondent in that 
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case in support of the proposition that the statute left 
room for the exercise of judicial discretion by the (Com¬ 
missioner to refuse entry of an amendment of such un¬ 
usual character presented under such exceptional cir¬ 
cumstances were either overruled or held irrele'\^ant. 
We expect to show that the reasons urged for the like 
purpose in the present case are substantially less raeri- 
torious than those presented to this Court in the llem- 
ington-Rand case. 

As regards the essential matters upon whicl^ the 
Court grounded its decision in the Remington-Rand 
case, it is not disputed that the applicable law (Rule 
162) in the present case contains a positive command 
‘‘shall be dismissed” and that the case was in thel con¬ 
dition specified in the rule on and after September 17, 
1935. 

Work {Secretary of Interior) v. United States ex 
rel. McAlester-Edwards Coal Co,, 262 U. S. 200; 43 
SCR 580, supra. In this decision the Supreme Court, 
in disposing of the question whether the prefenmtial 
right of relator to a patent for the land in disput(j was 
left by the Statute, as respondent contended, to the 
legal discretion of the Secretary, said: 

“Section 7 of the Act of 1918 provides that 
when the full purchase price for any property sold 
hereunder is paid, the chief executives of th^ two 
tribes shall execute and deliver, with the approval 
of the Secretary of the Interior, to each purchaser 
an appropriate patent conveying to the purchaser 
the property so sold. This is the language of com¬ 
mand, and brings the case within Lane v. Hoglund, 

cases 


244 U. S., 174, 37 Sup. Ct. 558 and the many 
cited there. ’ ’ (Emphasis supplied.) 

The same language of command —“the appeal shall 
be dismissed”—is found in the applicable law <^f the 


present case; and here no interpretation of statutes is 
required in order to ascertain (for it is here an ad¬ 
mitted fact) that the condition upon which that man¬ 
date was to be become eifective, has occurred. There¬ 
fore, the above-quoted passage from the decision of the 
Supreme Court in Work v. McAlester-Edwards Co. 
brings to the present petitioner’s support the decision 
of that Court in Lane v. Hoglund (discussed below) 
^^a7id the many cases cited there/^ 

Lane v. Hoglund, 244 U. S. 174, 181; 37 SCR 558. 
The Supreme Court here affirmed the decision of this 
Court (44 App. D. C. 310) granting a petition for man¬ 
damus to the Secretary of the Interior to compel issu¬ 
ance of a patent to a homestead entryman. 

The Court, in deciding that the issuance of a patent 
as prayed was a plain duty, took cognizance of what 
had been theretofore the practice of the Land Office 
in like cases, and in view thereof stated their conclu¬ 
sion in these words: 

“Looking, then, at the statute in the light of all 
that bears upon its purpose and meaning, we think 
it certainly and unmistakably lays upon the Sec¬ 
retary of the Interior, as the head of the Land De- 
partment, a plain duty to cause a patent to be is¬ 
sued to a homestead entrjTnan whenever it ap¬ 
pears, as concededly it did in this instance, that two 
years have elapsed since the issue of the receiver’s 
receipt upon the final entry, and that during that 
period no proceeding has been initiated or order 
made which calls in question the validity of the 
entry. * * * Thus in a case like this where, 

according to the conceded facts, no proceeding was 
begun within the prescribed period, there is no 
room for the exercise of discretion or judgment, 
but on the contrary, a plain duty to see that the 
entryman receives a patent.” 


The Court then, after recalling their oft-stated re¬ 
luctance “to award or sustain a writ of mandamus 
against an executive officer,” cited seven of theiif own 
decisions (including Work v. McAlester and ^ther 
cases cited herein) as examples of cases in which the 
Court “is constrained by settled principles of law and 
the exigency of the particular situation to do so.” And 
the opinion proceeds: 

“As quite apposite we excerpt the following from 
the unanimous opinion in Roberts v. United States, 
176 U. S. 221, 231; 20 Sup. Ct. 376: 

‘Unless the writ of mandamus is to bcjcome 
practically valueless, and is to be refused even 
where a public officer is commanded to do a par¬ 
ticular act by virtue of a particular statutes, this 
writ should be granted. Every statute to some 
extent requires construction by the public officer 
whose duties may be defined therein. Such offi¬ 
cer must read the law, and he must therefore, in 
a certain sense, construe it, in order to form a 
judgment from its language what duty [he is 
directed by the statute to perform. But that 
does not necessarilv and in all cases make the 
duty of the officer anything other than a jmrely 
ministerial one. If the law direct him to per-- 
form an act in regard to which no discretion is 
committed to him, and which, upon the facets ex¬ 
isting, he is bound to perform, then that act is 
ministerial, although depending upon a statute 
which requires, in some degree, a construction 
of its language by the officer. Unless this be 
so, the value of this writ is very greatly im¬ 
paired. Every executive officer whose duty is 
plainly devolved upon him by statute might re¬ 
fuse to perform it, and when his refusal is 
brought before the court he might successfully 
plead that the performance of the duty in|rolved 
the construction of a statute by him, and | there- 
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fore it was not ministerial, and the court would, 
on that account, be powerless to give relief. Such 
a limitation of the powers of the court, we 
think, would be most unfortunate, as it would 
relieve from judicial supervision all executive 
officers in the performance of their duties, when¬ 
ever they should plead that the duty required 
of them arose upon the construction of a stat¬ 
ute, no matter how plain its language, nor how 
plainly they violated their duty in refusing to 
perform the act required.’ 

We therefore conclude that the Court of Ap¬ 
peals rightly directed that the writ be granted. ’ ’ 

Wilbur V. KrusJinic, 280 U. S. 306, 50 S. Ct. 103. 

This decision cites and quotes Roberts, TreasW v. 
U. S., 176 U. S. 221, .231 (the passage beginning: 
“Every statute to some extent requires construction”). 
The Court also cited Ballinger v. United States, 216 
U. S. 240, *250, and on the basis of those decisions af¬ 
firmed the decision of the Court of Appeals, saying: 

“In this case the Secretary interpreted and ap¬ 
plied a statute in a way contrary to its explicit 
terms, and in so doing departed from a plain offi¬ 
cial duty.” 

Roberts v. U, S. ex rel, Valentine, 176 XJ. S. 221, 231; 
20 S. C. 376. In this case also, as in Lane Hoglund, 
supra, the Supreme Court affirmed the decision of this 
Court (13 App. D. C. 38) on the question whether, in 
the circumstances of the case, a writ of mandamus 
could properly issue to an executive officer of the Gov¬ 
ernment. In deciding this question the Court dis¬ 
tinguished the case from U- S. ex rel, Dunlop v. Black, 
128 U. S. 40; 9 S. C. 12, in which a writ of mandamus 
had been refused because the decision “demanded 
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from the Commissioner of Pensions required ojf him 
* the examination of several acts of Congress, 
their construction and the effect which the later acts 
had on the former; all of which required the exercise 
of judgment to such an extent as to take his decision 
out of the category of a mere ministerial act.” 

The facts in the Roberts case were held to be quite 
different,” specifically in that there was ‘^hut act 
of Congress to he examined, and it is specially directed 
to the Treasurer”; and moreover, the Court thought 
that ‘‘its construction is quite plain and unmistakable.” 
Wherefore the Court held that the duty imposed there¬ 
by was “at once plain, imperative and entirelj^ min¬ 
isterial.” 

Manifestly this observation of the Supreme Court 
and the conclusion based thereon are appropriate, and 
with peculiar aptness, to the present case. For here 
there is but a single rule to be examined; its lafiguage 
is simplicity itself; its meaning is clear and unihistak- 
able; and the duty it imposes is indisputably pla^n, im¬ 
perative and entirely ministerial. | 

In this decision is found the language quoted Iby the 
Supreme Court in Lane v. Hoglund, supra and by this 
Court in Coif Leather Tarmers^ Ass^n v. Morg^nthau, 
supra, and in other decisions and which need Inot be 
here repeated. | 

The decision of this Court in United States ex rel. 
Netvcomh Motor Co, v. Moore, Commissioner of Pat¬ 
ents, 30 App. D. C. 464; 1908 C. D. 332, is believed to be 
decisive of the present case. The proceedings in that 
case were extremely complicated, affording abundant 
opportunity for raising the objection of “ doubt as to 
the Commissioner’s duty therein; and furthermore, 
the applicable law contained no express mandate (as 
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in the present base) specifying the Commissioner’s 
duty. Nevertheless, this Court, after accomplishing 
the titanic labor of tracing the very involved proceed¬ 
ings in the Patent Office, arrived at the conclusion— 
contrary to the decision of the Commissioner and to 
that of the lower court—that, because of the failure of 
the adverse parties to prosecute their appeal from a 
certain decision'of the Primary Examiner given in the 
interference (their reason being that they believed 
they had a statutory right to a second rejection and to 
an ex parte appeal) the decision of the Primary Ex¬ 
aminer had become fi'iiol and holding upon the par- 
ties/^ 

Thus this Court found, by an exceedingly laborious 
investigation of various questions and objections and 
by the interpretation of a number of statutes, that the 
Thomson-Lemp-Newcomb interference was, after aban¬ 
donment by Thomson and Lemp of their respective ap¬ 
peals from the decision of the Primary Examiner, in 
the precise situation, which (as the present petitioner 
contends) was the condition of the Langevin-Nicolson 
interference after Nicolson’s failure to prosecute his 
appeal; that is to say, the question of priority ‘‘became 
final and res adjudicata as between the parties to the 
interference.” There is no difference of substance be¬ 
tween the two cases; the main difference being that the 
determinative matters which the Court had to ascer¬ 
tain in that case by laborious investigation, in the pres¬ 
ent case lie plainly in view upon the surface of the 
record. 

In disposing of the contention that mandamus was 
not the proper remedy, the Court said: 

“When the decision of the Primarv Examiner 

_ mf 

that Thomson and Lemp had no right to make the 
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claims in issue became final and res adjw^dicata 
those parties were eliminated from the casp, and 
appellant was entitled to go hence in the f'dll and 
uninterrupted enjoyment of the patent^^ (empha¬ 
sis supplied). 

Further the Court said: 

“If this remedy is denied it, appellant mil be 
again compelled to litigate with Thomson and 
Lemp in the Patent Office the same question which 
we have held has already been finally determined 
in its favor. All this will involve expense] delay 
and loss.” | 

The pertinence of these findings to the present case 
is obvious. j 

In West Wisconsin Ry. Co, v. Foley, 94 U. S. 1|00, the 
Supreme Court was applying one of its own rulek which 
provided that [ 

“In all cases where a writ of error shall delay the 
proceedings on the judgment of the inferior court 
and shall appear to have been sued out mei]ely for 
delay, damages at the rate of ten percent, in addi¬ 
tion to interest, shall he awarded upon the amount 
of the judgment.” I 

The Court was there considering whether, under the 
terms of the rule and in view of certain mitigating cir¬ 
cumstances of the case, it might depart so f^r from 
the strict letter of the rule as to award as damages an 
amount less than ten percent. In the discussion of that 
question the Court said: 

“ ‘ShalP ought undoubtedly be construed as 
meaning ‘must’ for the purpose of sustaining or 
enforcing an existing right; but it need not be for 
creating a new one.” 
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The present case comes clearly under the first clause 
of this ruling; for the mandatory provision of the rule 
is invoked here for the purpose of sustaining and en¬ 
forcing an existing right, not for creating a new one. 
Moreover, in the present case it is not a question 
whether the terms of the law left room for discretion 
to diminish the amount of a stated pecuniary penalty 
because of mitigating circumstances, but a question of 
setting aside th^ rule and its prescribed penalty alto¬ 
gether; and of doing so in derogation of the rights of 
a third party. 

McCarty v. Boy den, 175 N. E. 292 (Supreme Judicial 
Court, Mass.). * This Massachusetts case did not in¬ 
volve the question of mandamus. Nevertheless the de¬ 
cision is specially pertinent by reason of the close re¬ 
semblance of its facts to those of the present case; the 
question there being whether, under the mandatory lan¬ 
guage of the statute, an appeal should he dismissed be¬ 
cause of the appellant’s delay of three days in taking 
one of the prescribed steps for perfecting the appeal. 

The statute relating to the procedure on appeals re¬ 
quired that the appellant should, within ten days after 
filing the appeal, give to the clerk of the lower court 
an order in w^riting for the preparation of papers and 
copies of papers for transmission to the appellate 
court. The appellant had filed an appeal on the day the 
final decree was entered in the lower court; but in re¬ 
spect to the step of filing the specified ‘‘order in writ¬ 
ing” the appellant was three days late. The appellant 
had, moreover, completed all the steps required for the 
perfecting of the appeal before expiration of the thirty 
days allowed by the statute within which the appeal it¬ 
self might have been taken. 

Chief Justice' Rugg, in delivering the opinion of the 
court ssdd; 
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‘‘This is a mandatory provision. The word ‘shall’ 
in a statute commonly imports an imperative order 
and not a precatory suggestion. There is nothing 
in its context or in said section 1 or in the general 
purpose of the statute to indicate a legislative in¬ 
tention to use the word in a permissive or directory 
signification.” (Citing authorities). “It is in¬ 
flexible in its terms. It was designed to specify the 
exact times within which the several steps must be 
taken. It leaves nothing to the discretion of the 
court.” (Citing authorities). “The contenl[ion of 
the plaintiff that, because the order was J given 
within the time allowed her for appeal by St. 1929 
* * * the appeal was seasonably entered, can¬ 
not be sustained. The vital date as fixed hy said 
section 1 is the filing of the appeal. The \ order 

MUST KE GIVEN WITHIN TEN DAYS AFTER THA-i: DATE 
REGARDLESS OF WHEN THE APPEAL MIGHT, UNDl^R THE 

LAW, HAVE BEEN TAKEN. Niosi V. Loveroni (Mass.) 
174 N. E. 228.” (Emphasis supplied). ] 


The pertinence of this decision is so obvioi^s that 
comment would be superfluous. It is noteworthjf, how¬ 
ever, that the statute in that case contained nol penal 
clause, corresponding to the words “the appeal shall 
be dismissed.” Moreover, in view of the Commis¬ 
sioner’s holding herein that Rule 162 ought pot be 
enforced against appellant for the alleged reason that 
“The delay in filing the copies did not in any \^ay de¬ 
lay the hearing on the appeal or in any other nfianner 
prejudice petitioner’s rights” (which reason, by the 
way, is contrary to fact) it is pertinent to note that 
non-injury to appellee, which was a fact in the cited 
case, did not avail to save the delinquent appellant from 
the penalty of the statute. That fact was held!by the 
court to be wholly immaterial and inconseqT|ential, 
their decision being controlled by the terms of feection 
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1 of the statute, according to which, in the words of the 
decision, “The vital date, as fixed by said section 1, is 
the filing of the appeal. The order must he given 
within ten days after thai date regardless of when the 
appeal might, under the law, have been takenJ^ (em¬ 
phasis ours.) 

It is appropriate to call attention at this point to a 
decision of this Court, which, although the question of 
judicial discretibn was not there involved, is neverthe¬ 
less decisive of a matter which bears directly and 
forcefully upon the determination of that question. 
The case is In re Hitchcock, 4:7 App. D. C. 251, supra. 
This was an appeal from a decision of the Commis¬ 
sioner of Patents rejecting an application for patent, 
and the reasons upon which the Court based their de¬ 
cision in that case apply, and with even greater force, 
to the present case because adverse interests are here 
involved. We quote from the opinion of the Court (by 
Chief Justice Smyth): 

“This is an application to reinstate an appeal 
which was dismissed because not taken within the 
forty days allowed by Rule XXI governing ap¬ 
peals from decisions of the Commissioner of Pat¬ 
ents. The applicant earnestly urges in his brief 
that the case should be restored to the docket, and 
for reasons assigns: (a) that he intended to take 
an appeal and notified the Commissioner of this 
intention; (b) that he was endeavoring to procure 
certain affidavits to be filed in the Patent Office 
after the Commissioner’s decision; and (c) that 
he had inadvertently overlooked the requirement 
of the rule. 
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If the fact that he overlooked the rule formed a 
sufficient ground for excusing his delinquency, we 
might as well abolish the rules, and this we ar^ un¬ 
willing to do. They are necessary to the orderly 
and expeditious dispatch of business. We find 
they serve that purpose, and they must bd en¬ 
forced. Nearly every week, one or more applica¬ 
tions are made to us to relieve parties from, the 
consequence of their failure to observe them. The 
most trivial excuses are offered, at times. Wa are 
compelled to deny most of the applications. This 
is not a pleasant duty, and we would like to be re¬ 
lieved from it, which can easily be done by attor¬ 
neys giving heed to the rules. Practitioneifs at 
this bar are conclusively presumed to know the 
rules, and if they fail to observe them, they and 
their clients must bear what follows, except where 
they are excused by cogent reasons.” 

McCarl v. United States, 30 F. (2d) 561, 58 App. \D. C. 
319. Mandamus was granted by lower court and af¬ 
firmed by Court of Appeals opinion by Martin, C. J. 
The opinion holds that mandamus will lie to compel ex¬ 
ecutive officers to perform purely ministerial duties im¬ 
posed on them by law, ‘‘even though the refusal of the 
officer to perform the act is based upon an erroneous 
construction by him of the statute.” In suppo]'t of 
this holding the Court cites ^‘Roberts, Treasurer v. 
United States ex rel. Valentine, 176 U. S. 221, 20 8. Ct. 
376,44 L. Ed. 443; McAlester-Edwards Coal Co. v. Fall, 
51 App. D. C. 171, 277 F. 573, affirmed Work v. U. S. ex 
rel. McAlester-Edwards Co., 262 U. S. 200, 43 S. Ct. 
580, 67 L. Ed. 949.” On the authority of these deci¬ 
sions the Court held that: 

“In the present instance the Comptroller ^len- 
eral was not charged with duties requiring thb ex- 
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ercise of jiidgment or discretion, but was called 
upon to perform a purely ministerial function.” 

With even better reason, we think, it can be said 
that the Board of Appeals in the present instance was 
not charged by‘Rule 162 with duties requiring the ex¬ 
ercise of judgment or discretion, but was called upon 
to perform a purely ministerial function. 

Wilbur V. United States ex rel. Wold Co,, 58 App. 
D. C. 347; 30 F. (2d) 871. (Opinion by Robb, Asso. 
Justice.) 

This was an appeal from the Supreme Court of the 
District of Columbia granting mandamus to the Sec¬ 
retary of the Navy directing him to investigate and act 
upon the petitioner’s claim, based upon an Act of Con¬ 
gress. Said Act authorized and directed the Secretary 
of the Navy to investigate the merits of claims submit¬ 
ted within six months after the passage of the act, and 
duly verified, ‘^for any loss alleged to have been caused 
to any of such claimants in the performance of any 
fixed price contract with the United States through the 
Secretary of the Navy * 

The Secretary had construed the words “any loss,” 
in the above quoted part of the Act, as meaning a net 
loss on the contract as a whole. The petitioner, having 
made a small profit on the contract as a whole, would 
not have been entitled to any relief under the Act as 
thus interpreted by the Secretary. Therefore the main 
question presented to the Court for decision was 
whether or not the words “any loss” should be con¬ 
strued literally. A further question was whether the 
Secretary had authority to construe the statute as 
meaning “net loss,” and in virtue thereof was immune 
from the mandamus. In deciding these questions the 
Court said: 
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‘‘In our view the relief act is free from ambigu¬ 
ity, and effect should be given to its plain tenfas. 
Eules of statutory construction are never used to 
create, but only to remove a doubt. Deivey^ v. 
United States, 178 U. S. 510, 521, 20 Sup. Ct. S81, 
44 L. Ed. 1170, Russell Motor Co, v. United States, 
261 U. S. 514, 519, 43 S. Ct. 428, 67 L. Ed. 778. * * * 
The words used are ‘any loss’ and not ‘net loss.’ 
‘Loss’ means any deprivation” (citing authority). 
“It is a generic term whereof ‘damage’ is a spe¬ 
cies. They are synonymous” (citing authorithjs). 

“It follows that the ruling of the Secretg.ry, 
that in the absence of proof of a net loss no con¬ 
sideration would be given to appellant’s claim, was 
without jurisdiction and within the power of the 
court to correct.” 


Part H. The Last Decision of the Commissione]!* of 
Patents and the Decision of the Court Below. 

The Commissioner’s last decision herein (E. 38) was 
occasioned by the decision of this Court in the Eeming- 
ton-Eand case (see Part F of this brief) which ^as 
brought to his attention by a motion for reconsid(jra- 
tion by Langevin based upon said decision. After re¬ 
viewing the proceedings herein and quoting the rele¬ 
vant portion of Eule 162, the Commissioner says (p. 
40): 

“The sole question to be decided is whether or 
not the words ‘the appeal shall be dismissed’ as 
used in the context quoted above is mandatory up¬ 
on or discretionary with the appellate tribunal.” 

The Commissioner seems thenceforth to have pst 
sight of this “sole question to be decided”; foij he 
makes no reference thereafter to the question whether 
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the phrase “shall be dismissed” is mandatory upon 
or discretionary with the appellate tribunal. Instead, 
he proceeds upon the unfounded and palpably errone¬ 
ous assumption that “the requirement for the filing of 
the three typewritten copies of the record * * * is 
not only primarily but solely for the benefit of the three 
members of the Board of Appeals” to the conclusion 
that the Board of Appeals, in accepting the three copies 
of the record filed by the appellant, had “acted well 
within its judicial discretion It will be observed that 
the question bf the Board’s authority to take the ac¬ 
tions it assumed to take on December 3 and 14,1935, is, 
as has been shown, distinct from, and controlled by 
conditions wholly different from those which deter- 
mine, the question whether the “shall be dismissed” of 
Rule 162 is or is not mandatory, and whether in view 
thereof anything remained for the Commissioner to do 
after Sept. 16/35, but the purely ministerial duty of 
dismissing the appeal. That is the question in respect 
to which the Remington-Rand decision was cited as 
decisive. That is the question which the Commissioner 
himself had declared to be “the sole question to be de¬ 
cided”; yet his decision contains no ruling thereon. 

What the Commissioner does decide is in effect that 
the relevant portion of Rule 162 is, as a master of fact, 
designed solely for the benefit of the members of the 
Board of Appeals and that, as a matter of law, a rule 
“designed solely to assist an appellate tribunal in its 
statutory functions and which does not create any legal 
or equitable rights in the parties” can “be interpreted 
and applied by that tribunal in its discretion as the 
interest of justice may require”. 

This ruling falls to the ground for lack of supporting 
facts; for, not only is there no attempt in the decision 
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to support this basic statement by proof, but, as has 
been fully shown above, said statement is directly con¬ 
trary to fact (see Part F of this brief). Moreover, the 
ruling is, as a matter of law, not only without a Vestige 
of supporting authority, but directly contrary to all 
authorities pertinent to the enforcement of rules of pro¬ 
cedure. 

The Commissioner’ basic assumption (that the re¬ 
quirement as to the filing of typewritten copies of the 
records of both parties) is apparently his own Reduc¬ 
tion from the statement of the rule that said copies do 
not become a part of the record. But manifesitly, it 
does not follow from the requirement of copies of the 
records of both parties which shall not become a part 
of the permanent record that such copies are sohdy for 
the benefit of the appellate tribunal; and it has been 
shown above by decisions of unquestioned authority 
that such copies are required in the interest of orderly 
procedure, for the benefit of all parties and in the in¬ 
terest of the public. 

The implied assertion that the enforcement of the 

rule would be to resort to ‘‘such a harsh and technical i 

• \ 

interpretation” thereof as would “disavow those J 
equitable principles underlying the procedure and prac- ■ 
tice of the patent office, is, we respectfully submit, an 
extraordinary dictum by which the Commissioner seeks -i 

to sweep aside every authority that has been citeR here- | 

in (no authorities contrary to petitioner’s contentions | 

having been cited—and for the best of reasons); and J 

further we submit to the judgment of this honorable 
court that: 

Every authority cited by petitioner in the course of 
these proceedings is pertinent to, and fully sustains, the 
proposition to which it was cited; and every p^oposi- --M 
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tion, considered independently of the others, each and 
all being well established and supported by facts, rea¬ 
sons and authorities, affords ample ground for the 
grant of the relief prayed. 

The Memorandum Opinion of the Court below. 

(A) The learned Justice of the court below, after 
stating that the Board of Appeals of the Patent Office 
has construed the w’ord “shall” in Rule 162 as direc¬ 
tory merely and not as mandatory and that the Com¬ 
missioner has concurred in this view, says: 

“The Court would be slow to interfere with the 
construction that an independent tribunal and the 
Commissioner of Patents have put upon rules en¬ 
acted by the Commissioner with the approval of 
the Secretary of Commerce.” (R. 53-M) 

As to this holding we remark first, that the learned 
Judge seems not to have given consideration to the 
fact that the construction placed upon Rule 162 by 
the Patent Office is contrary to every relevant decision 
of the Supreme Court of the United States and of this 
Court, as well as to the uniform decisions of previous 
Commissioners. The language of the rule is so defi¬ 
nite, clear and unambiguous as not to admit of con¬ 
struction or interpretation. It leaves nothing to be 
done but the x^urely ministerial act of dismissing the 
appeal. 

Certainly the above quoted statement from the opin¬ 
ion below cannot mean (what it appears to mean) that 
because two tribunals of the patent office have taken 
what we believe we have established to be an erroneous 
view of the meaning of Rule 162, that forecloses con¬ 
sideration and remedy by the Courts. In the Reining^ 
fon^Rand case 'for example, there were concurrent de- 
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cisions by an Examiner of the patent ojBSce akid the 
Commissioner, giving a construction to a patent stat¬ 
ute (with respect to the word ‘‘shall”) and both of 
which patent office decisions the District Court of the 
District of Columbia and this Court of Appeals, held 
to be erroneous. If what we confidently believk to be 
the erroneous rulings of the patent office tribunals can¬ 
not be reached and cured by writ of mandamu^, issu¬ 
ing as the result of this suit, appellant-petitioneij would 
appear to be without remedy for injury and ff ama ge 
resulting from said rulings. 

(B) The opinion continues: 

I 

“That tribunal [the Board of Appeals] has held 
that this particular provision is not for the benefit 
of litigants but for the benefit of the Board of Ap¬ 
peals.” (R. 54) 

Suffice it to reply that such holding by the Board is 
erroneous, as vre conclusively show in Part F of this 
brief and by the authorities there cited from vhich it 
follows that the Court below was misled. 

(C) The opinion continues: 

“The requirement vrould not seem to he juris¬ 
dictional.” (R. 53) 

No reasons are given for this conclusion and no ref¬ 
erence is made to the reasons advanced befcire the 
lower Court and repeated herein in support of the 
proposition that the Board was without jurisdiction 
of the Langevin-Nicolson interference from and after 
Sept. 17/35 (see Part D, including the refercmce to 
Rule 146). I 
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(D) The first paragraph of the opinion concludes 
with the words: 

“and the construction placed upon the word 
^shalP would seem to be a possible one, to say the 
least.’’ 

As to this observation of the Court below, we re¬ 
spectfully submit that, in view of the many authorities 
herein cited to the effect that when the language of the 
law is clear and unambiguous it must be construed in 
accordance with the import thereof; it is not possible 
to give to the words “shall be dismissed” any other 
than a mandatory signification. 

(E) The second paragraph of the opinion reads: 

“I do not think the judicial discretion of the tri¬ 
bunals of the Patent Office can be controlled by 
mandamus I issuing from this court, especially in 
view of many decisions of the Supreme Court, in¬ 
cluding that in Wilbur v. U. S., ex rel. Kadrie, 281 
U. S. 206.” (R. 54) 

We contend, for reasons fully set forth herein, that 
the tribunals of the patent office had no “judicial dis¬ 
cretion” in this case; for which reason we have not 
been, and are not now, seeking to control their “judi¬ 
cial discretion*’ by mandamus. For the same reason 
the decision of the Supreme Court in Wilbur v. S, 
ex rel Kadrie does not support the refusal of manda¬ 
mus in this case, but on the contrary supports the 
grant of mandamus herein. 

With respect to said decision it suffices at this point 
to say that this case, so far as it is pertinent at all, 
fully supports this petitioner’s contentions. This 
clearly appeals by the following excerpt from the opin- 
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ion of the Court (pp. 218, 219). Speaking ther^ of 
the construction of statutes by the officials of the (Gov¬ 
ernment, the Court said: ! 

«= # Where the duty in a particular situa^tion 
is so plainly prescribed as to be free from doubt 
and equivalent to a positive command ii is 
regarded as being so far ministerial that its {per¬ 
formance may be compelled by mandamus, unless 
there be provision or implication to the contrary. 
But where the duty is not thus plainly prescribed 
but depends upon a statute or statutes the con¬ 
struction or application of w’hich is not free from 
doubt, it is regarded as involving the character of 
judgment or discretion which cannot be controlled 
by mandamus.’’ 

Inasmuch as this Kadrie case is the only authority 
cited in the decision below (no authority being cited 
in the Commissioner’s final decision), a discussion of 
it is given in Section 5 of the Appendix. 

In Conclusion. AVe respectfully submit that thct de¬ 
cree of the lower court should be reversed and ]peti¬ 
tioner-appellant granted relief in accordance with the 
prayers of the petition herein. 

EespectfuUy, 

Philip Mauro, 

Reeve Lewis, 

Attorneys for Petitioner-AppeV^nt. 

Reeve Lewis, Jr., 

Of counsel for 

Petitioner-Appellant. \ 

AVashington, D. C., Jan. 9/37. ! 
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SECTlog 1 - APPEKDII 


CHROHCLOGICAL SCHEDULE OF HAPPSNIIK 
LAEGEVIH V, HICOLSOM 
Interference Ho. 59.444. 


I 

Jiine 8^ 1934 » Ext* Intfs* granted Lan^evin's 
request that two typewritten copies of 
his record be accepted in lieu of printed 
copies under Rule 16E (End par**) (E3 3IIBIT M ) 

July 5, 1934 ♦ Exr» Intfs. disapproved 
Nicolson’s request that one typewritten 
copy of his record be accepted in lieu 
of printed copies, saying "There is no 
copy for the office which shall not [be¬ 
come a part of the record# See Rule 16E" 

(End. par#) ( EXHIBIT 0 - see Rec# p#59) 

Note : 

Said second paragraph cf Rule 16S, 
which was thus emphatically broxi£;ht to 
the attention of attorneys and counsel 
for Hicolson, IS THE IDENTICAL PARAGRAPH 
OF THAT RULE WITH WHICH V/E ARE H^RE CON¬ 
CERNED. 

Notwithstanding the aforesaid occur- . 
rence, Mr# Morris, of counsel for Nicolson, 
in his affidavit filed herein Deo# El/35 
says; "The failure to file the additional 
copies of the records for Langevin and 
Nicolson within the time provided by Rule 
162 resulted entirely from his uhfamil- 
iarity with the proced\ire with re^spect to 
the use of typewritten records in inter¬ 
ference appeals#" 

And Mr# Griggs, the active at-|orney of 
record for Nicolson, in an affidavit also 
filed Dec# 2l/35, appears to confirm said 
statement of the Morris affidavi^# 











July 16« 1934 > Exr. Intfs* accepted the one 
typewritten copy of I^licolson’s record 
as sufficient, in view of a stipujlation 
filed July 12/34 ( EXHIBIT Q. ) . 

July 17^ 1934 , Interference argued before 
Exr« Intfs* at final hearing on the 
merits and submitted on said arguments 
and briefs. 

July 30, 1935 . Over a year after thq hear- 
ing, Ejot. Intfs. handed down his jdecision 
on the merits awarding priority of inven¬ 
tion to Langevin as to all county of the 
issue, upon the grounds (a) that Langevin 
was prior as to date; and (b) that Hicol- 
son was not an original inventor jof the 
invention in controversy, having derived 
Icnowledge thereof from the prior 'invention 
of Langevin. ( EXHIBIT H - R. .19)1 


;. 17^ 1935 . Hicolson filed notice of 
appeal to the Board of Appeals ( toilBIT S \ 

NOTE ; On this day, the "thirty Idays from 
the taking of the appeal” (2nd :^ar. Rule 
16S) allowed Hicolson for filing type¬ 
written copies of the records, pegan to 
run. I 

Said paragraph provides that the Board 
may grsoit ”an extensi on ” of the I thirty 
days within which an appellant flTicolson 
in this instance] must file copies of 
record. 


But, within said thirty days I foil owl ng 
the noting of the appeal, Hicolion made no 
move whatever to obtain an "extension” of 
said thirty (30) days; and, as jrill appear 
later, Nicolson continued to do|absolute¬ 
ly nothing until Dec. ll/35, which was 
86 days after the expiration of said 30 
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(c) 


Sept« 16^ I935 > Expiration' of the 
t3C) days allowed Nicolson with 
to file oopies of the records. 
16/35 was also the last day of 
Board's jurisdiction of the int 
for any purpose other than the 
ministerial act of dismissing t 
of which Nicolson had given not 
(Rules 146 and 162). 


hirty 
n which 
Sept • 
he 

rference 
urely 
e appeal 


NOTE : In the interim between Sejbt. 16/35 
and the action or communication of the 
Board of Dec. 3/35, attorneys for 
langevin brought to the attention of the 
Clerk of the Board, to one of the mem¬ 
bers (an Examiner-in-Chief) of said Board 
(on Oot. 21/35) , and to the Commissioner 
of Patents in person, the fact that 
Nicolson had not filed copies of the 
records as required by the 2nd| par. of 
Rule 162 (see Lewis affidavit p. 65, 
filed Jan. 18/36 as part of EXHIBIT JJ - 
3 R. 62). 

•• •• •• •• •• •• •• f 

Pecemter 5. 1955 . The Boai*d, by its com¬ 
munication or action of this date 
(EXHIBIT T - R. 32) 
la) which was SEVENTY EI5HT (78) DAYS 
AFTER THE EXPIRATION OF oIeeI THIRTY 
DAYS ALLOIVED NICOLSON BY THE RULE 
FOR FILINO BEFORE THE BOARDi TYPE¬ 
WRITTEN COPIES OF THE RECORpS, and 
which was a like number of days 
AFTER THE BOARD'S JURISDICTION HAD 
EXPIRED; 

(b) At which date Nicolson hadj made no 
move whatsoever to have thej Board 
grant an extension of the time, or 
indicated any intention of making 
such a move; 

(c) At which date Nicolson had given 

no indication whatsoever oft intend¬ 
ing or desiring to file conies of 
the records, | 
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VOLimTARILY ASSUMED TO GIVE UICOlJsOH 
TEN DAYS (UNTIL DECEMBER 13, 1935) TO 
FILE COPIES OF THE RECORDS. This action’ 
was taken without notice to LangeVin or 
affording opportunity to him to he heard 
(his "day in court"); and in taking this 
action the Board made no requirement fbr 
a showing in excuse of Nicolson^s failure 
to file the copies within the thirty 
days provided by the Rule. 

December 1935. J^angevin filed a Motion 
to Set Aside the Board’s Action of 
December 3, 1935, and for an Ordet Dis¬ 
missing Nicolson’s Appeal# ( EXHIBIT U ) 

December 11* 1935, which date was \s6 days 
AFTER TttE EXPIRATION OF THE THIRTY" MYS 
ALLOWED NICOLSON BY THE RULE, Nicolson 
filed typewritten copies of the records# 

NOTE ; Between Nicolson’s notice of appeal 
on Aug# 17/35 and the filing of copies of 
the records on Dec# ll/35 (he having been 
prompted thereto by the Board’s connnunica- 
tion of Dec# 3/35) , there had been a lapse 
of one hundred and fifteen (115) jdavs of 
inaction on the part of l^icolson# Likewise, 
between the expiration of the 30 days 
allowed by the Rule and the filing of copies 
on Dec# 11 / 35 , there had been a lapse of 
eighty-five (85) days of inaction by 
Nicolson# This long period of inaction 
raised a strong presumption that Nicolson 
did not intend to complete the appeal of 
wiiich he had given notice and that said 
notice concerned only a "frivolouls appeal* 
for purposes of delay# 


December 12* 1935 # Langevin filed a Motion 
to Strike from the Record the typewritten 
copies of records filed by Nicolson 
(EXHIBIT X). 
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83 

lays 


6 


96 


days 


-> December 13 ^ 1935 , Expiration of ten days 
time granted Kicolson by the Bpard^s 
action of Dec. 3/35. | 

December 14^ 1935 . The Board, by its 
action or communication of this date 
( E^IBIT Z - R. 33) , which action was 
la) Made without solicitatioh or 
request by Nicolson, I 

(b) Made without notice to Lingevin 
affording Langevin opportunity to 
be heard (his "day in cou3*t") - 

VOLUITTEERED THE ADVICE TO NICOIjSOH 

(A) "Since the appellee [Danievin] 

is contesting our authority to]take the 
action of December 3, 1935. we are of 
the opinion the appellant [Nicolson] 
should make a verified showing jin ex¬ 
cuse for his delay as otherwise his 
case might become prejudiced d\le to 
our failure to make this definite 
requirement, provided the copies were 
filedwithin the ten-day period referred 
to in our letter." 

(B) Am> FURTHER VOLUNTARILY (jjAVE 
Kicolson "until December 24, 1935 to file 
a verified showing in excuse f^r his 
failure to file the typewritten copies 

of the record within the thirty-day 
period specified in Rule 162 cr up 
until the date they were filed 




Pecember 21. 1925 « On this day, ijyhich was 
ninety-six (96) days after the|expiration 
of the thirty days, Uicolson filed affi¬ 
davits by Mr. Morris, of counsel, and by 


Mr, Sriggs, attorney of record 
unfamiliarity (ignorance) with 


assert ing 
the 2nd. 


par. of Rule 16E as the on ly explanation 
for the 96 days delay (EXHIBIT] BB - R.eo) 
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December 24, 1955 > The limit given i 
Nicolson by the Board’s action of pec. 
14/35 within which "to file a veri^xied 
showing in excuse for his failure |to 
file the typewitten copies of the' 
record". This date was ninety-nin 


e (99) 


days after expiration of the thirty days. 


January 7, 1936 , Board’s decision ( EXHIBIT 
FF ~ H, 35) denying (1) Dangevin’^ Motion 
to Set Aside the Board’s action of December 
3/35 and for an Order Dismissing iticolson’s 
Appeal; and (2) Langevin’s Moti op to Strike 
from the Record the Typewritten Copies of 
Records filed by Nicolson, | 

-- 


January 1936, Langevin filed’^Mot Ion for 

— •a ^ * « ! 


Heconsifleration and Rehearing, et 
(EXHIBIT GG) 

0 • 

January 9, 1936. Board’s decision d 
Langevin*s Motion for Reconsiders 
and Rehearing. (EXHIBIT HH) 

Anying 

•pioii 

1 

January 18, 1936. Langevin filed Pe 
to Commissioner for the Exercise 
Supervisory Authority. (EXHIBIT J 

tition 

his 

1 - R.62) 

February 26, 1936. Decision by Comm 
Denying Langevin’s Petition (exhi: 
R.66). 

1 

issioner 
BIT 00 - 

Mar. 9, 1936. Langevin filed Petiti 
Reconsideration of Decision of Coj 
er of Patents Dated February 26, 1 
(EXHIBIT PP) 

on for 
ranission- 

1936. 

Mar. 17, 1936. Statement for Nicolsl 
(EXHIBIT 0,4) . 

on. 

April 6. 1936. Decision of Commissi 
Patents denying Langevin’s petiti 
reconsideration. (EXHIBIT RR - rJi 

oner of 
on for 

69) 











:iL* 
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April 30« 1956 « Langevin filed "Motion 
for Reconsideration of Decision of 
Commissioner of Patents Dated Febi^uary 
26, 1936" ( EXHIBIT SS ) , the reasdn given 
for this motion being this Courtis decision 
of April 27, 1936 in Coe v> U,S, Ex Rel , 
Heminc:ton-Rand * Inc* (84 Fed. 2nd *240: 

65 App. .D,C.287) 

mm ^mm mm mm mm ^m mm mm ^m mm ^m wm mm mm mm ^m ^m mm mm mm mm mm mm mm mm mm ^m ^m mm ^m mm * 

June 6^ 1936. Decision of Commissioner of 
Patents again and finally denying Lange- 
Yin's Petition ( EXHIBIT XX - R. 38) 


July 8, 1936 . Petition for Writ of Ufandamus 
filed in the District Court of thd United 
States for the District of Columbia 
(which is the suit here on appeal)j. 







Section 2—^Appendix. Rule 162 as it Stood Prior to 
Amendment of June 30/30. 

‘‘162. Thirty-one or more printed copies of the tes¬ 
timony must be furnished—five for the use of the Of¬ 
fice, one for each of the opposing parties, and twenty- 
five for the Court of Appeals of the District oi Colum¬ 
bia, should appeal be taken. If no appeal be t^ken, the 
twenty-five copies wfill be returned to the pajrty filing 
them. The preliminary statement required by Rule 
110 must be printed as a part of the recorq. These 
copies of the record of the junior party’s testimony 
must be filed not less than forty days before the day of 
final hearing, and in the case of the senior party not 
less than twenty days. They will be of the s^e size, 
both page and print, as the Rules of Practice! with the 
names of the witnesses at the top of the p^ges over 
their testimony, and will contain indexes I with the 
names of all witnesses and reference to the pa^es where 
copies of papers and documents introduced ap exhibits 
are shown. | 

When it shall appear, on motion duly mac^e and by 
satisfactory proof, that a party, by reason of poverty, 
is unable to print his testimony, the printinjg may be 
dispensed with; but in such case typewrittjen copies 
must be furnished—one for the Office and onp for each 
adverse party. Printing of the testimony dan not be 
dispensed with upon the stipulation of the parties with¬ 
out the approval of the Commissioner.” 
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Section 3—^Appendix. The “Ten Days From the Date 
of This Letter”, Which the Board’s Letter of Dec. 3/35 
Assumed to Grant Nicolson Within Which to File 
Copies of the Records, was not an “Extension” of the 
Thirty Days Period of Rule 162. 

The contention that said ‘‘ten days” was an “exten¬ 
sion” of the 30 days period of the rule (in other words, 
was an extension' of S8 days —see the Chronological 
Schedule of Seciio^i 1 of this Appendix) was first made 
after it had been urged on behalf of Langevin that the 
Board lacked authority to fix a new time. 

In said Jan. 7/36 decision the Board said (R. 36): 

“In our action of December 3,1935, we extended 
the period for the filing of said copies to expire 
ten days from the date of that action, that is, on 
December 13, 1935.” 

And further they said: 

“We did not, however, waive the requirement of 
the rule, but Extended appellant's period in which 
to file the copies.” (emphasis supplied) 

The Commissioner, in his first decision (R. 66), con¬ 
curred in this holding of the Board, saying: 

“It is petitioner’s contention that the Board was 
without power to accept the record filed by Nicol¬ 
son and that the rule makes it mandatory for the 
Board to dismiss the appeal under the circum¬ 
stances. It is noted, however, that the rule gives 
the Board of Appeals authority to grant cm exten¬ 
sion of the period for the filing of the record and 
it is deemed that the Board did not exceed this au¬ 
thority in granting Nicolson additional time.” 
(emphasis supplied) 
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Inasmuch as the Commissioner, in his final decision 
herein (R. 38) after hearing oral argument on'May 
11, 1936, and considering authorities cited in Linge- 
vin^s brief filed by permission on May 13/36, wholly 
disregarded the proposition that the Board’s Dec. 3/35 
action was an extension of the 30-day period specified 
in the rule; and inasmuch as that proposition is not ad¬ 
vanced in the Commissioner’s answer herein, or the 
brief of the Solicitor for the patent office filed i|n the 
court below, or referred to in the decision of the jcourt 
below, we doubtless would be warranted in treating it 
as definitely abandoned. Nevertheless, in ordeif that 
this brief might contain a complete discussion (j>f the 
case and in view of the possibility that this Court 
might wish a citation of the authoritative decisions, 
especially its own, w’hich relate to the above proposi¬ 
tion, we add what here follows: 

Preliminarily we call attention to the following mat¬ 
ters : I 

(a) What the Board assumed to do by their ^ction 

of December 3/35, was— not to extend the 30-day pe¬ 
riod specified in Rule 162, which period had elapsed on 
Sept. 16/35, but—grant a new and distinct period of 
ten days, to begin at the date of said letter, said ;|L0-day 
period being wholly disconnected from said 30-d^y pe¬ 
riod and separated therefrom by seventy-eight [ inter¬ 
vening days. Undeniably, therefore, the Boarcl’s ac¬ 
tion of December 3 was in effect a setting aside of the 
established rule, which has the force of statutory law, 
and the substitution of a substantially different rule, 
improvised for the occasion; and this after theiif juris¬ 
diction had terminated on Sept. 16/35. I 

(b) The particular provision of Rule 162, which, by 
implication, gives the Board authority to extend the 


84 


30-day period specified therein, conflicts directly with 
the proposition of law upon which the Commissioner 
grounds his final decision herein (R. 38) namely, that 
“a rule designed solely to assist an appellate tribunal 
in its statuter}^ functions’’ may be ‘‘interpreted and 
applied by that tribunal in its discretion as the interest 
of justice may require.” If this were indeed a rule of 
statutory interpretation in any case, which we deny, it 
w’ould be manifestly inapplicable in a case where, as 
here, the law-making body had expressly specified a 
particular instance, in which the appellate tribunal 
might exercise judicial discretion. 

While maintaining, therefore, that it is impossible in 
any case to “Extend” a specified period of time after 
the expiration thereof, and in particular that it is im¬ 
possible to extend on December 3rd a 30-day period 
which had elapsed on the preceding September 16th by 
the addition thereto of 10 davs taken bodilv out of the 
calendar for December, we wfill now show that the per¬ 
tinent authorities, so far from countenancing such an 
anomaly as a nunc pro tmic extension of a time-limit 
fixed by statute or rule (especially where a specific pen¬ 
alty is annexed for failure to take a required step 
within the specified time) are unanimously opposed 
thereto. 

This precise question w^as decided by this Court in 
District of Columbia v. Roth, 18 App. D. C. 549, in 
which the Court said: 

it* * * jjj case, as it appears, an applica¬ 
tion was I made, after the bill of exceptions was 
signed and filed, and after the forty days had ex¬ 
pired, for an order, and an order was procured, 
for the allowance of an additional period of thirty 
days for filing the transcript, dating from April 
3, 1901, the date of the order. This was clearly 
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too late. The application for and obtaining the 
order for the extension of the time prescribed by 
the rule should be made within the period of forty 
days, otherwise it is not an extension of a cufrervt 
period, but the prescribing of a new and additional 
period; and if that can be done after the expira¬ 
tion of the first period of forty days, it may be 
done at any time, no matter how long after isuch 
expiration, and there would be in reality no |imit 
to the time within which a transcript coul(i be 
filed,—that right being made to depend entirely 
upon the indulgence of the judge below. This is 
clearly not the intention of the rule.’’ (emphasis 
supplied) j 

The decision of this Court in Schmidt v. Tait, 42 k.pp. 
D. C. 227, also sustains petitioner’s position. In that 
case Schmidt, the defeated party in an interference, had 
noted an appeal to this Court on January 8,1914. But, 
as stated in the Court’s decision: 

‘‘The record was not filed with the clerk oi‘ this 
court within the forty days allowed therefcfr by 
the rule, which expired February 28th. March 
16th, Tait filed a motion in the Patent Officb re¬ 
questing the further proceedings necessary to the 
final disposition of his application in accordance 
wdth the decision aw’arding him priority (See Rule 
XXI, Sec. 2). This motion was denied by th(j As¬ 
sistant Commissioner on March 26, and an <^rder 
was entered by him extending the time for ^ing 
the record to April 7.” | 


Thereupon the appellee filed a motion in this (]Jourt 
to docket and dismiss the appeal. The Court (opinion 
by Shepard, C. J.), basing its decision entirely upon 
the fact that no extension had been granted within the 
period limited hy the rvde, said: 
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‘‘The exhibits attached to the appellee’s motion 
show that the extension of time was granted after 
the forty-day period had expired and presumably 
upon an application for extension filed thereafter 
also/’ 

What the Court presumed in that case is an undis¬ 
puted fact here, namely, that no application for exten¬ 
sion was made within the time-limit fixed by the rule. 
In fact, none has been made to this day. The decision 
continues: 

“Assuming, without deciding, that the Commis¬ 
sioner may have the power to grant an extension 
of the timfe for filing the record, that power, as is 
the case with the courts, could only he exercised 
before th^ expiration of the forty days provided 
by the ride. The appellant having failed to file his 
record within forty days from notice of his appeal, 
it was the duty of the Commissioner to grant ap¬ 
pellee’s motion to take further proceedings neces¬ 
sary to dispose of his case *as though no notice of 
appeal had ever been given.’ ” (emphasis sup¬ 
plied) 

In respect to the exercise of the authority (where it 
exists) to grant an extension of the time within which 
a prescribed kep must be taken, the CODE OF THE 
DISTRICT OF COLUMBIA, under the caption “Man¬ 
damus ’ ’ provides: 

“Sec. 213. The defendant by the day named in 
such order, unless for cause shown the court shall 
extend the time, shall file an answer to said peti¬ 
tion • ♦ 

“Sec. 214. The petitioner may plead to or tra¬ 
verse all or any of the material averments set forth 
in said answer, and the defendant shall take issue 
or demur to said plea or traverse within five days 
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thereafter, unless for cause shown the couft shall 
extend the time * * 

I 

These sections of the Code clearly imply: (a) that 
the power to ‘‘extend” a time-limit fixed by statute 
(or rule) must be exercised within such time-limit; and 
(b) that it may be exercised only for cause shown. 

See also 

Clawans v. Carnduff, 61 App. D. C. 185. 

Mayor v. Hickey, 67 Fed. (2d) 489, C. C. A. 
5th C. 

Jackson v. Norris, 37 Fed. (2d) 511, C. C. A. 

5th C. 

United States v. Thacker, 44 Fed. (2d) 789. 

Finally, the Board’s action of Dec. 3/35, assuming 
to grant Nicolson a new time (ten days), was sua sponte 
and without giving Langevin an opportunity'- to be 
heard, as has been explained heretofore. In ihai re¬ 
spect said action was also beyond the authority and 
pow-er of the Board. No such authority is givep in the 
rules and by Rule 162 in particular. When the Pat¬ 
ent Office rules authorize a tribunal of that office to ex¬ 
tend time, or fix a new time, the rules expreissly so 
state. For example. Rule 104, relating to time for filing 
preliminary statements, concludes with the sentence— 

“But the examiner of interferences may, in its 
discretion, extend the time upon ex parte request 
or upon his own motion^’ (emphasis supplied). 
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Section 4—^Appendix. Nicolson’s Alleged Explana¬ 
tion of and Excuse for His Delay in Filing Copies of 
the Records is Wholly Insufficient—^Affidavits of Morris 
and Griggs. 

At the outset we point out that, at the date of filing 
of said affidavits on Dec. 21/35, 'which was 96 days after 
the expiration of the 30 days allo'wed (expiring Sept. 
16/35) by Rule 162 for filing copies of the records, the 
delay in the actual filing of said copies was not open to 
explanation or excuse, notwithstanding the Board’s ac¬ 
tion of Dec. 14/35 suggesting the filing of a showing on 
that point. The Board’s jurisdiction of the appeal had 
expired Sept. 16^35, as explained in PART D of the 
ARGUMENT. Therefore, it was beyond the power of 
the Board, for that reason alone (not to mention other 
reasons), to make its action of Dec. 14/35 and whether 
the showing was sufficient or insufficient is irrelevant 
and immaterial. 

In Blackburn V. Alexander, 1903 C. D. 288, supra, the 
Commissioner said: 

“It is clear that Alexander’s time for appeal ex¬ 
pired three days after the decision of May 13. He 
did not file his appeal 'within that time, and the 
question arises whether the Examiners-in-Chief 
have jurisdiction to entertain the appeal, even 
where they are of opinion that the excuse for the 
delay is satisfactory^^ (emphasis supplied), 

and then held that the Examiners-in-Chief did not have 
that jurisdiction, supporting that holding by then Rule 
143 (now Rule 146). 

It is recalled that, following the Board’s action of 
Dec. 3/35, Lange'vin filed a motion on Dec. 9/35 to set 
aside the Board’s said action and for an order dismiss- 


89 


ing Nicolson’s appeal (see Par. ‘^25’’, R. 8, an(| page 
d of the Chronological Chart, Section 1 of this Appen¬ 
dix), It was said motion which prompted the Board 
to make its sxm sponte action of Dec. 14/35 and to ad¬ 
vise Nicolson thereby: 

“The appellee on December 9, 1935, filed a mo¬ 
tion to set aside the Board’s action of December 
3, 1935, and for an order dismissing appellant’s 
appeal. Since the appellee is contesting oar au¬ 
thority to take the action we did on December 3, 
1935, we are of the opinion the appellant phould 
make a verified showing in excuse for his delay as 
otherwise his case might become prejudiced due 
to our failure to make this definite requirement, 
provided the copies were filed within the tfen-day 
period referred to in our letter.” (R. 34) 

On Dec. 11/35 Nicolson filed three typewritten copies' 
of the records and on Dec. 12/35 Langevin filed a mo¬ 
tion to strike the copies from the record of the inter¬ 
ference (R. 8-9). In its decision of Jan. 7/36, denying 
Langevin’s said motion, the Board said: I 

“In our letter of December 14,1935, we required 
appellant to file a verified showing on or before 
December 24, 1935, in excuse for his failure to file 
the typewritten copies within the thirty-day pe¬ 
riod specified in Rule 162 or up until the date 
they were filed. This requirement was complied 
with on December 21, 1935. The showing, I in our 
opinion, adequately explains the delay. SucA show¬ 
ing is not required by Rule 162, but we assume we 
have the authority to make any reasonable re¬ 
quirement in connection with the granting of an 
extension of time. The making of this require¬ 
ment and the compliance therewith demonstrates 
that the rule has been more than compilediwith.” 
(R. 37) I 
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It is noted that whereas the first quoted sentence states 
that Nicolson was'required to file a verified showing in 
excuse for his delav, and the second sentence states 
that said requirement was complied with, the third 
sentence merely shys that the showing “adequately ex- 
plains [not excuses] the delay.The changed phrase¬ 
ology appearing in the third sentence is highly signifi¬ 
cant. The Board’s requirement, by their action of 
Dec. 14/35, that Nicolson file “a verified showing in 
excuse for his delay” vras a recognition of the need 
of such a showing and it also indicated an expectation 
that Nicolson would be able to supply a legal excuse, 
such as would justify their action of Dec. 3/35 in 
granting Nicolson additional time for filing the copies 
of records required by Rule 162 for perfecting his ap¬ 
peal. Therefore, the changed phraseology adopted in 
their decision of Jan. 7/36 from “verified showing in 
excuse^'* to showing which ''adequately explains the 
delay” obviously implies a recognition on the part of 
the Board that the showing does not present a valid 
excuse. The Cbmmissioner’s first decision (R. 67), 
after referring to the Board’s requirement of a show¬ 
ing, says “A verified showing satisfactory to the Board 
was filed on December 21, 1935” (emphasis supplied). 
This is an obviously guarded statement. It merely 
states that the showing was satisfactory to the Board, 
and does not say that the Commissioner deemed it to be 
satisfactory to him, or sufficient. 

The third and final decision of the Commissioner 
merely alludes to the fact (R. 38) that the Board had 
given Nicolson until Dec. 24/35 “to file a verified show¬ 
ing in excuse of the failure to file typewritten copies 
of the record within the thirty days period specified in 
Rule 162 or up to the date they were filled”. Here 
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again the Commissioner was obviously very guarded 
and careful not to express his opinion as to the suiOfi- 
ciency of the showing proffered. In the court b^low it 
was not contended on behalf of respondent-apj^ellee, 
either in brief or oral argument, that the showing did 
explain the delay; and no reference was made to that 
matter in the lower court’s decision. Therefore, we 
feel that we would be justified in assuming that re¬ 
spondent-appellee has abandoned as futile any ifuture 
attempt to argue that the showing satisfactorily ex¬ 
cuses the delay. 

However, in view of references in the record |;o the 
affidavits of Morris and Griggs, we deem it advisable 
to show, by this section of the Appendix, their total 
insufficiency for the purpose for which they were filed. 
The showing by said affidavits is both insufficient in 
law and unfounded in fact. From this it would ibllow 
that, even if the Board were empowered in their judi¬ 
cial discretion to grant to Nicolson on Dec. 3/35, which 
was 86 days after the expiration of the time fixed 
therefor by the rule, additional time for filing tJie re¬ 
quired copies, it would have been clearly an abuse of 
that discretion to grant such additional time upon the 
showing presented by Nicolson’s assignee. For the 
“discretion” under consideration is judicial ^scre- 
tion, which is not to be exercised arbitrarily or Capri¬ 
ciously, but only upon a showing of valid and sufficient 
excuse.* And here again we have an unprecedented 
situation in that the Board granted the additional time 
without any motion, request or showing of cause (R. 
32-33) and that they called upon Nicolson (R. 34) for 
“a verified showing in excuse for his delay” only after 

*As to what constitutes an ‘‘abuse of discretion’’ in such cises see 
decision of this Court va. Barretty Appellant, v. Sterrett Operating Ser¬ 
vice, Appellee, decided Nov. 16, 1936. 
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the additional time had already been granted and their 
authority to take such action had been challenged by 
Langevin (E. 34). 

As regards the insufficiency in law of the proffered 
excuse, it would amply suffice for our present purpose 
to state that its substance is unfamiliarity with the 
procedure’’ on the part of one of the several attorneys 
who represented Nicolson before the patent office. But 
this statement does not properly exhibit the extreme 
poverty and baldness of the proffered excuse. In the 
course of the interference proceedings Nicolson has 
been represented by six attorneys whose names appear 
at the beginning of the decision of the Interference Ex¬ 
aminer (E. 19), to wit: Messrs. DeWitt C. Tanner, 
John G. Eoberts, E. W. Adams, E. V. Griggs, E. E. 
Adams and F. T. Woodward. In addition, Mr. Guy T. 
Morris, who is hot an attorney of record, has appeared 
as “of counsel”. Of these, Mr. Griggs has been the 
most active. 

The showing of excuse for failure to file seasonably 
the required copies is made by an affidavit of Mr. Mor¬ 
ris (E. 60) and an affidavit of Mr. Griggs (E. 61). 

Mr, Morris says: “The failure to file the additional 
copies of the records for Langevin and Nicolson within 
the time provided by Eule 162 resulted entirely from 
his unfamiliarity with the procedure with respect to 
the use of typewritten records in interference appeals”. 

Mr, Griggs does not allege unfamiliarity with the 
procedure in interference appeals. His averments are: 
“That he has read the affidavit of Guy T. Morris of 
even date ♦ * ♦ and that to the best of his knowl¬ 
edge and belief the statements made therein are true. 
Deponent further says that he was of the opinion that 
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the requirements of the Rules of Practice in perfecting 
Nicolson’s appeal had been fully complied ^Hth.” 
(emphasis supplied) 

Neither affiant states what, if any, steps he tcok to 
familiarize himself with the procedure for perfect¬ 
ing'^ interference appeals; in which connection it is a 
material fact that the entire procedure therefore is 
comprised in Rule 162. 

The excuse is legally insufficient. In an interference 
wherein a party, who on account of poverty had to con¬ 
duct his own case, failed to apply seasonably for an ex¬ 
tension of his time for taking testimony and in excuse 
pleaded ‘‘ignorance on his part of the Office rules and 
practicethe Commissioner held that “ignorai^ce on 
his part is not a sufficient reason for "waiving the re¬ 
quirements of the rule’’ {Mattice v. LangwortJiyi 1909 
C. D. 38). This decision was based on Keller v. 
WetJiey v. Roberts (1897 C. D. 157) in which the Com¬ 
missioner said: 

“The rule for extension of time for taking tes¬ 
timony is, I think, a salutary one, made in t^ie in¬ 
terest of all parties. Withey’s disregard c>f the 
rule is obvious, and there is nothing left to c.o but 
to abolish the rule or compel its observance.” 

This decision is in striking agreement with the deci¬ 
sion of this Court in In re Hitchcock, 47 App. ID. C. 
251, supra. | 

Furthermore, the proffered excuse is unfounded in 
fact. For it appears that a communication of!June 
21/34 in the interference (EXHIBIT N—^not printed. 
See also par. “16” R. 6), signed by “E. V. Griggs, 
attorney for Nicolson”, transmitting typewritten cop¬ 
ies of Nicolson’s record for use before the Exacniner 
of Interferences, contained this request: “It Js re- 
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spectfuliy requested under the provisions of Rule 162 
that these t\q)ewritten copies be accepted in lieu of 
printed copies’’, (emphasis supplied) 

On July 5/34, the Examiner of Interferences denied 
this request (par. “17”, R. 6) saying: “There is no 
copy for the office which shall not become a part of the 
record. See Rule 162, paragraph 2”. (EXHIBIT 0, 
not printed.) By this official communication the atten¬ 
tion of Nicolson’s principal attorney, Mr. Griggs, was 
directed to Rule 162, and specifically to the particular 
paragraph thereof which contains the requirement and 
the mandatory penalty for non-compliance here under 
consideration. 

Whatever inay be said concerning the specific ignor¬ 
ance of the requirements of Rule 162 averred by Nicol¬ 
son’s attornej’s, it need not be argued that, even if 
ignorance of the law of the case on the part of a liti¬ 
gant’s attorney were ever a valid excuse, it would not 
avail where the litigant was represented by six attor¬ 
neys of record, where the ignorance pleaded as an ex¬ 
cuse was attributed solely to one who had appeared 
in the case only as “of counsel”, and where the atten¬ 
tion of the litigant’s principal attorney of record had 
been previously directed by an official communication 
in the same case to the particular part of the rule in 
respect to which the exculpatory ignorance is pleaded. 

Section 5—^Appendix. 

Wilber v. U. ex rel. Kadrie (281 U. S. 206, 50 Sup. 
Ct. 320). 

This is the only authority cited in the decision below 
and it was strongly relied upon by the Solicitor of the 
Patent Office in support of his proposition that the 
Commissioner’s “duty under Rule 162 is not so plainly 
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presented as to the free from doubt and equivalent to 
a positive demand’’ (Answer, R. 47). j 

A determinative feature of the Kadrie case, which 
has no analogue in the present case, is the fact t^at the 
question of who were entitled to participate lin the 
annuity payments arose afresh each year; an(|l inas¬ 
much as the right of would-be participants might be 
affected by events happening at any time aftei* their 
enrollment, there was not, nor could there be, anything 
in the nature of a vested right to continued participa¬ 
tion in the annual payments. The Solicitor for the 
Department of the Interior in 1919, upon wdiose opinion 
the relators were enrolled in that year, thought other¬ 
wise ; but the Court held that the action of the Secre¬ 
tary in 1919 was not binding upon his successors in 
office. The Court’s ruling on this point is stated in 
these \vords, which have an important bearing bn the 
present case: 

I 

‘‘If at the time of the decision in 1927 the Sec¬ 
retary of the Interior was without power to re¬ 
consider the decision of 1919, it well may l e that 
the relators would he entitled to the relief by man¬ 
damus which they seek^^ (citing Sup. Ct, deci¬ 
sions). “But there was no such want of power. 
The decision in 1919 was, not a judgment pro¬ 
nounced in a judicial proceeding, but a ruling made 
by an executive officer in the exertion of adminis¬ 
trative authority. That authority was neither ex¬ 
hausted nor terminated by its exertion on that 
occasion, hut was in its nature continuing,^^ (Em¬ 
phasis supplied; the entire paragraph is perti¬ 
nent.) 

The Court, having held that “the decision of the Sec¬ 
retary in 1927 was made in the exercise of lawlnl au¬ 
thority”, thereby ruled out of consideration as a basis 
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for relief hy mandamus the proposition that the statute 
in question imposed upon the Secretary the plain minis¬ 
terial duty of enrolling the relators upon the interest- 
annuity rolls of the Chippewa Indian tribe. Where¬ 
upon the Court said it became ^‘necessary to examine 
the complaint that the decision on the merits is wrong, ’ ’ 
and added: 

doing so there is need for having in mind 
the limited scopt of the remedy here invoked.’’ 

This is what led to the discussion in the next succeed¬ 
ing paragraphs (pp. 324, 325) in which a distinction is 
observed between cases where a plain ministerial duty 
is imposed in explicit terms by mandatory language, 
and cases “where the duty in a particular situation is 
so plainly prescribed as to be free from doubt and 
equivalent to a positive command.^^ In this connection 
the Court said (p. 324, CoL 2): 

“Where the duty in a particular situation is so 
plainly prescribed as to be free from doubt and 
equivalent to a positive command, it is regarded as 
so far ministerial that its performance may hi 
compelled hy mandamus^ unless there be provision 
or implication to the contrary.” 

Of course, where the statute contains a positive com¬ 
mand there is no need for scrutinizing it to see if it 
contains provisions that are “equivalent to a positive 
command”. 

At this point the Court states the rule that mandamus 

“may not'be used to direct the exercise of judg¬ 
ment or discretion in a particular way or to direct 
the retraction or reversal of action already taken 
in the exercise of either.” (Emphasis supplied.) 
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The present petitioner is not asking mandamui for 
either of these purposes. Petitioner fully concujrs in 
this statement of the law and also in that of the next 
paragraph: 

‘‘Mandamus has never been regarded a$ the 
proper writ to control the judgment and discre¬ 
tion of an officer as to the decision of a matter 
which the law gave him the power and imposed 
upon him the duty to decide for himself.’’ 

Concluding the discussion of this branch of thi sub¬ 
ject, the Court says (p. 325, col. 2): j 

“It is apparent that, with the question bf the 
Secretary’s authority resolved against the rela¬ 
tors, the only question open in this proceeding is 
whether the decision of 1927 was given in the dis- 
cha/rge of a ministerial duty controllable by man¬ 
damus or of a duty requiring the exercise of judg¬ 
ment or discretion not thus controllable.” (Em¬ 
phasis supplied.) I 

It thus appears that the Court passed upon two 
questions. 1. Whether the Secretary had authority to 
reverse his predecessor’s decision. 2. Whether jhe de¬ 
cision of 1927 was given in the discharge of a \minis- 
terial duty, or of a duty requiring the exercise or judg¬ 
ment or discretion. The first question having been 
“resolved against the relators”, the Court prc^ceeded 
to consider “the questions mooted before the Secre¬ 
tary and decided by him”. The Court found thajt those 
questions were: I 

“WTiether the fund is a tribal fund; whether 
the tribe is still existing, and whether the distri- 
• bution of the anuities is to be confined to members 
of the tribe, with exceptions not including tjie rela- 
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tors. These are all questions of laiv, the solution 
of which requires a construction of the act of ISSf) 
and of other related acts. A reading of these acts 
shows that they fall short of plainly requiring that 
any of the questions be answered in the negative 
and that in some aspects they give color to the 
affirmative answers of the Secretary(Emphasis 
supplied.) 

In the present &dse it is not contended (and could not 
be) that the ascertainment of the duty imposed upon 
the Commissioned bv Patent Office Rule 162 involved 
the consideration of questions of law, the solution of 
which required a construction of several Acts of Con¬ 
gress, or anything of like nature. 

The rest of the last quoted paragraph of the decision 
contains additional facts and reasons which lend sup¬ 
port to the Court’s conclusion that the duty imposed 
upon the Secrethrv^ by the statutes under considera¬ 
tion was one that required in its performance the exer¬ 
cise of judgment and discretion. The Court held it to 
be manifest that those statutes did not impose upon 
the Secretary, as a plain ministerial duty, the enroll¬ 
ment of the relators names upon the supplemental 
annuity payment rolls. 

In the present base no necessity existed for scrutiniz¬ 
ing the law for the purpose of ascertaining whether the 
Commissioner’s duty in the particular situation here 
presented ‘Hs so plainly prescribed as to be free from 
doubt and equivalent to a positive command”. For in 
this case the positive command is given in the rule; and 
given in the plainest terms. As stated by the Supreme 
Court in Work v. McAlester-Edwards Co., 262 U. S. 
200, 208, cited and approved in this Kadrie decision, 
the Court quoted from the Act under consideration the 
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words ‘‘shall execute and deliver * * * a patent” 
and said: 

“This is the language of command and brings 
the case within Lane v. Hoglund and the many 
cases cited there.” 

This WUbur v. Kadrie decision supports appellant’s 
position: 

1. It recognizes as the law of the case that, if at the 
time of the decision in 1927 the Secretary wais with¬ 
out power to reconsider and revoke the decision of 
1919, the relators would be entitled to the rejlief by 
mandamus which they sought. Appellant’s position is 
that, by the clear and unambiguous terms of Rule 162 
the Patent Office was without power to grant tc* Nicol- 
son the right to file the required copies of the record 
of both parties at a date 78 days after expiration of 
the limit for filing them prescribed by the rule, and that 
nothing remained at that date but the plain ministerial 
duty (which indeed was no more than a clerical act) of 
dismissing the appeal. Had there been similar “lan¬ 
guage of command” in the statutes under which the 
Secretary was acting in the Kadrie case, a writ bf man¬ 
damus as prayed would have been granted, acbording 
to the law as stated in this decision. (See 50 Sup. Ct. 
Sec. [1, 2] p. 324, col. 1). 

2. As to the question whether, in the absei^ce of a 
plain ministerial duty imposed by mandatory labguage, 
an intention of Congress to impose upon the S(jcretary 
the duty of enrolling the relators upon the supplemen¬ 
tal annuity payment rolls could be deduced from all 
the provisions of the relevant statutes, we say: In 
the present case the petitioner’s right to the relief 
asked is based upon a mandate expressed in tl^e clear- 
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est terms, and therefore the question of the existence 
of a plain ministerial duty does not depend upon the 
interpretation of statutes or upon any exercise what¬ 
ever of judicial discretion, or judicial discrimination. 

3. In the Kadrie decision the Court held that, in 
cases where the^ officer whose action is under review 
acted ‘‘in the exercise of lawful authority” (i, e. where 
the applicable law did not contain a plain and positive 
command) “it becomes necessary”—to the determina¬ 
tion of the petitioner’s right to relief by mandamus— 
that the Court should examine the complaint that the 
decision on the merits ivas wrong.*’ Obviously, this 
holding does not narrow, but per contra broadens, the 
scope of the remedy by mandamus. If then, it should 
be found in the present case that the words “shall be 
dismissed” are not “a positive command” or “equiva¬ 
lent to a positive command”, it would still be open to 
this petitioner to contend that the Commissioner’s re¬ 
fusal to dismiss the Nicolson appeal “was wrong”, 
being in derogation of petitioner’s vested right under 
the laws of the United States in virtue of the judgment 
of priority awarded him by the decision of the Exam¬ 
iner of Interferences. 

4. It is of prime importance that the Supreme Court 
did not reverse, or differ from, or find error in, the 
decision of the Court of Appeals D. C. in respect to any 
ruling of that Court relative to the applicability of the 
writ of mandamus. The difference was wholly in re¬ 
spect to the question whether, upon the facts of the 
case, the minor children of a half-breed Chippewa mar¬ 
ried to a Swede (a naturalized citizen of the United 
States) and who had renounced her tribal relation, 
were entitled to enrollment upon the supplemental an- 


nuity rolls of the Chippewas resident in Minnesota. 
One Solicitor of the Land Office had given an affirni|ative 
opinion on that question and a successor in office I gave 
a contrary opinion. The Supreme Court of the Dis¬ 
trict of Columbia adopted the later opinion and refused 
the writ; the Court of Appeals took the contrary view 
and ordered the issuance of the writ. On that question 
of law the Supreme Court adopted the view of the 
later opinion and of the Court of first instance.! 
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United States ex Eelatione Societe de ConJden- 
SATioN ET D’Applications Mecaniqxjes^ appel¬ 
lant 

vs, 

Conway P. Coe, Commissic^ner of PatentIs 


APPEAL FROM THE DISTRICT COURT OF THE UNITED 
STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 

Appellant filed in the court below a petition 
(R. p. 1 et seq.) for a writ of mandamus, direj^ting 
the Commissioner of Patents to dismiss or (tause 
to be dismissed an appeal to the Board of Ap|)eals 
of the Patent Office by the party Nicolson :^rom 
the decision of the Examiner of Interferences 
awarding priority of invention to the party L^nge- 
vin, petitioner’s assignor, in interference j No. 
59444, Langevin v. Nicolson. 
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An order to show cause was issued and an 
answer to the petition and order to show cause was 
.filed by respondent (R. p. 42 et seq.)- A motion 
was filed by petitioner for judgment notwithstand¬ 
ing the respondent’s answer (R. p. 53). The case 
then came on for hearing and the Justice of the 
lower court before whom the case was heard filed 
a memorandum opinion (R. p. 53), stating that the 
motion for judgment would be denied. A decree 
was then rendered (R. p. 54) discharging the rule 
and dismissing the petition for writ of mandamus. 
Appeal was taken from that decree. 

The petition is quite long and is accompanied by 
exhibits from A to XX, inclusive. Appellant’s 
brief on this appeal contains, with its appendix, 101 
pages. 

The question involved, however, falls within a 
narrow compass and a brief statement is sufi&cient 
to set out the relevant facts. 

Primarily the case turns upon the interpretation 
of Rule 162 of the Rules of Practice of the Patent 
Office and involves the question whether under that 
rule it is made the mandatorv dutv of the officials 
of the Patent Office to dismiss an appeal, under 
certain circumstances, or room is left for the exer¬ 
cise of discretion under the supervisory authority 
of the Commissioner of Patents as head of the 
Patent Office to determine whether such appeal 
should be dismissed. 

The interference above referred to involved the 
application of Paul Langevin, assigned to peti- 
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tioner, and a patent issued on an appUcatiorji of 
Alexander M. Nieolson and another application of 
Nicolson. 

After certain interlocutory proceedings the in¬ 
terference came on for final hearing before the jEx- 
aminer of Interferences, whose decision on j the 
question of priority, awarding priority to Lange- 
vin, was rendered on July 30, 1935. Appeal from 
that decision ^was taken by Nicolson to the Bdard 
of Appeals in accordance with the statutes and the 
rules. 

For many years Rule 162 of the Patent OfiSce 
had provided that testimony taken in an intei fer- 
ence should be printed, each party printing his 
own testimony, the one exception to that being that 
where a sufficient showing of poverty was made by 
any party to the interference the printing o:^ his 
record might be dispensed with. 

In 1930 the rule was amended to provide th^t if 
the testimony did not exceed a specified number of 
pages, printing of that record would, upon request, 
be dispensed with. The rule also provided tha|; the 
party, the printing of whose record was dispensed 
with, should furnish legible typewritten copies of 
the testimony, one for the use of the Office which 
‘‘shall not become a part of the record”, and a 
similar copy for each adverse party. 

The rule as amended at that time contained the 
following provisions with reference to an ap])eal: 

* * * Awd providedThat where 
printing had thus been dispensed with^ the 
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appellant, if appeal is taken from the deci¬ 
sion of the examiner of interferences, must 
file the required number of printed copies 
of the record, both of his own and of the ap¬ 
pellee, if the latter has not been printed, 
within thirty days from the taking of the ap¬ 
peal. If the printed record is not filed 
within the time specified or within any ex- 
tensioh thereof granted by the Board of Ap¬ 
peals, the appeal shall be dismissed. 

In 1934 thi rule was further amended to provide 
that the printing of the record might be dispensed 
wdth even when appeal was taken and that portion 
of the rule, as amended, reads as follows: 

* * * provided further, That where 

printing has thus been dispensed with, the 
' appellant, if appeal is taken from the deci¬ 
sion of the examiner of interferences, may 
file three clearly legible typewritten copies 
of the record, both of his own and the ap¬ 
pellee, if the same have not been printed, 
and which shall not become a part of the 
record, within thirty days from the taking 
of the appeal. If the copies of the record 
are not filed wdthin the time specified or 
within any extension thereof granted by the 
board of appeals, the appeal shall be dis¬ 
missed. 

The appeal of Nicolson was filed on August 17, 
1935. Subsequently to the expiration of the thirty 
days running from that date, attention was called 
by the attorney for Langevin that the three type- 
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written copies referred to in the above quoted p|rO“ 
viso of the rule had not been filed by Nicolson. | 

It appears from an aflSdavit of counsel (R. p. 05) 
that it was not until sometime after the expirat^ion 
of the thirty-days period that he made any effort 
to call the matter to the attention of any member 
of the Board of Appeals, although he had made 
certain inquiries of the clerk of that Board, j 
Later the Board of Appeals, in an order issped 
December 3, 1935, noted that counsel for appelUee 


had called attention to the fact that the three type¬ 
written copies had not been filed and fixed a period 
of ten days within which such copies might be ffled 
and stated that unless sufficient cause was sh|)wn 
why such action should not be taken the apjpeal 
would be dismissed (R. p. 33). Later the Bqard 
issued another order, stating that the three type¬ 
written copies had been filed but that since thd ap¬ 
pellee was contesting the Board’s authority to ac¬ 
cept the copies, appellant was required to make a 
verified showing in excuse of the delay in pling 
the copies (R. p. 34). j 

Subsequently appellant filed a motion to diskniss 
the appeal and to set aside the action of the B|>ard 
of Appeals of December 3, 1935, and on Janjiary 
7,1936, a decision was rendered by the Board, stat¬ 
ing the facts above referred to, holding thaj the 
language of the rule 162 was not mandatory, stat¬ 
ing that the showing made was deemed satisfac¬ 
tory and denying the motion to dismiss the appeal 
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(R. p. 35 et seq.). In that decision the Board of 
Appeals pointed out that the three typewritten 
copies were of no use to appellee and the Board 
would have no occasion to use them prior to the 
date of the hearing (R. pp. 35-37). 

It may be noted at this point that the hearing on 
the appeal had been set for January 24, 1936, and 
that the typewritten copies had been filed on De¬ 
cember 23, 1935, and that the briefs on the appeal 
on behalf of the party Nicolson had been filed in 
accordance with the rule, that is to say, thirty days 
before the date set for hearing. 

Following the second decision of the Board of 
Appeals, petition was tahen to the Commissioner of 
Patents asking that under his supervisory author¬ 
ity he require that the appeal of Nicolson be dis¬ 
missed (R. p. 62). This petition was denied by the 
Commissioner in a decision rendered February 26, 
1936 (R. p. 66-68).’ A petition for reconsideration 
was filed, which was denied in a decision rendered 
April 6,1936 (R. p. 69). A second petition for re¬ 
consideration which was filed on April 30, 1936, 
was denied in a decision of the Commissioner ren¬ 
dered on June 6,1936 (R. p. 3.8-40). 

In view of the first petition, the hearing on Nicol¬ 
son’s appeal was vacated and proceedings in the 
interference were suspended. 

Petitioner argued in the Court below, and argues 
in his brief on appeal, that the provisions of Rule 
162, above quoted, left the Patent Of&ce tribunals 



no discretion in the matter and that when it was 
noted that the time fixed by the rule for filing the 
typewritten copies had expired without those 
copies being filed, the only permissible action of 
the Patent Office was to dismiss the appeal. 

The Court below, in its memorandum opinion, 
(R. p. 53) stated that the requirement of the jule 
would not seem to be jurisdictional and ‘‘the (Con¬ 
struction placed upon the word ‘shall’ would s(^em 
to be a possible one to say the least”, and that the 
judicial discretion of the tribunals of the Patent 
Office could not be controlled.by mandamus ‘ ‘ issiiing 


from this court, especially, in view of the many 
decisions of the Supreme Court, including that in 
Wilhtir V. U. S., ex rel. Kadrie, 281 U. S. 206.” j 

It is well settled that words such as “miy”, 
“must”, “will”, and “shall”, in a statute or i[ule, 
are not alwavs to be construed in their literal sense 
but must, whenever possible,, be construed in such 
a manner as to be^equitable and to carry out 
intention of the rule. - I 

In the case of Field v. United States^ 27 A 
D. C. 433-440, this Court said with respect to 
construction of a statute : 

* * * Words like may, must, shall, 
so forth, are constantly i^ed in statutes 
wdthout intending that they shall be taken 
literally, and in their construction th^ ob¬ 
ject evidently designed to be reached limits 
and controls the literal import of the t^rms 
and phrases employed. 


the 

pp. 
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The Supreme Court of the United States in 
West Wisconsin Railway Company v. Foley, 94 
U. S. 100, considered one of its own rules in which 
it was provided that where a writ of error shall de¬ 
lay the proceedings of the inferior court and shall 
appear to have been sued merely for delay, ‘‘dam¬ 
ages at the rate of ten per cent, in addition to in¬ 
terest, shall he awarded upon the amount of the 
judgment/’ (Emphasis supplied.) 

The Court, however, did not hold that that rule 
made it mandatory upon it to award ten per cent 
of the judgmlent in every case falling within the 
provisions of the rule, but held that the rule should 
be construed as “limiting the amount beyond which 
we cannot go.” 

In its decision the Court said: 

“Shall’ ought undoubtedly to be con¬ 
strued as meaning “must”, for the purpose 
of sustaining or enforcing an existing right; 
but it need not be for creating a new one. 
Neither under the statute nor the rule has 
a party the legal right to demand a judg¬ 
ment for damages in excess of interest. 

An inflexible rule, requiring us to award 
a certain specified amount, or none at all, 
would oftentimes operate to defeat itself. 
The object is to discourage frivolous appeals, 
as well as to compensate to some extent for 
the loss which results from delay. Often¬ 
times ten per cent upon the amount of a 
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judgment might far exceed the loss actijallv 
sustained; and in such cases we might de¬ 
cline to award damages at all, if we could 
not give less, because of the wi*ong phat 
would be inflicted if we did give them. TiTius 
one of the benefits anticipated from the rule 
would be lost. 

The purpose of Rule 162 of tlie Patent Office ]iere 
under consideration was in no way for appeljee’s 
benefit, but was merely to require that the appel¬ 
lant, the printing of whose record had been waived, 
should supply three copies which were not to be¬ 
come a part of the record, and which obviously 
could only have been for the use of the individual 
members of the Board of -Aq)peals. It ma}' be 
noted that the Board of Appeals, under the statute 
which created it (Section 482 R. S.; U. S. C., title 
35, sec. 7), must have three members of that Board 
at every hearing and that it has been the pra(ktice 
of the Patent Office in almost every case to have 
only three members sitting.. When those facts are 
taken into consideration the ruling of the Supreme 
Court above cited is, it is submitted,, ample author¬ 
ity for the action taken by the Commissioner.! 

In In re Truby, 1919 C. D. 238 (decision jcen- 
dered October 18,1919, not published in reports of 
the Court of Appeals), the Court of Appeals the 
District of Columbia authorized the filing of a| no¬ 
tice of appeal under Section 4912 R. S.. (35 D. S. 
C. A. 60) although it was received in the Patent. 

119416—37- 2 
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ference record, already obtained an extra copy of 
the Nicolson record when the copies, as required 
bv the rule, were filed before the Examiner of 
Interferences. 

Great reliance is placed in the brief of appellant 

upon the decision of the Massachusetts Supreme 

Court in the case of McCarty v. Boyden, 175 N. E. 

292 (Brief, p. 60), but it is to be noted that the 

statute there under consideration had been 

% 

amended so as to take away from the court any dis¬ 
cretion as to the time within which copies of the 
record should be ordered from the Clerk of the 
lower court. 

This Court in its recent decision in TJ. S, ex rel, 
Girard Trust Co. v. Helvering, 85 F. (2d) 230, 
stated that a mandamus is ‘‘controlled by equitable 
principles” and that it will never lie where the 
granting of it “would not vindicate a right but do 
a wrong.” The Court in that decision quoted from 
the decision of the Supreme Court of the United 
States in Duncan Townsite Co. v. Lane, 245 U. S. 
308, in which it was said that mandamus would not 
issue to direct an act which would be “within the 
strict letter of the law but in disregard of its 
spirit,” 

It is submitted that to grant the mandamus in 
this case would be entirely inconsistent with the 
ruling in D/uncan Townsite Cq. v., Lcme, supra^ and 
the ruling of this Court in the Girard Trust Co. v. 
Helvering, supra. 


13 


Furthermore, it is submitted that the decision 
of this Court handed down November 16,1936 (n|ot 
jet published), in Barrett v. Sterrett Operating 
Service, Inc., Appeal No. 6645, is conclusive of tjbe 
question raised in this case. 

There, as here, the Court had under considera¬ 
tion a rule, and there, as here, the procedure speci¬ 
fied bj the rule had not been taken within the ti]|ne 
limited bj the rule. j 

The rule of the Municipal Court involved in that 
case, as quoted in the decision of this Court, re^ds 
as follows: j 

Anj party entitled to a jury trial and de¬ 
siring same shall file a demand for such jijiry 
trial, signed by the party or his attorney of 
record. 

In Class B * * * cases * * * 
later than the time for appearance of t;he 
defendant stated in the summons. | 

I 

The question involved was whether the Munici¬ 
pal Court erred in refusing the defendant a jjiry 
trial when admittedly the time for asking for s|ich 
trial had passed when the defendant asked for it. 

It appears that when the case was called for tjrial 
defendant’s counsel was not present and it was not 
until after the court had granted plaintiff’s mojion 
for a continuation that counsel appeared and | de¬ 
manded a jury trial. He also presented cerinin 
pleas. The Municipal Court denied plaintiff’s mo¬ 
tion to strike the pleas and sustained the motiojn to 
strike the demand for a jury trial. j 


pot 
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This Court, in holding that the denial of the de¬ 
mand for a jury trial was improper, said: 

Assuming the rule to be valid, as we do 
on this appeal, we nevertheless feel that it 
is going entirely too far to hold that the rule 
is so far mandatorv that the court is with- 
out discretion, for good and sufficient rea¬ 
sons, to modify it when a modification will 
not result in unreasonable delay or preju¬ 
dice the rights of the opposite party. 

* * * * * . 

In these circumstances it was an abuse of 
discretion to deny the application. The cor¬ 
rect rule is well stated by the Supreme Court 
of Texas in Petri v. Bank, 84 Tex. 153, 19 
S. W. 379, where it is said that the failure 
to pay the jury fee upon the first day of the 
term, in accordance with a rule of court, 
does not deprive a party of the right of trial 
by jury unless to grant the right would op¬ 
erate to the prejudice of his adversary. See 
also Blair v. Paggi etgl. {Texas)^ 238 S. W. 
639; Hall v. Chicago, B, Q. R. Co. {Iowa), 
21 NJ W. 596. For these reasons we think 
the judgment below should be set aside and 
a new trial awarded the defendant. 

It is true that the delay in asking for the jimy 
trial was less than the delay in this case in filing 
the typewritten copies of the record, but that, it 
is submitted, is immaterial since if the rule of the 
Municipal Court was, as argued here for the rule 
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of the Patent Office, absolutely mandatory, tjie 
length of time could have made no difference. I 

Just as the granting of defendant’s motion f|or 
a jury trial in the case cited would not have intjr- 
fered with the orderly disposition of the court’s 
docket or have deprived the opposing litigant jof 
any rights, so here, the acceptance of the typewdit- 
ten copies in no way delayed the hearing before ifhe 
Board of Appeals on Nicolson’s appeal or depri^fed 
the appellee of any of its rights with respect to 
that appeal. 

It is well settled that in matters relating to |in- 
terferences in the Patent Office the Commissiojier 
of Patents has a wide discretionary authority cbn- 
ferred upon him by the statute. This was poinjted 
out in a recent decision of this Court in American 
Gas Accumulator Company v. Coe, 84 F. (2d) ?98, 
in which reference is made to the much earlier de¬ 
cision of the Supreme Court of the United States 
in Bufterworth v. Hoe, 112 S. 50, 67. It jvas 
again so held by the Supreme Court of the Un|ted 
States in Ewing v. Fowler Car Co,, 244 U. S. Ij 

It is well settled by a long line of decisions of the 
Supreme Court and this Court, that the discretion¬ 
ary authority of an officer of the Government fjan- 
not be controlled by mandamus. I 

In the case of Wilbur, Secretary of The Interior 
y. United States ex rd, Kadrie et al,, 281U. S.|206, 
the Supreme Court of the United States, with | ref- 
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erence to the construction of statutes by officials of 
the Government, said: 

* * * Where the duty in a particular 
situation is so plainly prescribed as to be 
free from doubt and equivalent to a positive 
command it is regarded as being so far min¬ 
isterial that its performance may be com¬ 
pelled by mandamus, unless there be provi¬ 
sion 6r implication to the contrary. But 
where the duty is not thus plainly prescribed 
but depends upon a statute or statutes the 
construction or application of which is not 
free from doubt, it is regarded as involving 
the character of judgment or discretion 
which cannot be controlled by mandamus. 

It is submitted that in view of what has been 
above shown as to the proper construction to be 
given to statutes and rules containing the words 
‘‘shall’’ and “will’’, the construction or application 
of the rule here involved is at least “not free from 
doubt” and must therefore be regarded as “involv¬ 
ing the character of judgment or discretion which 
cannot be controlled by mandamus.” 

In appellant’s brief it is stated over and over 
again that the i*ule is mandatory, that the Commis¬ 
sioner had no discretion, that the Board had lost 
jurisdiction' at the end of thirty days from the 
date of Nicolson’s appeal, and other statements 
are made, all of which, like the above, constitute 
similar reiteration of the statement that the rule is 
mandatory. 
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Obviously, however, that mere statement, no mat¬ 
ter how emphatically made or how often repeated, 
does not establish that the rule is absolutely man¬ 
datory and cannot be construed as directory. 

Appellant further argues that even if the rme 
was not mandatory there was an abuse of discre¬ 
tion in accepting the reasons given in the explajna- 
tion of the failure to file the three typewritten 
copies of the record as required by Rule 162. j 

It is submitted that in accepting these excuses 
as sufficient the Board was not arbitrary nor fvas 
there any abuse of discretion on the part of j the 
Commissioner in refusing to overrule the Board of 
Appeals in this respect. The matter was one for 
determination by the officials of the Patent Office 
after the conclusion had been reached that upqn a 
proper showing copies could be accepted, an<ji in 
this respect again the actions of the tribunals oif the 
Patent Office were well within their discretionary 
authority. 

In conclusion, therefore, it is submitted thp it 
was proper to construe the provisions of Rul^ 162 


as being directory rather than mandatory and that 
there was no error on the part of the Court below 
in refusing to hold otherwise. | 

It is further submitted that it was proper to as¬ 
certain the purpose of the rule in determining 
whether it was mandatory and that in so ascertain¬ 
ing the purpose of the rule and construing it the 
Commissioner of Patents was acting well wfithin 
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the discretionary authority as conferred upon him 
by statute. 

It is further submitted that there was no error 
on the part 6f the Court below in dismissing the 
petition for wit of mandamus and that the decree 
so dismissing it should be affirmed, with costs 
against the appellant. 

R. F. Whitehead, 

Solicitor for the Patent Office, 

Attorney for Appellee. 

Jantjaby 1937. 
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Preliminarily it is noted that the brief filed on behalf 
of the appellee does not dispute, but wholly ignores, 


the contentions upon which the relief asked by the peti¬ 
tioner herein is mainly grounded: e. g. as to appel¬ 
lant’s vested right in virtue of the decision of the | Ex¬ 
aminer of Interferences; that said decision had became 
final and res judicata by operation of law on Sep|;em- 
ber 17, 1935; that the jurisdiction of the Boarii of 
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Appeals over said interference ceased by operation of 
Enle 146 on September 16,1935; that the Board had no 
authority at alny time to take the specific actions they 
assumed to take in and bv their ‘‘letter’’ of December 
3, 1935; that the excuse offered for Nicolson’s failure 
to take the required procedural step for perfecting his 
appeal was ineffective in law and unfounded in fact; 
that the Board’s action of December 3, 1935 was not 
in law or fact (and did not even purport to be) an “ex¬ 
tension” of the thirty-day period fixed by Rule 162. 
None of those propositions is controverted in the brief 
for the appellee. 

In the Patent Office, before the Board of Appeals, 
and several times before the Commissioner in person, 
we submitted; and urged consideration of and reply to, 
petitioner’s aforesaid contentions which we believe to 
be of outstanding importance and conclusively in favor 
of petitioner’s right to the relief sought by this suit. 
The patent office tribunals consistently ignored them 
with silence 'notwithstanding court and patent office 
decisions (including leading decisions of this Court) 
cited in support thereof. 

The same attitude is reflected by the “Memorandum 
Opinion” (R. 53) of the Court below in taking the po¬ 
sition that it'“would be slow to interfere with the con¬ 
struction that an independent tribunal [the Board of 
Appeals] and the Commissioner of Patents have put 
upon rules enacted by the Commissioner”, etc., thereby 
finding it uiinecessary to make mention of (and ap¬ 
parently to give consideration to) petitioner’s said con¬ 
tentions and arguments which had been fuUy set forth 
in petitioner’s brief before said lower court. 

The “Brief for the Commissioner of Patents” filed 


3 


in this Court continues the same attitude or policjf of 
ignoring petitioner’s said contentions and arguments. 
Since, as stated above, we have supported every posi¬ 
tion by authoritative decisions of this and other courts 
and of patent office tribunals, and by patent office rmes 
and practice, we cannot believe that this Court jwill 
regard said contentions (and the supporting auti^ori- 
ties) as so trivial and insignificant as not to merit Seri¬ 
ous consideration and to be passed without even rlien- 
tion thereof. 

Turning now to the authorities cited in the briefi for 
appellee-respondent: j 


1. Field V. United States, 27 App. D. C. 433-440 
(Brief p. 7). This case is devoid of pertinence. The 
language quoted in appellee’s brief was used by this 
Court in setting forth their interpretation of a clause 
of the penal code which contained the words, ‘linto 
whose possession money * * * rnay come by vi rtue 
of his office”; and touching which it was argued “that 
the words ‘may come’ are synonymous with ‘shall 
come’ and can have no application to anything in the 
past, but solely to the future.” This Court, however, 
“was not prepared to accept this conclusion as t<|) the 
plain meaning of the phrase used” (that is, the coinclu¬ 
sion that “may come” in the contend was s 3 nion 5 ^ous 
with “shall come” and could have “no application to 
anything in the past but only to the future”). CoWsel 
was there contending that “may”, when used as an 
auxiliary verb, must be construed as meaning “shall”, 
when used as an auxiliary verb and connoting the fu¬ 
ture tense. The question whether “shall” in a statute 
was mandatory or permissive was not under consid- 
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eration in any form and the decision has not the re¬ 
motest bearing upon any question now before the 
Court. 

2. West Wisconsin By- Co. v. Foley, 94 U. S. 100 
(Brief p. 8). Counsel quotes a portion of this decision 
in which the Supreme Court state emphatically that 

‘Shall’ ought undoubtedly to be construed as mean¬ 
ing ‘must’, fof the purpose of sustaining or enforcing 
an existing right”; and counsel does not dispute, for 
it is manifestly indisputable, that the enforcement of 
the mandate “shall be dismissed” is here asked for the 
purpose of sustaining an existing right. This decision, 
therefore, supplies all the authority needed for dispos¬ 
ing of the present case. (See Brief for Appellant, p. 
59.) The reference, in the portion of the decision 
quoted by counsel for the appellee, to the discourage¬ 
ment of “frivolous appeals” is not without signifi¬ 
cance here (see our main brief, p. 38). 

3. In re Truby, 1919 C. D. 238 (Brief p. 9). In his 
statement of this case counsel has omitted certain mat¬ 
ters which are absolutely necessary for an under¬ 
standing of what was there decided. When those omis¬ 
sions are supplied it will be seen that the decision is 
adverse, instead of favorable, to appellee’s contention. 
For counsel’s statement makes no mention of the fact, 
stated by the Court as reason for authorizing the nunc 
pro time filing of a notice of appeal, namely, that it had 
been forwarded by mail in ample time for delivery in 
due course f ’ and counsel also omits mention of the 
express ground stated by the Court for its action, 
namely “that inasmuch as the transcript is now in this 
court—said notice will be considered as having been 
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filed in time.’’ When to these is added the cogent f^ct, 
also noted by the Court, that appellee interposes 
objection on the ground that said notice was not filed 
with the Commissioner of Patents within the time pre¬ 
scribed,” it will clearly appear that the decision affords 
support to the present appellant’s position, rather than 
to that of the appellee. For it plainly appears tl^at, 
but for the above stated facts, in respect to each of 
which the reverse is the case here, the notice of appeal 
would have been held to be too late. 

4. On page 10 of appellee’s brief certain decision^ of 
State Courts are cited in support of the proposit^n 
that ‘‘in determining whether a rule or statute con¬ 
taining the word ‘shall’ is mandatory, consideration 
must always be given to the purpose of the statute or 
rule, and that it is only when some public or private 
right is involved, which is not the case here, that it is 
imperative that a mandatory construction be giveii.” 
It would be manifestly a waste of time on our par i to 
review these cases; for, according to counsel’s own 
statement of their purport, they all hold that “shsill” 
is always to be construed as mandatory where “s(j)me 
public or private right is involved”; and that peti¬ 
tioner’s rights are here involved is not reasonably 
open to dispute. And indeed this has not been disputed 
heretofore, though vigorously asserted before each [tri¬ 
bunal below. How counsel could even attempt to Jus¬ 
tify his assertion that such “is not the case here”, 
we are at a loss to conceive. He has made no attempt 
to do so. And that public interests are likewise in¬ 
volved (see our main brief pp. 12-17) is abundantly 
clear and has not been controverted. Further, we are 
not urged to oppose the proposition that consideration 
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should be ‘‘given to the purpose of the statute or rule.” 
Nor have we failed to do so in this instance (Main 
brief pp. 20-23, 38). But if the decisions here cited do 
go so far as to say “it is ovdy when some public or 
private right* is involved’’ that shall is to be regarded 
as imperative, then those decisions are counter in that 
respect to decisions of the Supreme Court and of this 
Court, cited in our main brief (pp. 53-57). 

I 

5. It is true, as stated at the bottom of page 11 of 
appellee’s brief, that appellant does most emphati¬ 
cally deny that the copies of the records required by 
the second proviso of paragraph 2 of Eule 162 were 
for the convenience of the Board alone. And not only 
so, but appellant has fully established that denial by 
fv I facts, reasons and authorities presented in appellant’s 
\ main brief (see pp. 41-46). 

/ At the same point in appellee’s brief is this state¬ 
ment: “that the rule itself shows that to be the fact 
and nothing in this record has been called to the atten¬ 
tion of the Court to show that it is not.” Both these 
averments we emphatically deny. (1) Rule 162 does 
not show that the required copies are for the con¬ 
venience of the Board alone; and (2) this has been 
clearly shown in appellant’s main brief (see particu¬ 
larly pp. 41-44). But if by “nothing in this record”, 
coxmsel means the printed Court Record herein, we 
would ask, why should anyone expect to find such 
showing in an appeal record? And what conclusions, 
adverse to the appellant, can properly be drawn from, 
its absence? The mere reading of the Rule itself suf¬ 
fices to refute the statement. 
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6. McCarty v. Boyden, 175 N. W. 292 (Brief p. 12). 
Concerning this very pertinent decision counsel states, 
‘‘that the statute there under consideration had been 
amended so as to take away from the court any| dis¬ 
cretion as to the time within which copies of the record 
should be ordered from the Clerk of the lower cojirt.” 
Counsel does not attempt to show (and we are wholly 
at a loss to conceive) why that fact, ij it he a fact, 
should detract from the pertinence of the decision] But 
be that as it may, the corresponding fact in the present 
case indisputably is that Rule 162 was amended June 
30,1930 and October 29,1934 (R. 14) to take away from 
the Board of Appeals any discretion that tribunal may 
have had (we maintain they had none. See main brief 
pp. 31-34), to permit filing of the required typewritten 
copies of records after expiration of the tim^ pre- 
scribed by said rule. 

7. TJ, S. ex rel. Girard Trust Co, v. Helvering\ 85 F. 
(2d) 230. This case is cited by counsel for the ajJpellee 
(brief p. 12) in support of the proposition that man¬ 
damus is ‘controlled by equitable principles’ an^ that 
it will never lie where the granting of it ‘would not 
vindicate a right but do a wrong’ ”. Inasmuch as 
counsel has made no attempt to apply this decision 
to the facts of the present case we think it not incum¬ 
bent upon us, or that the Court would desire j us, to 
present such a discussion of this very extraor^nary 
case as should be needed to establish the negative fact 
that it affords no support whatever to the refusal of 
the Commissioner of Patents to perform the plain 
ministerial duty required of him in the undisputed 
facts of the present case. Inasmuch as no ^ttempt 
has been made to show that the grant of a mandamus 
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in the present case “would not vindicate a right but 
do a wrong we do not feel called upon to establish 
the contrary. Nevertheless we point out that the Court 
expressly ruled in the cited case “that the decision of 
the Court and the finding of the Board made man¬ 
datory the dilty of the Commissioner to make the re¬ 
fund”; and further ruled that “if, as we think, this 
duty is mandatory, the writ here prayed for is an ap¬ 
propriate remedy.” Thus, the decision, so far as it is 
at all pertineht, supports the present appellant’s main 
contention as to the mandatory character of Rule 162; 
and when to this is added the very weighty considera¬ 
tion of the tothl absence here of the extraordinary facts 
which controlled the Court’s decision there, we are 
fully warranted in claiming that it wholly supports 
appellant’s case. 

8. Duncan Townsite Co. v. Lane, 245 U. S. 308 (Brief 
p. 12). This decision of the Supreme Court was cited 
by this Court in the decision discussed immediately 
above in support of the holding that mandamus 
“should be denied if the result will be to accomplish 
a moral wrong.” This Court quoted the following 
from the decision of the Supreme Court: 

“It issues to remedy a wrong, not to promote 
one; to compel the performance of a duty which 
ought to be performed, not to direct an act which 
will work a public or private mischief or will be 
within the strict letter of the law but in disregard 
of its spirit.” 

Manifestly the quoted passage as a whole supports 
the present appellant’s position; for it is precisely 
for the purpose therein stated that mandamus is here 
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sought. Furthermore, the Supreme Court held in the 
cited case that I 

‘‘Enrollment confers rights which cannot be t^ken 
away without notice and opportunity tol be 
heard.” j 

But the relator in that case had acquiesced in a Judg¬ 
ment which approved the removal of its name from 
the roll; the allotment having been procured by fil-aud. 
What the relator was seeking to do is stated by thi Su¬ 
preme Court in these words: | 


“The relator, having itself only an equity, {^eeks 
the aid of the court to clothe it with the legal title 
as against the United States which now holdsi both 
the legal title and [also] the equity to hayt set 
aside an allotment certificate secured by fr^ud.” 

Therefore the Supreme Court affirmed this Courtrs de¬ 
cision refusing mandamus. Counsel for the appellee 
quotes only the last thirteen words of the passage 
quoted by this Court from the Supreme Court js de¬ 
cision in the Duncan Townsite Co. case. I 


9. Barrett v. Sterrett Operating Service Inc\ (not 
yet reported). Counsel asserts (brief p. 13) thalt this 
decision of this Court “is conclusive of the qu^tion 
raised in this case.” And so it may be, upon the prin¬ 
ciple that the determinative facts, which movdd the 
Court to hold the defendant in that case had not lost 
his right to a Jury trial, argue logically, because oif their 
total absence in the present case, for the opposite con¬ 
clusion here. In the cited case there was, to begih with, 
no peremptory mandate, equivalent to “the appeal 
shall be dismissed” of the present case. Furthermore, 
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the Court expressly made the existence of ‘‘good and 
sufficient reasons” the ground of their holding that 
defendant had not by inexcusable delay lost his right 
to a jury trial; whereas in the present case the non¬ 
existence of “good and sufficient reasons” for the long 
delay is admitted. As good and sufficient reasons in 
that case the Court adduced that “the issues were not 
made up, nor 'iv’as the case ready for trial prior to the 
time when the' demand for jury trial was made. ’ ’ In 
the present caSe, on the contrary, the issues had been 
long made up, the case had gone to trial, and judgment 
had been rendered on the merits, resulting in a vested 
right, which has been seriously impaired by the refusal 
of the Board to recognize the dismissal of the appeal 
by operation of law, and still further by their assump¬ 
tion and exercise of powers which have not been con¬ 
ferred upon them by law. The facts here are as dif¬ 
ferent as can well be conceived from those of the cited 
case. There tke defendant made his demand for a jury 
trial within “a few minutes” of the time for his ap¬ 
pearance stated in the summons, and demanded a jury 
trial. To hold that the defendant had forfeited his 
legal right to k jury trial it was necessary for the lower 
court not only to disregard “good and sufficient rea¬ 
sons” to the contrary, but also to attach a penal con¬ 
sequence—not merely to the fraction of a day, but— 
to a small fraction of an hour. In the present case, per 
contra, Nicolson’s assignee made no request at any 
time for leave to file the required copies, made no claim 
at any time that a good or sufficient reason existed for 
its failure to' file them seasonably, and took no action 
of any sort for 115 days after filing the notice of the 
appeal and then only under the pressure of the Board’s 
sua sponte action of December 3, 1935. The difference 


N 
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between the two cases is so manifest and so great as Ito 
bring the present case clearly under the decision of tljis 
Court in Bryant v. Seymour (main brief 21, 22) lin 
which the Court, in dismissing an appeal taken aft|er 
expiration of the time limited by rule, said: “To ho 
rule is rigid adherence required more than to those 
which prescribe the time within which appeals are |to 
be taken.’’ j 

j 

10. American Gas Accumulator Co,, 84 F. (2d) 398 
(Brief p. 15). This case is cited in support of ilhe 
proposition that “in matters relating to interferences 
in the Patent Office the Commissioner of Patents ha^ a 
wide discretionary power conferred upon him by ihe 
statute.” Even so, it will hardly be contended that the 
power thus conferred clothes him with discretion! to 
refuse the performance of a plain ministerial duty jim- 
posed by law or rule and the authority to disregard 
patent office rules (162 and 146) which have been held 
repeatedly to be as binding upon the officials of that 
office as they are upon parties to proceedings in 4aid 
office. But what the Court actually held in the cjted 
case is that the Commissioner “is vested with author¬ 
ity to determine whether or not an interference shall he 
instituted, and to pass upon the proceedings in inter¬ 
ference^ ^ (emphasis supplied). This is not in ques¬ 
tion here; and moreover, it does not tend in the slight¬ 
est to support the contention that the Board of Ap¬ 
peals had authority to take the action they assumed to 
take in their letter of December 3, 1935; or thatj the 
Commissioner himself had authority to undo the final¬ 
ity of the decision of the Interference Examiner 4fter 
September 16, 1935. 
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11. Ewing v. Fowler Car Co,, 244 U. S. 1 (Brief p. 
15). This case is also cited as holding that the Com¬ 
missioner of Patents has a wide discretionary powrer 
conferred npon him by statute; but a careful reading 
of the decision reveals nothing more pertinent to the 
present situation than the reiterated statement that 
by the provision of Sec. 4904 R. S. an interference is 
to be declared “Whenever an application is made for a 
patent w-hich, in the opinion of the Commissioner would 
interfere with any pending application * * In sev¬ 
eral places whei^e this provision of the statute is 
quoted the Court has italicized the words “w the opin¬ 
ion^ \ thus calling attention to the Commissioner’s dis¬ 
cretionary power to determine whether or not an in¬ 
terference exists, as if that authority were a unique 
thing. The decision is devoid of pertinence in respect 
to any question now before the Court. 

12. Wilbur v. S, ex rel, Kadrie et ah, 281 U. S. 
206 (Brief p. 15). We think this case is sufficiently 
discussed in our main brief (p. 49) and in Sec. 5 (p. 
94) of the Appendix thereto. 

We submit that appellee’s argument, viewed as a 
whole, is not addressed to the proper tribunal or to the 
issues awaiting decision in this case. Counsel is con¬ 
tending—^not for a particular interpretation of Rule 
162 as it stands, but—^for what in his opinion (or rather 
what to suit the exigencies of his case) the rule ought 
to he. Therefore his arguments, if they have any merit 
at all, should be addressed to the law-making body, and 
we are reminded of the holding of this Court that pro¬ 
cedural rules'“are intended to be a law for the Court 
itself, as well as for parties and counsel, until they are 


changed in pursuance of the same power under whj^h 
they have been promulgated,^^ and that “We do hot 
feel that we are at liberty ourselves to disregard the 
rule or to permit it to be disregarded by parties to i^ro- 
ceedings in the patent office.” {Bryant v. Seymdur, 
Commissioner of Patents, 9 App. D. C. 648.) j 

I 

Respectfully, i 


Philip Matjbo, 

Reeve Lewis, 

Attorneys for Petitioner-Appellant, 


Reeve Lewis, Jb., 
Of Counsel for 


Petitioner-Appellant, 


Washington, D. C., Feby. 5, 1937. 





